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Dear Sir: 


This Appeal Brief is filed under 35 U.S.C. § 134, and in accordance with the provisions 
of 37 C.F.R. § 41.37(c). The claims on appeal are set forth in Claims Appendix. 
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I. INTRODUCTION 


Art Unit: 3724 


This appeal is made from the final Office Action (hereinafter "Final Action") mailed 
September 1,2004. 

I(i). REAL PARTY IN INTEREST 

The owner of this application is Playtex Products, Inc. 

II. RELATED APPEALS AND INTERFERENCES 

No other appeals or interferences are known to Appellants, Appellants' Attorney or the 
owner/assignee of the application (Playtex Products, Inc.), which will directly affect or be 
directly affected by or have a bearing on the Board's decision in the pending appeal. 

III. STATUS OF CLAIMS 

Claims 14 through 16 are subject to appeal. Claims 1 through 13 have been cancelled. 
Claims 17, 21 through 23 and 27 through 40 have been withdrawn. 

Claims 14 through 16 were rejected in the Final Action under 35 U.S.C. § 102(b) as 
being anticipated by U.S. Patent No. 5,499,729 to Greenwood (hereinafter "Greenwood"), which 
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is attached at Appendix B. Claims 18 through 20 and 24 through 26 were objected to as being 
dependent upon a rejected base claim, but allowable if rewritten in independent form including 
all of the limitations of the base claim and any intervening claims. 


IV. STATUS OF AMENDMENTS 


There were no amendments made in response to the Final Action. The arguments on 
appeal are based upon the pending claims as set forth in Appendix A. 


V. SUMMARY OF THE INVENTION 

Appellants' invention relates to a method of manufacturing vent discs that alleviates the 
vacuum created in containers, such as infant feeding bottles, during feeding, (p. 1, 11. 16-20). 1 
This vacuum can make feeding more difficult and can cause a nipple to collapse, if so equipped, 
(p. 1, 11. 5-10). 2 The vent discs made according to Appellants' invention allow air to flow into 
the bottle during feeding to alleviate the vacuum, while preventing leakage out through the vent 
discs, (p. 2, 11. 1-14). 

Generally, Appellants' invention provides a method of making or manufacturing vent 
discs 10 that efficiently allow air into the container to alleviate the vacuum and prevent leakage 

1 (specification page(s), specification line(s)) 

2 Cited from U.S. Patent No. 6,053,342 (col. 1, lines 14-22), which is commonly owned and incorporated by 
reference in this pending application. The '342 Patent is being attached at Appendix C. 
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out of the bottle, (p. 2, 11. 1-14). The vent discs 10 are formed with a plurality of resealable 
perforations 18, 20 through an elastomeric, concavely curved domed portion 12 of the vent disc 
10. (p. 6, 11. 4-8 and 16-18). This method comprises forming the plurality of perforations 18, 20 
through the domed portion 12 such that each of the centerlines of the perforations 18, 20 are 
coincident to a radius that forms the concave curvature of the domed portion 12. (p. 6, 11. 4-8 and 
20-24). 

Appellants' invention provides for forming the plurality of perforations 18, 20 with at 
least two different diameters through the domed portion 12. (p. 6, 11. 14-16; p. 7, 11. 32-33). 
FIGS. 2, 2A, 2B and 9, show one such example where the plurality of perforations 18, 20 are 
formed by an upwardly extending depression 20 in the undersurface of the domed portion 12 and 
another perforation 18 through the residual portion 24 above the depression 20. (p. 6, 11. 4-14; p. 
7, 1. 34; p. 8, 11. 1-4). 

Appellants' invention also provides for forming the depressions 20 such that the 
centerlines of the depressions 20 are coincident with the radius that forms the concave curvature 
of the domed portion 12. (p. 6, 11. 20-22). In such an embodiment, the centerlines of the 
perforations 1 8 through the residual portions 24 are formed coincident to the corresponding 
centerlines of the depressions 20, as shown in Fig. 9. (p. 6, 11. 22-24). 

The depressions 20 are preferably dish-shaped, recessed, upwardly concave, and circular 
or hemi-spherical in shape but can also be conical and cylindrical, among other shapes, (p. 6, 11. 
14-16; p. 7, 32-33). The perforations 18 are resealable apertures, and preferably are elongated 
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slits but could be pin holes, (p. 6, 11. 4-6; p. 10, 11. 4-7). If slits 18 are formed in the vent disc 10, 
the slits 18 preferably have a slit width W (as shown in FIG. 2B) between about 0.040 to about 
0.080 inches, more preferably from about 0.058 inches to about 0.062 inches, and most 
preferably about 0.060 inches, (p. 7, 11. 6-10). 

Shown in FIGS. 3 through 4 and 5 through 8 are two non-limiting examples of piercing 
assemblies 50, 500 that can form the vent discs 10 as described above, (p. 9, 11. 32-33; p. 10, 11. 
18-21; p. 12, 11. 17-19). Assembly 50 has piercing elements 30 with central axes that coincide 
with the radius that forms the concave curvature of the domed portion 12. (p. 10, 11. 25-29; p. 1 1, 
11. 23-20). Assembly 500 uses a vacuum to flatten the domed portion 12 and then pierces the 
vent disc 10 with piercing elements 30 that are mounted axially, vertically and parallel to each 
other on the punch mounting plate 120 so that when the vent disc returns to its dome shaped 
curvature, the perforations coincide with the radius that forms the concave curvature of the 
domed portion, (p. 14, 11. 3-5 and 19-23; p. 15, 11. 12-16). 

V(i). SUMMARY OF CLAIMED SUBJECT MATTER 

Claim 14 provides the subject matter of a method of forming a plurality of apertures, 
referred to in the application by reference numerals 18 and/or 20, in a concavely curved domed 
portion of a vent disc, referred to in the application by reference numeral 10 and/or 12, the 
plurality of apertures each having centerlines, which includes forming the plurality of apertures 
with each of the centerlines coincident to a radius that forms a concave curvature of the domed 
portion, (p. 6, 11. 12-24). The plurality of apertures have at least two different diameters through 
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the domed portion, (p. 6, 11. 14-16; p. 7, 11. 32-33). The plurality of apertures are resealable. (p. 
6, 11. 4-6). The domed portion is elastomeric. (p. 6, 11. 16-17). 

Claim 15 provides the subject matter of the method of claim 14, and further includes 
forming a portion of each of the plurality of apertures with a hemispherical shape, (p. 6, 11. 14- 
16). 

Claim 16 provides the subject matter of a method of forming a plurality of perforations, 
referred to in the application by reference numeral 18, in a concavely curved domed portion of a 
vent disc, referred to in the application by reference numeral 10 and/or 12, which includes 
forming a plurality of upwardly extending depressions, referred to in the application by reference 
numeral 20, in an undersurface of the domed portion while leaving a residual, referred to in the 
application by reference numeral 24, of the domed portion above the plurality of depressions, the 
plurality of depressions each having a centerline, each of the centerlines being coincident with a 
radius that forms a concave curvature of the domed portion, and forming a plurality of 
perforations through the residual, (p. 6, 11. 12-24; p. 7, 1. 23-p. 8, 1. 4). The plurality of 
perforations are resealable and each have a centerline where each of the centerlines of the 
plurality of perforations is formed coincident to a corresponding centerline of one of the plurality 
of depressions, (p. 6, 11. 20-24). The domed portion is elastomeric. (p. 6, 11. 16-17). 
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VI. GROUNDS OF REJECTION TO BE REVIEWED ON APPEAL 


Whether claims 14 through 16 are unpatentable under 35 U.S.C. § 102(b) as being 
anticipated by U.S. Patent No. 5,499,729 to Greenwood (hereinafter "Greenwood")? In 
particular, page 3 of the Final Action asserts that while the Applicant has made a geometric 
dissection of Figure 19 to illustrate that the one and only centerline of aperture 73 in Greenwood 
is not coincident to the radius that forms the concave curvature of the domed portion, the 
Examiner cannot rely on such an analysis for patentability because unless stated so in the patent, 
the drawings cannot be considered as being drawn to scale. Thus, Applicants respectfully 
request review of whether the geometric dissection of Figure 19 and analysis thereof may be 
relied on for patentability. Furthermore, the Final Action asserts that in Figure 17 of Greenwood 
that aperture 73 appears to extend from the apex of recess 74, and appears to extend to the outer 
surface of diaphragm 72, and appears to intersect that surface at an angle of about 90 degrees to a 
tangent of the surface at the point of intersection, and, thus, it appears to meet the claimed 
limitations. Therefore, Applicants respectfully request review of whether the embodiment 
shown in Figure 17 of Greenwood meets the claimed limitations. Also, the Final Action asserts 
that whether the apertures are formed by hand or by an apparatus appears to be irrelevant with 
respect to the location and orientation of the apertures. Thus, Applicants respectfully request 
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review of whether the apertures are formed by hand or by an apparatus is irrelevant with respect 
to the location and orientation of the apertures. 


VIL GROUPING OF CLAIMS 

Claims 14 through 16 form a group that stand or fall together. 

VIII. ARGUMENT 

(i) Rejections under 35 U.S.C. §112, first paragraph 

The Final Action does not reject any of the claims under 35 U.S.C. §112, first 
paragraph. 

(ii) Rejections under 35 U.S.C. §112, second paragraph 

The Final Action does not reject any of the claims under 35 U.S.C. §112, second 
paragraph. 

(iii) Rejections under 35 U.S.C. §102 


8 


Serial No. : 09/639, 508 


Art Unit: 3724 


(a) Rejection of claims 14 through 16 as anticipated by Greenwood 

The Final Action rejects claims 14 through 16 under 35 U.S.C. §102 as being "clearly 
anticipated" by Greenwood. (Final Action p. 2). For the reasons set forth below, Greenwood 
fails to disclose or suggest the features of claims 14 and 15 of "forming said plurality of 
apertures with each of said centerlines coincident to a radius that forms a concave curvature of 
said domed portion." Greenwood further fails to disclose or suggest the features of claim 16 of 
forming a plurality of upwardly extending depressions with each having a centerline and the 
centerlines of the depressions being coincident with a radius that forms a concave curvature of 
the domed portion, and forming a plurality of perforations through the residual with each having 
a centerline and the centerlines of the plurality of perforations being formed coincident to the 
centerlines of the plurality of depressions. 

"A claim is anticipated only if each and every element as set forth in the claim is found, 
either expressly or inherently described, in a single prior art reference." Verdegaal Bros, v. 
Union Oil Co. of California, 814 F.2d 628, 631, 2 USPQ2d 1051, 1053 (Fed. Cir. 1987). 3 
"Under 35 U.S.C. Section 102, every limitation of a claim must identically appear in a single 
prior art reference for it to anticipate the claim." Gechter v. Davidson , 1 16 F.3d 1454, 1457, 43 
USPQ2d 1030, 1032 (Fed. Cir. 1997). "The identical invention must be shown in as complete 
detail as is contained in the ... claim." Richardson v. Suzuki Motor Co. , 868 F.2d 1226, 1236, 9 
USPQ2d 1913, 1920 (Fed. Cir. 1989). 

3 Case law relied upon is being attached at Appendix D. 
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The rejection of claims 14 through 16 in the Final Action is based upon the embodiment 
of FIGS. 14 through 18, and, in particular, FIG. 17 of Greenwood. 4 The Greenwood 
specification describes this embodiment as follows: 


Bottle structure 71 employs an elastic apertured diaphragm 72 in which 
the individual apertures 73 are illustratively arranged in a square array. 
Each aperture 73 is a point in configuration when diaphragm 72 is 
relaxed. Circumferentially about the axis of each aperture 73 a dish-like 
(preferably hemispherical) recess 74 is located on the concave surface 76 
of the domed region 77 of the diaphragm 72. (Greenwood col. 8, lines 
37-44). 


Applicants previously made of record a geometric dissection of FIG. 17 of Greenwood 
which included the radius of curvature of the Greenwood vent disc, and which is included in 
Appendix E. The geometric dissection shows that the centerline of aperture 73 is not coincident 
to the radius that forms the concave curvature of the domed portion. The geometric dissection is 
based upon the specification of Greenwood, which makes clear that domed region 77 is a 
"segment of a spherical curvature." (Greenwood col. 8, lines 45-52). As such, Applicants' 
Attorney previously drew the radius of curvature for the spherical segment using a compass 
according to geometric principles. 5 The drawing was enlarged to make the difference in angle 
between the radius of curvature and the centerline abundantly clear. 


4 The Final Action does not explicitly state that the rejection is based upon the embodiment of FIGS. 14 through 18 
in Greenwood. (Final Action p. 2). However, in an earlier Office Action mailed May 13, 2002 and during an 
Examiner Interview regarding the Final Action, the contents of the discussion of which are memorialized in 
Appellants' Amendment of December 15, 2003, the Examiner's final rejection was premised upon the embodiment 
shown in FIGS. 14 through 18 of Greenwood, and particularly FIG. 17. (Amendment of December 15, 2003, pp. 8- 
9; Office Action of May 13, 2002, p. 6). 

5 The Greenwood specification describes the domed shape segment 77 of FIG. 17 as having "an outside diameter of 
1.87 inches (about 4.75 centimeters) and an inside diameter of about 1.75 inches (about 4.44 centimeters)" and "a 
transverse thickness of about 0.06 inch (about 0.15 centimeter)." (Greenwood col. 8, lines 45-66). 
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The Final Action asserts that Hockerson-Halberstadt Inc. v. Avia Group Int'l Inc. , 55 
USPQ2d 1487, 1491 (Fed. Cir. 2000) precludes reliance upon the angular difference between the 
radius of curvature and the centerline in FIG. 17 as shown in the drawing of Appendix D. (Final 
Action pp. 2-3). Instead, the Final Action asserts that "aperture 73 appears to extend from the 
apex of recess 74, and appears to extend to the outer surface of diaphragm 72, and appears to 
intersect that surface at an angle of about 90 degrees to a tangent of the surface at the point of 
intersection." 6 (Final Action p. 3). 

However, this same body of case law cited by the Final Action cautions that while 
"[p]atent drawings are not working drawings", "[the Court] did not mean that things patent 
drawings show clearly are to be disregarded ." In re Mraz , 173 USPQ 25, 27 (CCPA 
1972)(emphasis in original). "[A] person skilled in the art would suspect there was some reason 
for the relationships shown in the drawing and would not regard such disclosure as accidental or 
arbitrary." In re Reynolds . 170 USPQ 94, 98 (CCPA 1971). 

Applicants' geometric dissection of FIG. 17 is not a measurement and is not done to 
determine a dimension such as "the respective widths of the groove and fins [of the footwear]" as 
in Hockerson-Halberstadt Inc. v. Avia Group Int'l Inc. , but rather is to show the geometric 
relationship between the centerline of aperture 73 and the radius of curvature of spherical 

6 In an earlier Office Action of May 13, 2002, it was asserted by the Examiner that "applicant's Exhibit I [] cannot 
be relied on to prove that the perforation and the radius shown are not parallel or colinear" and that "it is the general 
teachings disclosed by the drawings and specification that must be considered." (Office Action of May 13, 2002, p. 
6). 
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diaphragm segment 72, which is non-coincidental. 7 Hockerson-Halberstadt Inc. at 1491. Such 
geometric relationships, e.g., surfaces that are parallel or surfaces that are converging/diverging, 
are commonly relied upon and cannot be ignored. For instance, in In re Reynolds , 170 USPQ 
94, 97-98 (CCPA 1971), the Court relied upon the applicant's exhibit, as filed in support of his 
argument during prosecution, which showed the structure of a variable capacitor as depicted in 
the application drawing but in three different positions which were not depicted in the 
application drawings. Id. The three different positions showed the structure as it moved in 
accordance with the functioning of the capacitor. Id. The Court stated: "[w]e think it clear that 
there is no substantial variance between the structure of Fig. 2 [included in the application] and 
of exhibit I [as drawn by the applicant during prosecution], as far as the size, configuration and 
spacing of plate 24, shaft 17, plate 26, and tab 26' are concerned." In re Reynolds at 98. 
Although the specification was admittedly silent as to this particular function of the capacitor, 
the Reynolds Court determined that the geometric relationship supported the applicant's position 
and reversed the Examiner's rejection. In re Reynolds at 97-98. 

To disregard the geometric relationship shown in FIG. 17 of Greenwood as the Examiner 
has done, which shows the centerline of aperture 73 being non-coincidental with the radius of 
curvature of diaphragm 72, ignores this body of case law. Indeed, in In re Heinrich , 122 USPQ 
388, 390 (CCPA 1959), the Court agreed with the determination of the Board of Appeals that a 
non-scaled drawing of a combination sealing and mounting ring can be relied upon to disclose a 

7 The Hockerson Court stated: "it is well established that patent drawings do not define the precise proportions of the 
elements and may not be relied on to show particular sizes if the specification is completely silent on the issue." 
Hockerson-Halberstadt Inc. at 1491. 
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taper angle of less than 7 l A° 9 even where the taper shown in the drawings is merely "a very small 
angle" and where the specification is silent as to the angle of taper. Id. 

Moreover, the Greenwood specification supports the fact that FIG. 17 shows the 
centerline of aperture 73 being non-coincidental with the radius of curvature of diaphragm 72. In 
describing the method of making the diaphragm 72, Greenwood states: 

Each aperture 73 is formed by straight pin puncture through the 
diaphragm 72 in the apex region of each hemispherical recess 74. The 
pin used (not shown) has a circular cross-section. (Greenwood col. 8, 
lines 57-60) (emphasis added). 

The straight pin puncture 73 is "in the apex region", as opposed to being through the apex 
or highest point of the recess 74. 8 The Webster's Dictionary defines a "region" as an indefinite 
area. 9 As such, it is completely consistent with this Greenwood methodology and description 
that FIG. 17 shows the centerline of aperture 73 being non-coincidental with the radius of 
curvature of diaphragm 72. Indeed, Greenwood is describing that the aperture 73 only punctures 
the indefinite or general apex area of recess 74 rather than passing directly through the apex of 
the recess and thus forming the plurality of apertures with each of the centerlines coincident to a 
radius that forms a concave curvature of the domed portion, as recited by claims 14 and 15 or 
forming a plurality of upwardly extending depressions with each having a centerline and the 
centerlines of the depressions being coincident with a radius that forms a concave curvature of 
the domed portion, and forming a plurality of perforations through the residual with each having 

8 An apex is defined as "the highest point." Webster's II New College Dictionary 2001. 

9 Webster's II New College Dictionary 2001. 
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a centerline and the centerlines of the plurality of perforations being formed coincident to the 
centerlines of the plurality of depressions, as recited in claim 16. 


Assuming, arguendo , that the Examiner is permitted to ignore what is actually shown in 
FIG. 17 of Greenwood and is further permitted to ignore the specification of Greenwood, as 
described above, in order to erroneously interpret the single slit 73 as having a centerline 
coincident to the radius that forms the concave curvature of the domed portion of the vent disc, 
Greenwood still fails to disclose or suggest the features of claims 14 through 16. Claims 14 and 
15 recite that each of the centerlines of the plurality of apertures are coincident to the radius of 
curvature of the domed portion. Claim 16 recites that the centerlines of the depressions are 
coincident with a radius that forms a concave curvature of the domed portion and the centerlines 
of the plurality of perforations are formed coincident to the centerlines of the plurality of 
depressions. Although not asserted in the Final Action, in the Office Action of May 13, 2002, 
the Examiner concluded that "Figure 17 shows a cross section of one of the apertures, wherein a 
reasonable interpretation is that all of the apertures are the same as that shown in Figure 17." 
(Office Action of May 13, 2002, p. 7). However, the Examiner's conclusion ignores the 
Greenwood specification, which describes the puncture as merely in the apex region of the recess 
rather than through the apex of the recess, and more significantly ignores the methodology 
described in the specification and actually employed by Mr. Greenwood. 10 

The Greenwood specification describes making the apertures 73 with a puncture from a 
"pin" through the spherically shaped or curved diaphragm, as opposed to using a structured, 

10 The Greenwood specification describes FIG. 17 as "an enlarged fragmentary vertical sectional view taken through 
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precise method such as a plurality of fixed pins. (Greenwood col. 8, lines 57-60). Additionally, 
as described in the Declaration of Mr. Manganiello (present Applicant), Mr. Greenwood 
disclosed to the assignee of the pending application that "the puncture holes were made one at a 
time by hand using a push pin", which is consistent with the description provided in the 
Greenwood specification. 11 (Manganiello p. 2, par. 1 1). Mr. Greenwood supplied the assignee of 
the pending application with approximately 1,000 of the vent discs as described in the 
embodiment of FIGS. 14 through 18 of the Greenwood patent. (Manganiello p. 2, par. 1 1). 
Further testing of the Greenwood type of vent discs by the assignee of the pending application, 
indicated that these puncture holes were "random in terms of point of entry, angle and 
contact/seal surface area", as described in the Declaration of Mr. Chomik (present Applicant). 12 
(Chomik p. 3, par. 15). This determination is consistent with the description provided in the 
Greenwood specification in which the pin puncture is merely "in the apex region." (Greenwood 
col.8, lines 57-60). 

The Final Action concludes that "whether the apertures are formed by hand or by an 
apparatus appears to be irrelevant with respect to the location and orientation of the apertures." 
(Final Action p. 3). However, one of ordinary skill in the art using a single pin to puncture an 
aperture "in the apex region" would be unable to make the punctures at the correct position 
within each and every one of the depressions, and would also be unable to make the punctures at 
the correct angle within each and every one of the depressions, to ensure that each of the 
centerlines was coincident with the radius of curvature, as Mr. Greenwood was unable to do. 

a single diaphragm aperture in the diaphragm of FIG. 15." (Greenwood col. 3, lines 21-23). 

1 1 The Declaration of Mr. Manganiello was previously made of record and is also being attached at Appendix F. 

12 The Declaration of Mr. Chomik was previously made of record and is also being attached at Appendix G. 
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Even more significantly, there was absolutely no motivation for Mr. Greenwood, or any one else 
of ordinary skill in the art at that time, to try to make the punctures at the correct position within 
each of the depressions and also at the correct angle to ensure that each of the centerlines was 
coincident with the radius of curvature, as recited by claims 14 and 15, or to ensure that the 
centerlines of the depressions were coincident with the radius that forms the concave curvature 
of the domed portion and the centerlines of the plurality of perforations were formed coincident 
to the centerlines of the plurality of depressions, as recited in claim 16. The Greenwood patent 
describes that this was not the intent since the specification states that it is merely trying to 
puncture "in the apex region." (Greenwood col 8, lines 57-60). 

It was found that the Greenwood type of vent discs with the random punctured angles 
sometimes leaked due to the puncture holes. (Manganiello p. 4, par, 19). Appellants' invention, 
as recited in claims 14 through 16, was devised by the Applicants in response to this leakage. 
(Chomik pp. 4-5, pars. 17-18). Additional comparative testing indicated that "improved, 
optimum air venting and no leakage occurred" with the vent discs having perforations coincident 
to the radius of curvature as in Applicants' invention, as compared to the Greenwood vent discs. 
(Chomik p. 6, pars. 19-21). 

Neither the Greenwood patent, Mr. Greenwood's actual vent discs, or one of ordinary 
skill in the art, (notwithstanding that the Final Action rejected claims 14 through 16 under 35 
U.S.C. §102 and not under 35 U.S.C. §103) was or would have made vent discs as described in 
claims 14 and 15, with each of the centerlines being coincident to a radius that forms a concave 
curvature of the domed portion, or as described in claim 16 with the centerlines of the 
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depressions being coincident with the radius that forms the concave curvature of the domed 
portion and the centerlines of the plurality of perforations being formed coincident to the 
centerlines of the plurality of depressions. 


(iv) Rejections under 35 U.S.C. §103 


The Final Action does not reject any of the claims under 35 U.S.C. §103. 


IX. CONCLUSION 


In summary, Applicants respectfully request that the Board of Appeals reverses the final 
rejection of claims 14 through 16, and the objections to claims 18 through 20 and 24 through 26. 


Dated: 



Charles N.J. Ruggiei 
Registration No. 28,468 
Attorney for Applicants 
Ohlandt, Greeley, Ruggiero & Perle, L.L.P. 
One Landmark Square 
Stamford, CT 06901-2682 
Tel: (203) 327-4500 
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14. A method of forming a plurality of apertures in a concavely curved domed portion 
of a vent disc, said plurality of apertures each having centerlines, which comprises: 

forming said plurality of apertures with each of said centerlines coincident to a radius that 
forms a concave curvature of said domed portion, wherein said plurality of apertures have at 
least two different diameters through said domed portion, wherein said plurality of apertures are 
resealable, and wherein said domed portion is elastomeric. 

15. The method of claim 14, further comprising forming a portion of each of said 
plurality of apertures with a hemispherical shape. 

16. A method of forming a plurality of perforations in a concavely curved domed 
portion of a vent disc, which comprises: 

forming a plurality of upwardly extending depressions in an undersurface of said domed 
portion while leaving a residual of said domed portion above said plurality of depressions, said 
plurality of depressions each having a centerline, each of said centerlines being coincident with a 
radius that forms a concave curvature of said domed portion; and 

forming a plurality of perforations through said residual, said plurality of perforations 
being resealable and each having a centerline, each of said centerlines of said plurality of 
perforations being formed coincident to a corresponding centerline of one of said plurality of 
depressions, wherein said domed portion is elastomeric. 
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Serial No. : 09/639,508 


Art Unit: 3724 


EVIDENCE APPENDIX 

The Evidence Appendix, as set forth in 37 C.F.R. 41.37(c)(l)(ix), includes Appendix B 
through Appendix G attached herewith. 
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(1983V or a written justification for con- 
tracting on a noncompetitive basis, 41 
C.F.R. § 3-3.5301 (1983). Moreover, the 
numerous form clauses required by federal 
procurement regulations would have no ap- 
plicability to this type of collaborative re- 
search effort. See, e.g., 41 C.F.R. §§ 
1-1.381-7, 1-7 (1983). Confirmatory of this 
is the fact that HHS itself has used a form 
similar to Pasteur's September 23, 1983 
agreement when sending cell lines to other 
laboratories. 

[H For the foregoing reasons, we are per- 
suaded that the primary function of the 
pleaded contracts was facilitation of the 
transfer of research materials among scien- 
tists engaged in a collaborative research ef- 
fort, not procurement of property or services, 
and that they, therefore, do not fit within the 
scope of the Contract Disputes Act. Accord- 
ingly, we reverse the judgment of the Claims 
Court and remand the case for consideration 
of whether there is a valid and enforceable 
contract, and, if so, whether it has been 
breached. 

REVERSED AND REMANDED 


Court of Appeals, Federal Circuit 

Verdegaal Brothers Inc. v. Union Oil 
Company of California 

No. 86-1258 
Decided March 12, 1987 

PATENTS 

1. Patentability/ Validity — Anticipation — 
Prior art (§115.0703) 
Federal district court erred in denying 
patent infringement defendant's motion for 
judgment n.o.v., in view of evidence demon- 
strating that claims for making urea-sulfuric 
acid fertilizer, including claims that reaction 
be conducted in "heat sink" of recycled fer- 
tilizer to prevent high temperature buildup, 
were anticipated by prior art patent that 
specifically detailed process for making such 
urea-sulfuric acid products and that explicit- 
ly taught that base or "heel" of recycled 
fertilizer can be used to make more of prod- 
uct, even if patentee of prior art did not 
recognize that heel functioned as heat sink, 
since heat sink property was inherently pos- 
sessed by heel. 

Particular patents — Fertilizers 
4,310,343, Verdegaal and Verdegaal, Pro- 
cess for Making Liquid Fertilizer, holding of 
validity and infringement reversed. 


Appeal from District Court for the East- 
ern District of California, Coyle, J. 

Action by Verdegaal Brothers Inc., Wil- 
liam Verdegaal, and George Verdegaal, 
against Union Oil Company of California, 
and Brea Agricultural Services Inc., for pat- 
ent infringement. From decision denying de- 
fendants* motion for judgment notwithstand- 
ing the verdict, defendants appeal. Reversed. 

Andrew J. Belansky of Christie, Parker & 
Hale (David A. Dillard, with him on the 
brief), all of Pasadena, Calif., for 
appellants. 

John P. Sutton of Limbach, Limbach & 
Sutton (Michael E. Dergosits, with him on 
the brief), all of San Francisco, Calif., for 
appellees. 

Before Markey, Chief Judge, and Davis and 
Nies, Circuit Judges. 


Nies, Circuit Judge. 

Union Oil Company of California and 
Brea Agricultural Services, Inc. (collectively 
Union Oil) appeal from a judgment of the 
United States District Court for the Eastern 
District of California, No. CV-F-83-68 REC, 
entered on a jury verdict which declared 
U.S. Patent No. 4,310,343 ('343), owned by 
Verdegaal Brothers, Inc., "valid" and claims 
1, 2, and 4 thereof infringed by Union Oil. 
Union Oil's motion for judgment notwith- 
standing the verdict (JNOV) was denied. 
We reverse. 

I 

BACKGROUND 
The General Technology 

The patent in suit relates to a process for 
making certain known urea-sulfuric acid liq- 
uid fertilizer products. These products are 
made by reacting water, urea (a nitrogen- 
containing chemical), and sulfuric acid (a 
sulfur-containing chemical) in particular 
proportions. The nomenclature commonly 
used by the fertilizer industry refers to these 
fertilizer products numerically according to 
the percentages by weight of four fertilizer 
constituents in the following order: nitrogen, 
phosphorous, potassium, and sulfur. Thus, 
for example, a fertilizer containing 28% ni- 
trogen, no phosphorous or potassium, and 9% 
sulfur is expressed numerically as 28-0-0-9. 

The Process of the '343 Patent 

The process disclosed in the '343 patent 
involves the chemical reaction between urea 


and sulfuric acid, which is referred to as an 
exothermic reaction because it ghS off hea? 
To prevent high temperature buMup the 
reaction B conducted in the presence 0 f | 
? r S V \ M * e heat sink wUch wiU 
absorb the heat of reaction. Specifically^ 
EJW^ oniquidS?^- 
s^k to whii ~ can serve the heat 
rfnin,. i S h o more octants are added 
Claims 1 and 2 are representative: 

ed iiLVfiSr f ° r r 1 ^ 8 a ^centrat- 
ed liquid fertilizer by reacting sulfuric 
acid and urea, to form an end product the 
improvement comprising- 

b adding water to the heat sink in an 
Sucl, n0t 8fCater than 15% of the cnd 
c adding urea to the mixture in an amount 

d adding concentrated sulfuric acid in an 


HI 

Standard of Review 


Procedural History 

in Y^ d T e «aal brought suit against Union Oil 
in the United States District Court for the 

52s? D,Strict 0f California charging t£? 
<xruit processes employed by Union Oil for 
making liquid fertilizer products infringed 

fenfiT l itS ' 343 J' atent - Union K 
fended on the ground of noninfringement 

SS 102, 103. The action was tried before a 
jury which returned a verdict consS of 

Its l ° 5? q 'i eSti0ns - Pcrtn^nt hSe 
its answers that the '343 patent was 'Valid" 
over the prior art and that cerKf Un L 
Oil s processes infringed claims 1,2, and 4 of 
the patent None were found to infrin- 
claims 3 or 5. Based on the jury's verdkt the 

Verde^T" judgment " ^ * 

Oi, timely filed a moL^ndeS 

cWmTSL & 6 . 3 JUdgment ^e 
claims of the 343 patent were invalid under 

SV 02 f nd Tne Strict coir 
denied the motion without opinion. 

II 

ISSUE PRESENTED 
Did the district court err in denying Union 
Oil s motion for JNOV with resject to {he 


When considering a motion for JNOV a 
dwtact court must: (1) consider all of tht 
evidence; (2) in a light most favorable to £ 
no^mtmng party; (3 ) drawing all reasS 
able inferences favorable to that partr u\ 

nesses, and (5) without substituting its 
choice for that of the jury's in deddin? 

elements of the evKf. 

court should grant a motion ?orVoV ffi 
when it is^convmced upon the record before 
the jury that reasonable persons couK? 
have peached a verdict foV the nonmovtao 

us that either the jury's factual findbgHre 
not supported by substantial evidence or"f 
that , th ? SC fiDd ings cannouup^rt 

mere scintilla; it is such relevant evident 
S ^ C ^ rd , taken M a whole as aTeasSnt 
^ ght a ? e »* as ade <l Ui "e to sup- 
port the finding under review. Consolidated 

(1938); Perkm-Elmer, 732 F 2d a» «o* 

Int l Trade Comm% 718 F2d 365 it i 

m% 2 A t v f Q 6 ? 8 > 4 n 10 (Fed! S 

JNOV iS t ?f , denia i of a mo «on for 
Jwuv must stand unless the evidence is of 

foi? m trf# and W ^ ht that reasonable and 
fair-muided persons in the exercise of imparl 
tial judgment could not reasonably return 
the jury s verdict. Envirolech Corp v Al 
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1 &*M 


|L|Uf5.C. § 282 requires that the party chal- 
lenging validity prove the facts establishing 
§S ^validity by clear and convincing evidence. 
WXAmerican Hoist & Derrick Co. v. Sowa & 
m$ons. Inc., 725 F.2d 1350, 1360, 220 USPQ 
4I^?63, 770 (Fed. Cir.), cert, denied, 469 U.S. 
mlfal [224 USPQ 520] (1984). Thus, the 
|K ; £precise question to be resolved in this case is 


?f| "^whether Union Oil's evidence is so clear and 
^ -fionvincing that reasonable jurors could only 
^conclude that the claims in issue were inval- 
"^d, See Perkin-Elmer, 732 F.2d at 893, 221 
1'USPQ at 673; Railroad Dynamics, 727 F.2d 
^t 1511, 220 USPQ at 935. 

Anticipation 

"? *A claim is anticipated only if each and 
.-every element as set forth in the claim is 
; 1; fbund, either expressly or inherently de- 
^scribed, in a single prior art reference. See, 
Yt.%., Structural Rubber Prods. Co. v. Park 
^Rubber Co., 749 F.2d 707, 715, 223 USPQ 
^264, 1270 (Fed. Cir. 1984); Cornell, 722 
''fr2d at 1548, 220 USPQ at 198; Kalman v. 
Kimberly-Clark Corp., 713 F.2d 760, 771, 
^218 USPQ 781, 789 (Fed. Cir. 1983), cert, 
^'denied, 465 U.S. 1026 [224 USPQ 520] 
•1(1984}. Union Oil asserts that the subject " 
''claims of the '343 patent are anticipated 
;inder 35 U.S.C. § 102(e) 1 by the teachings 
"found in the original application for U.S. 
patent No. 4,315,783 to Stoller, which the 
♦jury was instructed was prior art. 
i* From the jury's verdict of patent validity, 
we must presume that the jury concluded 
*that Union Oil failed to prove by clear and 
^'convincing evidence that claims 1, 2, and 4 


■ were anticipated by the Stoller patent. See 
^Perkin-Elmer, 732 F.2d at 893, 221 USPQ 
~ at 673; Railroad Dynamics, 727 F.2d at 
H 516, 220 USPQ at 939. Under the instruc- 
tions of this case, this conclusion could have 
been reached only if the jury found that the 
Stoller patent did not disclose each and every 
.•element of the claimed inventions. Having 
previewed the evidence, we conclude that sub- 
stantial evidence does not support the jury's 


U;: ! . 


1 Section 102(e) provides: 

A person shall be entitled to a patent unless— 

(c) the invention was described in a patent 
granted on an application for patent by another 
filed in the United States before the invention 
thereof by the applicant for patent, or on an 
international application by another who has 
fulfilled the requirements of paragraphs (1), 
(2), and (4) of section 371(c) of this title before 
the invention thereof by the applicant for patent 


verdict, and, therefore, Union Oil's motion 
for JNOV on the grounds that the claims 
were anticipated should have been granted. 

The Stoller patent discloses processes for 
making both urea-phpsphoric acid and urea- 
sulfuric acid fertilizers. Example 8 of Stoller 
specifically details a process for making 
30-0-0-10 urea : sulfuric acid products. 
There is no dispute that Example 8 meets 
elements b, c, and d of claim 1, specifically 
the steps of adding water in an amount not 
greater than 15% of the product* urea in an 
amount of at least 50% of the product, and 
concentrated sulfuric acid in an amount of at 
least 10% of the product. Verdegaal disputes 
that Stoller teaches element a,, the step of 
claim 1 of "providing a non-reactive, nutri- 
tive heat sink." As set forth in claim 2, the 
heat sink is recycled fertilizer. 3 

The Stoller specification, beginning at col- 
umn 7, line 30, discloses: = 

Once a batch of liquid product has been 
made, it can be used as a base for further 
manufacture. This is done by placing the 
liquid in a stirred vessel of appropriate 
size, adding urea in sufficient quantity to 
double the size of the finished batch, add- 
ing any water required for the formula- 
tion, and slowly adding the sulfuric acid 
while stirring. Leaving a heel of liquid in 
the vessel permits further manufacture to 
be conducted in a stirred fluid mass. 
This portion of the Stoller specification ex- 
plicitly teaches that urea and sulfuric acid 
can be added to recycled fertilizer, i.e., a heel 
or base of previously-made product. Dr. 
Young, Union Oil's expert, so testified. Ver- 
degaal presented no evidence to the contrary. 

Verdegaal first argues that Stoller does 
not anticipate because in Stoller's method 
sulfuric acid is added slowly, whereas the 
claimed process allows for rapid addition. 
However, there is no limitation in the subject 
claims with respect to the rate at which 
sulfuric acid is added, and, therefore, it is 
inappropriate for Verdegaal to rely on that 
distinction. See SSIH, 718 F.2d at 378, 218 
USPQ at 689. It must be assumed that slow 
addition would not change the claimed pro- 
cess in any respect including the function of 
the recycled material as a heat sink; 

Verdegaal next argues that the testimony 
of Union OiPs experts with respect to what 


2 Claim 4 is written in terms of approximate 
percentages of all reactants by weight of the end 
product. No argument is made that the process of 
claim 4 would result in a fertilizer product any 
different from that disclosed by Example 8 of 
Stoller. 
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llgj^otfitand. Thus, the district court's deni- 
^ -Vpf Union Oil's motion for JNOV must be 
yersed- 

Conclusion 

tf&Because the issues discussed above are 
^^a^tepositive of this case, we do not find it 
p^^fcjecessary to reach the other issues raised by 
pf^MJnion Oil. 6 In accordance with this opinion, 
4|ipbfce reverse the portion of the judgment en- 
^pl iftered on the jury verdict upholding claims 1 , 
fl^^and 4 of the '343 patent as valid under 
^section 102(e) and infringed. 


REVERSED 


Tisi^ District Court, EJX New York 

% sPropper Manufacturing Co. v. Surgicot Inc 

■ No. CV 85-1363 

^?4j Decided November 26, 1986 

IS^ATENTS 

Infringement — Construction of claims 
a, : — Doctrine of equivalents (§120.0703) 
^Accused disposable test pack for hospital 
sterilizer does not infringe claims at issue, 
.^even though same result is obtained, since 
^ack does not function in substantially same 
*??J? nc T t a , s claimed test pack, nor is accused 
Mt pack's outer, non-porous, gas-imperme- 
oie, unitary plastic laminated sheet equiv- 
KbfiwSS 1 -^ cIaimcd Porous outer shell sheets. 
I^Particular patents Sterilizer Tests 
^vv^.486,387, Augurt, Disposable Preva- 
Tuum Steam Sterilizer Test Device, not 
nfnnged. 

iHfr^ : - " . 


Action by Propper Manufacturing Co. 
fifWnc-i against Surgicot Inc., for patent in- 
*2" ngement * Jud 8 m cnt for defendant. 


£ueL£ M ™ * Mwred that all of these 
*a£i£ 1 ?^ 0pcrIy MoTt us * Union 0il appears 
^ssumc that on appeal it may dispute the resolu- 

^ iJ any whlc ° is denominated an "issue of 
?Ov n- - U ? h {i was not raiscd in »ts motion for 
► 7 F 2H Si' l\ I" 00 "^- See R<Mroad Dynamics, 
•<-^2d at 151 l t 220 USPQ at 934 


Daniel Ebenstein, and Amster, Roths tein & 
Ebenstein, both of New York, N.Y., for 
plaintiff. 

Gerald J. Flintoft, Michael L Chakansky, 
Susan Lee, and Pennie & Edmonds, all of 
New York, N.Y., for defendant. 


Wexler, District Judge. 

FINDINGS OF FACT 
AND CONCLUSIONS OF LAW 

1. This is an action by Propper Manufac- 
turing Co., Inc. ("Propper") for infringe- 
ment of Propper's U.S. Patent No. 4,486,387 
issued December 4, 1984 in the name of 
Thomas A. Augurt, a Propper employee. 
Propper, a New York Corporation, having 
an office and principal place of business at 
36-04 Skillman Avenue, Long Island City, 
manufactures and sells medical, surgical and 
related hospital products. Defendant, Surgi- 
cot, Inc. ("Surgicot"), is a subsidiary of 
Squibb, Inc., with a principal place of busi- 
ness at 55 Kennedy Drive, Smithtown, New 
York. Surgicot rnanufactures and sells steril- 
ization indicators and sterility assurance ma- 
terials for use by hospitals. 

2. The Surgicot product charged with pat- 
ent infringement in this case was developed 
and is manufactured for Surgicot, on a pri- 
vate label basis, by the ATI Division of 
Warner Lambert Corp. ("ATI"), located in 
Los Angeles, California. 

3. Propper charges Surgicot with infringe- 
ment of Claims 1, 3 and 5 of the Augurt 
patent, which relates to a disposable device 
known as a "test pack" used to test hospital 
sterilizers to be sure they are functioning 
correctly. Propper's infringement charge is 
based upon Surgicot's sale of its "STAR 
Pack" disposable test pack, made for Surgi- 
cot by ATI, Surgicot contends, however, that 
the Augurt patent is invalid on the grounds 
that the Augurt invention would have been 
"obvious" to one of ordinary skill in the art 
35 U.S.C. § 103 (1982), and, in the alterna- 
tive, that the STAR Pack product does not 
infringe the Augurt patent. This action was 
tried by the Court on August 4-7, 1986. 

4. While the technical background of the 
Augurt patent is not significantly in dispute, 
some technical background is required to 
understand the issues in this case. The pre- 
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with malicious intent: Plaintiff points to two 
other advertisements ^— ' ^Wbmah' at Com- 
puter" and ' "Group of Five" — in which 
Tierney and Sell Atlantic used photogrkphs 
of six people who, li ke < SHerma n , had not 
provided: releases; Froni thai; hd : argues that 
Tierney and Bell Atlantic have acted in bad- 
faith; (Amsellem" Ex. G;: Kihne Aff: W 
27-29). That defendants failed to obtain the 
consent of other stibjectsy ^however / does ho V- 
bear on the issue of thert Intent with respect 
to Sherman'^ photograph; Because .there; is 
noi evidence that 'any. ^f ithei defendants in- 
tended to harm -plain tiff,, plain tifTs common- 
law- claims for punitive damages: must be 
dismissed. 

[5] Plaintiffs; claira for punitive damages 
under the Lanhain; Trademark^ also must 
be dismissed because ' punitive "damages are 
not avail able : fqr". violations/ jbf that statute . 
Getty Petroleum GdrpC v^Barico Peiroleum 
Corp., 858 F.2d 103, 113 [8USPQ2d 1336] 
(2d Gir. 1988), (refusing to impty-a right to 
punitive damages for willful violation of^the 
Lanham Act), cert, denied, 490 U.S. 1006 
(1989): v 

;" ; , . ' : . iv.\ ; ' _ \ t ; 

" 'Plaintiff 'cr^s-m judg- 
ment on iiefendaht's liibility^r)or:cbn^e^sa- 
tory damages under If 51, fcr/which kn^wj^ ; 
edge of plaintin^s lack of 'consent is 'not 
required. Because Mai$el, ; Tierney and- Bell 
Atlantic do ri6t contest that motion, it is 
granted as to them, op- 
poses that naotiori 'and Ms moved for sum- 
mar^ judgmehl ;bn decision on 
those motions is reserved until the briefing is 
complete/'"-'-"''; \ ' T'y:'/' '.'" : "- '. v? ' 


finally, plaintiff seeks sanctions, against 
defendants under Fed, R. Giv. P. Rule 56(g); 
for affidavits made in bad faith. Plaintiff 
contends that the affidavits of Patricia 
Boyle, Vice Presidenty Account Director for 
Tierney, and Robert Koehjer,; Claims Man- 
ager fof. Bell Atlantic, are : sanctionable be- 
cause they do not state explicitly that 'they = 
are made qh "personal knowledge,' because : 
neither Boyle nor Koehler v^as identified 
during discovery, rand, because bath- omit cer r 
tain focumerits ; ahd make . certain factual 
errors. Plaintiff criticizes ,Boyie/:and Kqehler 
for failing to, attach MajseJ's Tennis of Deliv- 
ery to their statements, arid / for failing to 
include Tierney's entire purchase order. 
Plaintiff chides Boyle . for claiming 6ji Janu- 
ary 17; 1996 that -shV was "currently respon- 


sible" for' the Bell Atlantic account, and that 
that account was assigned to another agency 
as of Se^terhber 1; 1995: Koehler erred, 
plaintiff alleges, by swearing that Bell Atlan- 
tic received Sherman's cease-and-desist let- 
ter on March 1, 1995, when Bell Atlantic 
signed for that letter one day earlier! on 
February 28, 1995. 

Plaintiffs mbtidnfor sanctions is baseless. 
Defendants* failure to make explicit that 
affidavits ;are based oh ^personal" knowl- 
edge is: a trivial omission when the substance 
of those affidavits makes clear that they in 
fact are based on personal knowledge. Defen- 
dants? failure to identify Boyle and Koehler^ 
although possibly an unduly narrow reading 
of plaintiffs Teqtiestsy also is inconsequen- 
tial. Moreover, the failure ta attach specific 
documents, or parts of documents, does not 
prevent plaintiff from presenting die docu- 
ments he believes to be probative. The minor 
factual disputes,, if at all relevant to the 
sut>s,tance of this case, will turn on the credi- 
bility of witnesses at trial. 

, For ; the reasons discussed above, the re- 
sults are as follows: Maisel's motion for sum- 
mary judgment is denied; Newsweek's mo^ 
tion. : for . summary judgment is granted; 
Tierney: and Bell Atlantic's motion is grant- 
ed insofar as it relates to their conduct before 
they 'received' the cease-and-desist letter* and 
denied insofar as it relates to their conduct 
aftpr, receipt of that letter; Sherman's cross- 
motion is granted as to Maisel, Tierney and 
Betr Atlantic; and Sherman's motion fal- 
sa herons. is 

SO ordered; 


U;S. Court of Appeals 
Federal Circuit 

Gechter vl Davidson 
Nos. 96-1374, -1,375 ' 
Decided June 12, 1997 

PATENTS ■ • 

V- Practice and procedure in Patent and 
Trademark Office — Board of Patent 
Appeals and Interferences — In general 
(§110.1101) 

JUDICIAL PRACTICE AND 
PROCEDURE 

Procedure — Judicial review — Standard 
of review ~ Patents (§410.4607.09) 

Board of Patent Appeals and Interfer- 
ences is : required to set forth in its opinions 
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specific .findings of fact and conclusions of 
law* adequate Xo form basis for review by 
U;S. >Cpuh of Appeals for the. Federal Cirr 
cu.it> since; mandate of ,35, USQ 114 that 
Federal; Circuit; "shall review" decision from; 
which appeal, is taken implies inherent power 
in Federal .Circuit to, require that such deci^ 
sion be capable of review, since, an view of 
that; ^manp^ate^ therev .is no reason to apply 
version .^f fact finding standard, to board's 
decisions that is jess demanding thah: stand- 
ard. Applied to gecisions.of federal district 
cqurts, since ; standard does not exceed that 
applied : to many jo.ther -administrative tribu- 
nals^ and since bpird has ability to ;set forth 
fact findings . and conclusions, of law at level 
of specificity equal to that required by 
F^d.R-;Civ.P, 52(a): ; ... 

pate^ ,; ; • . '/ ■ 

2. Practice and procedure in Patent and 
. Trademark Office — Board of Patent 
Appeals and Ihterferfciices — In general 
(§110.1101) 

JPPICIAL PRACTICE AND 

pftOCEppRE ■ ; ; 

Prdoedure — Judicial review — Standard 
V 6f review — Patents (§4 10.4607.09) 

: <0pihioq of jB.oard ^orPatent Appeals and 
Interferences: ; cohcl uding that claimV corre-. 
sporiding ; . interference count were un- 
patentable over prior art reference under 35 
USp 102 does; not set forth sp»ecific findings 
of Tact arid conclusions of -law adequate to 
form basis, for review by U.St.. Court of Ap- 
peals for the Federal Circuit, since board's 
opinion lacks claim construction, makes con- 
elusory findings relating to anticipation, arid 
omits any analysis on several claim limita- 
tions; anticipation analysis by board must be 
conducted on limitation by- limitation basis, 
with specific fact findings for each contested 
limitation and satisfactory explanations for 
such findings/ arid claim construction must 
also be explicit, at least as to any construc- 
tion disputed by parties to interference, or by 
applicant or patentee in ex parte proceeding. 

Particular patents V- Electrical — Call 
distribution system 

5,036,535, Gechter, Fried, and Pokress, 
switchless automatic call distribution sys- 
tem, ^decision in interference holding patent 
invalid is vacated: - 


Patent ; interference no. 103,051 between 
Jerry Gechter,- Robert L. Pokress, Jeffrey A. 
Fried,; and. G, Wayne Andrews (junior 
party), and; Wayne A. Davidson arid Diana: 
S. Winter (senior party). Frorxin decision- 
holding independent claims corresponding to 
count unpatentable under 35 USC 102; .par- 
ties cross-appeal. Vacated. and remanded. 

William E. Booth, Robert E. Hillman, and 
Mary D. Mosley-Goren, of Fish & Rich- 
ardson, Boston, Mass.; Barry E. Bret- 
schneider, Washington, D.C., for appel- 
lants Jerry Gechter^ Robert L. Pokress, 
Jeffrey A. Fried, and G: Wayne Andrews. 

Charles L. Warren and Dennis J. William- 
son, of Lucent Technologies .inc., Naper- 
ville, III., for cross-appellants Wayne A. 
Davidson and Diana S. Winter. 

Before Michel, Lourie, and Schall, circuit 
judges. : ... 

Michel, J. 

On October 26, 1905, the United States 
Patent and Trademark Office (PTO) Board 
of Patent Appeals arid Interferences (Board) 
issued a decision in . Interference No. 
103,051, finding that the independent claims 
corresponding to the count were, un- 
patentable under 35 U.S.C. § 102 (1994) as 
anticipated by U.S. Patent No. 4,763,353 
(Canale); the dependent claims fell by stipu- 
lation. Jerry Gechter, Robert L. Pokress, 
Jeffrey A. Fried, arid G. Wayne Andrews 
(collectively, Gechter) appeal the unpatenta- 
bility ruling which invalidates their U.S. 
Patent No. 5,036,535 ;(the '535 patent); 
Wayne A. Davidson and Diana S, Winter 
(collectively, Davidson) cross-appeal . the 
saine ruling which effectively, rejects the 
claims in their application, Serial No. 
07/748,147. The case was submitted for our 
decision after oral argument , on March 7, 
1997. Because. the Board failed to set forth 
findings of fact adequate to enable us to 
determine whether its decision of anticipa- 
tion is clearly erroneous, we vacate the 
Board's decision arid remand the case for 
preparation of an opinion that makes the fact 
findings and claim construction necessary to 
make the decision reviewable on appeal. 


Appeal from the. U:S. Patent and Trade- 
mark Office, ; Board .of Patent Appeals and 
Interferences!.. 


BACKGROUND 

The senior party, Davidson, provoked the 
interference by copying the claims of 
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Gechter's patent (the '535 patent) in his 
IBoS I*™? both Davidson 
call ( 3re directed to '«n 'automatic 

dii rfh, ,1 bUt '.? n Systcm that automatically 
J sSSh ft" 8 ,° Ver 3 tele P hone to 
fnS// e, f? hone °P erat <™ who may be 
located distant from the central number and 

^h« l « 8 i to - recei r e calls -' The '535 pat- 
ent has 63 claims, only claims 1 and 49 beine 

SSRSh C1 , aim Which «wK 
recS ■ C0U " t the interfef ence. 

An automatic call distributing system 
Si.™ omatIcaI| y distributing telephone 
calls placed over a network to one of a 
plurality of agent stations connected to 
f fl cif„H W ° rk V i a network servic « inter- 
tn^fiH / 5r ° V , ,dln ^ agcnt status messages 
to said network, said system comprising 

receiving means connected via a net- 
work service interface to said network for 
receiving said agent status messages and 

?nrfi,^" Va L meS - Sages from said n^work 
mdicating that incoming calls have been 
made on said network, said agent status 
messages being generated at said agent 
stations and communicated through said 
network service interfaces and network to 
said receiving means, and 

routing means responsive to said receiv- 
ing means for generating a routing signal 
provided to the network to cause slid net- 
work t0 establish a connection directly 

,t a r en .K ald l nco L mi "g <*» and an agent 
station through the network so that laid 
connection is external of said routing 

In its Final Decision, the Board found the 
independent c aims, corresponding to he 
count to be unpatentable to both Gechte? 

The K S ?" as ap,icipa,ed by Canale' 
the Board limited its anticipation analvsis 
essentially to two paragraphsof its opWon 
I focused on the findings that (1) Canale 
disclosed "agent status messages ^ the e 
claims"; and (2 the claims corresponding o 
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the count required only that the agent static 
messages have the same "content^KS 
out their transmission. The Board did not 
expressly construe the limitation, "agent sta 

SnT^" bef0re k determfned tha 
:£ anale / eads on that limitation and the 
count. Gechter appeals from the Board's 
decision, arguing that the Board failed to 
in erpret properly the limitation in light of 
his specification and therefore clearly erred 
in find,ng anticipation. Davidson cross"? 

fwfe ^f^B th * if this court fin^s 
Gechter's claims corresponding to the conn? 
patentable over Canale, then ft sh ou ,d also 
find that Dav.dsoh's claims corresponding to 
the count are patentable over Canale bv 
reading the count in light of Davfdson's 
specification. We have jurisdiction over ?hi 
appeal pursuant to 35 U.S.C. § 141 (1994? 
and 28 U.S.C. § 1295 (a) (4) (A) (1994) 


1 Because the disposition of this case rest? nri 
rev.ewab.lity,. not the merits, we do not describe 
the technology and discuss the facts only as 
necessary for this decision. y 

inflTr 116 - PTO » mav > durin 8 th e course of an 
interference, determine the patentability of anv 

ence *" dls P os,t,ve ° f the entire interfer- 


Under 35 U.S.C. § 102, every limitation of 
l£ Z, m r V ,denti « u y. a PPear in a s.ng?i 

t U h f Q2d ,1566 1567 (Fed'cir 3 ^^)' A 
the Board's finding of anticipation present?! 
question of fact; this court's review is limited 
to deciding whether such finding was cleadv 
erroneous. In re King, 801 F2d 1324 mi y 
231 USPQ 136, 138 (Fed clr 1986) it 
plict in our review of the Board's anticfi- 
Uon analysis is that the claim must firsSve 
been correctly construed to define the swne 
and meaning of each contested limftatTon 
?f g i f&J" re Paulse "< 30 F.3d 1475 1479' 
?! rT ^PQ2d 1671, 1674 (Fed. Cir 5 ' 994) 
( [TJo properly compare fan allegedly an- 
ticipatory prior art reference] S the 
claims at issue, we must construe the term 
computer' to ascertain its scope and nS 

lawanrf th' m f C0nStrUCti0n is a "f 
law and therefore reviewed de novo. Mark- 
man v. Westview Instruments Inr v & 

?S«7' I 4 °f Q2d S n29 C (Fed .C ? 

A. 

[If The relevant statute and our own case 
law compel our vacatur of the BoardTded- 
sjon. By appealing the Board's decis on to 

"? a V\ § 41 ' whlch Provides that 

wkh fhe $ t0 - 3n ^dissatisfied 
Appeals and Interferences on the interfere 
ence may appeal the decision to tie United" 
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States Court of Appeals for the Federal 
Circuit " See also 37 C.F.R. § 1.301 (1996): 
It then becomes our duty to review that 
decision for error; 35 LLS-C. § 144 (1994) 
(«The United;.States Court of Appeals for 
the Federal Circuit, shall review the decision 
from which an appeal is taken on the record 
before the Patent and Trademark Office." 
(emphasis added)); For an appellate court' .to 
fulfill. its role of judicial review, it must have 
a clear understanding of the grounds for the 
decision being reviewed: Cf Atlantic, Ther- 
moplastics Co: v. FaytexCorp r , 5 FJd 1477, 
1479, 28 USPQ2d 1343, -1345 (Fed. Cir. 
1993) ("Here the; court's opinion -is: too con- 
clusory and sparse to provide a factual basis 
... for determining whether the invention was 
on sale. '. ; .") . When the opinion explaining 
the decision lacks adequate fact* findings, 
meaningful review is not possible, frustrating 
the:very>purpose of appellate review as' well 
as this court's compliance with its . statutory 
mandate. Id. Therefore, the statute's man- 
date to "review" implies inherent, power in 
this court to require that the Board's decision 
be capable of review. 

Necessary findings must be expressed 
with sufficient particularity to enable our 
court, without resort to speculation, to un- 
derstand the reasoning of the Board, and to 
determine whether it applied the. law correct- 
ly and whether the evidence supported the 
underlying and ultimate fact findings If 
either the crucial findings on .underlying facr 
tual issues or the ultimate finding of antici- 
pation is clearly erroneous, the decision.must 
be. reversed. -See; e.g., King, , 801 R2d ^at 
1327, 231 USPQ at 139 ("The board's find- 
ing of anticipation ... cannot; be clearly 
erroneous in the face of the supporting evi- 
dence."). Similarly, if the claims were mis- 
construed, a finding of anticipation must be 
reversed unless the error was harmless. 
Rowe, slip op. at 14 (Because of improper 
claim construction, "the Board clearly erred 
in its conclusion that the [prior art] patent 
anticipated Rowe's claims corresponding to 
the interference count[.]"); see also In re 
Graves, 69 1 F.3d 1 147, 1 152-53, 36 USPQ2d 
1697, 1702 (Fed. Cir, 1995). ("In summary, 
we find. that the Board's, claim. construction 
is reasonable, and its determination what 
[the prior art] teaches is not ciearly errone- 
ous. We cannot say, therefore, that the 
Board's conclusion that [the prior art] antici- 
pates claims 4 and 6 is clearly erroneous."). 
Although we have said we review decir 
siohs, not opinions, King Instrument Corp. v. 
OtariCorp;, 7.67 F.2d 853, 862, 226 USPQ 
402, 408 (Fed. Cir. 1985), like a district 
court opinion, a Board opinion must contain 
sufficient findings and reasoning to permit 


meaningful appellate scrutiny. See Bond, 
910 F.2d at 833, 15 USPQ2d at 1568 (be- 
cause the Board made no finding that the 
delay rneans in the specification and that 
embodied in the prior art reference were 
structurally equivalent,, "its decision as to 
the anticipation .of . claim 1 is deficient and 
must be vacated"); cf.. In re Alton, 76 F.3d 
1168, 1176, 37 USPQ2d 1578, 1584 (Fed* 
Cir; 1996) (Board's decision vacated for fail- 
ing to articulate adequate reasons of why 
appUcant'sy evidence failed to rebut the 
Board's .prima -facie case of inadequate de- 
scription.)^ 


B. 


Analogous authority also supports our dis- 
position. The standard of review of district 
court fact findings, set forth in Federal Rule 
of Civil. Procedure 52(a), is the "clearly 
erroneous":standard.That is the same stand- 
ard of review we apply to Board fact finding 
in both anticipation : and obviousness con- 
texts.Thiis, Rule 52(a) and case law constru- 
ing its requirements . are instructive, . even 
though not . controlling, here. That rule re- 
quires/that "[i]n all. actions tried upon the 
facts without a jury or with an advisory jury, 
the court shall find the facts specially ' and 
state separately its conclusions of law there- 
on," Fed^R. Civ, P. 52(a) (emphasis added). 
Rule 52(a)'s purpose is, inter alia jo provide 
the appellate/court with an adequate basis 
for review:. : See. Pretty Punch Shoppettes 
Inc. v. Hauk, 844 F.2d 782, 784, 6 USPQ2d 
1563, 156.5 (Fed. Cir. 1988) ("[T] he trial 
cpurt must provide sufficient; factual find- 
ings such that we may meaningfully review 
the merits of its order."). A district court 
therefore may not merely state its findings in 
conclusory terms, but must provide suffi- 
cient detail to elucidate the reasoning by 
which the court reached its. ultimate finding 
on an issue of fact dr. conclusion on an issue 
of law; otherwise, the appellate court is un- 
able to carry out its appellate review func- 
tion. Indeed, as to the facts it, must also find 
subsidiary facts "specially," and not just the 
ultimate fact, here of anticipation. If it fails 
to do so, its decision will ordinarily be vacat- 
ed. 

The same rule governs when a conclusion 
bri a crucial issue of law is omitted. For 
example, in Graco; Inc. v, Sinks Manufac- 
turing Co., 60 F.3d 785, 35 USPQ2d 1255 
(Fed: Cir. 1995), we vacated the district 
court's judgment of patent infringement, be- 
cause the district court's opinion was "abso- 
lutely devoid of any discussion of claim con- 
struction." Id. at 791, 35 USPQ2d at 1259: 




In addition, the district court had focused its 
in nngement analysis on only one claim limi- 
hir,k a ! ld , h a d concluded, without analysis, 
that that claim limitation was. met by the 

?^o S ^ A e X iC "- Id - at 791, 35. USPQ2d at 
1259-60. After noting that such a conclusory 
finding was^entirely inadequate- under Fed 
K; Civ. P. 52(a)i we concluded: "The entire 
omission of a claim construction analysis 
irom the opinion, and the conclusory factual 
findings on infringement, each provide an 
independent basis for remand. Because in- 
sufficient findings preclude: meaningful re- 
view by this court, weremand." Id.; see also 
? ^ , Inter national Tropic-Cal 
tZitoJ FM 167, 168, 17 USPQ2d 140i 
403 (Fed Cir. 1991) (preliminary injuncl 
tion vacated because district court's findings 
of fact and conclusions of law were insuffi- 
cient to allow meaningful appellate review) 
Similarly, in LocMie Corp. v. Ultraseal 
^.,781 F.2d 86i, 228 USP^PO (Fed cTr 
•I 1' ■' we Vacated the district coiirf's invalid- 
ity decision under 35 U.S.C. § 103 (1994) 
for failure to, set forth findings on .the four 
faotuar mquifies delineated iii Graham v 
{?^J >eere Co < 383 US. !, 17-18 148 
USPQ 459 467 (1966). r n .assessing the 
adequacy or the: lower, court's findings to 
support its obviousness determination, we 
reasoned that "we must' be convinced from 
the opinion that the district court actually 
applied Graham and must be presented with 
enough express and.necessarily implied find- 
ings to know the basis of the trial court's 

UbPQ at. 98. In Lpctite, because the district 
court virtually abandoned" the Graham 
tact rinding requirements, we vacated its 
obviousness, holding for failure t6 coniply 
with Rule 52(a) and remanded for the'dis- 
trict court to make specific findings for each 
Graham inquiry. Id. 

In light of this court's statutory mandate 
to review decisions from the Board, we see 
no reason in law or logic to apply a less 
demanding version of the fact finding stand- 
ard to the Board's decisions any more than 
we. would apply a lesser version of the clearly 
erroneous review standard. As we have said 

the decisions of the PTQ boards have been 
reviewed on the record [by this court], by the 
same standards as applied to a decision from 
2<1?o7 Ct , court tl" f" re Lenders, No. 

1481] (Fed, Cir. April 24, 1997) (discussing 
obv.ousnes S )^^35 U.S.C. § 144;. see alsl 
9A Charles A. Wright & Arthur R. Miller, 
tederal Practice & Procedure 8 '2573 at 
484-85 (1995) ("[Rule 52's] S 
patent cases has never been doubted, and a 
principle substantially similar to Rule . 52 


governs the effect to be given the findings of 
the Patent Office in the district court » (foot 
notes omitted)). Itis t of course, true that the 
Board is not bound by the Federal Rules of 

onV l \ ?u^ TG <- whieh b y their terms apply 
only to the district courts. Nor, like the FT O 
Trademark Trial and Appeal Board, has the 

^"M^ itself to them - s 

IS*'*- IV 16 {1996 >* But the Board 
dard neyertheless meet an equivalent stan- 

From a practical, judicial policy stand- 
point, moreover, patentability (validity) is- 
sues such as anticipation, whether decided 
by the Board or by district courts, should be 
reviewed similarly. If we did not require the 
Board to adhere to the same level of specific- 
ity in explicit fact findings and. legal conclu- 
sions to supporran anticipation finding, ap- 
pellate review of the very same claim might 
produce disparate results, depending simply 
on which tribunal decided the issue. Sec 

^ U n f r 'A S r P °P* a V 8 - 19 (" cIear ™or" 
standard of review should apply to Board 

^ fi " din S s J n ? rd er to maintain consistency 
with standard of review for district court fact 
findings). Our holding avoids this kind of dis- 
parity. 

Nor does the standard we apply today 
exceed that applied to many other adminis- 
trative tribunals. "It is well established that 
agencies have a duty to provide reviewing 
courts with: a sufficient explanation for their 
decisions^ so that those decisions may be 
judged against the relevant statutory stan- 
dards, and that failure to provide such an 
explanation is grounds for striking down the 
action. Mullins y. United States Dept of 
Energy ,50 F.3d 990, 992 (Fed. Cir 1995) 

r { J 3 lh Furtherr nore, we -assume the 
Board s ability to set forth fact findings and 
conclusions of law at the level of specificity 
equal to that required by Rule 52(a). Many 
Board members, now known as "Adminis- 
trative Patent Judges," are experienced for- 
mer senior examiners. Due to their techni- 
cal expertise as well as their opinion writing 
experience as administrative judges thev 
are more than capable of providing the 
adequate fact finding required by our cases 
reviewing the: PTO Board, and also called 
lor regarding other tribunals in Rule 52(a) 

I NP rT w .nn C .V aw decisions * See 35 
M% l \t ] u (1994) (<The examiners-in- 
chief shall be persons of competent legal 
knowledge. .»). Moreover, in the past we 
have required administrative judges of other 
boards to set forth adequate findings of fac 
to. support their decisions. See, e l RM! 

Ued. ur. 1986) (decision vacated and re- 
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Judged under the standard set forth above, 
the Board s opinion lacks the level of spec* 
ncjty necessary for pur review. In concluding 
that the claims corresponding to the 1 count 
iv£n "P at ^ b!e ov< * Cariale under 35 
M;r* * * 102, the Board provided only the 
following, limited analysis: ■. ' : : . ■ ■* 
With respect , to Gechter's argument, it is 
considered, that the- (prior, art] reference 1 
discloses the . agent.:- status messages of 
,, these claims. . . . Alfhough the electrical 
signals representative of the [prior' ar.tl 
?^ Sag u S may be modi fied by controller 
102, . the message, content.of the .agent 
status messages derived from .the agent 
positions 103-1 to 103.n (the -line status 
changes as they occur) remains the same 
wm? 7 f°™ arde ? --to Ae receiving means 
108 (statipn set interface). Thus, the agent 
n status messages received by means 108 are 
; the same, messages originating /with the 
• •' agent stations. 

Notably absent from the Board's: opinion 
is jmy explanation for whether, how, and 
why Canaie contains -each of: the other limi- 
tations c-f the claim., Yet the Board does not 
say their, presence in.Canale was conceded 
Moreover, the Board's only other attempted 
justification appears in a footnote to itsoW 
ion, asserting that "neither party has argued 
that the Canaie reference does not include a 
written description of an equivalent struc- 
ture ; - of the^means-plus-function recitations 
in ■ the ^independent claims: Nevertheless to 
hold that a prior art reference anticipates a 
claim the Board must expressly find that 
every limitation in the claim was identically 
shown in the single reference. Bond 910 
F.2dat 832, 15 USPQ2d at 1567, 
. [2] In the present case, the Board's opin- 
ion lacks a claim construction, makes conclu- 
sory findings relating to anticipation, and 
omits any analysis on several limitations For 
example, the Board opinion does not sepa- 
rately construe the term "agent status mes- 
sages before finding that Canaie discloses 
just such agent status messages." In addi- 
tion, the Board never construed the scope of 
the structures disclosed in the specification 
or the claimed "receiving means," nor did 
the Board expressly find that the "receiving 
means disclosed in the specification -was 
structurally equivalent to that embodied in 

SleH ; M ° r fi eove V he Board's opinion also 
tailed to define the exact function of the 
receiving means, as well as to find that Can- 


ale disclosed the identical function: See 
rennwalt Corp. v. Durand-Wayland Inc 
833 R2d 931, 934, 4 USPQ2d 173?; 1739 
(Fed; Cir: 1987) (in banc) (means-plus-func- 
tion limitation covers structure that -per- 
forms the identical function and is the same 
structure described in the specification or an 
equivalent thereof). The^parties contest these 
issues on appeal, but the relevant findings 
were.omitted from the Boards opinion In 
Bond, this court vacated the Board's antici- 
pation decision because it failed to make one 
particular subsidiary finding. In that case, 
■■- the Board determined that a prior art refer- 
ence anticipated the applicant's claimed tele- 
phone answering machine, finding that the 
reference disclosed . the claimed "delay 

9 i°, R2d at 833 > 15 USP Q2d at 
The delay means disclosed in the refer- 
ence, however, was hot identical . to the delay 
means in the specification. This court vacat- 
ed* the Board's anticipation decision because 
the Board made no specific finding that 
pursuant to 35 U.S.C. § 1 12, 16 (1994), the 
delay means in the specification and ■= that 
embodied in the prior art reference . were 
structurally equivalent. Id: Here, the 
^rd.s opinion omits not one, but several 
crucial findings. We .therefore must vacate 
and remand, 

CONCLUSION 

; In sum, we hold that the -Board is required 
to set forth in its opinions specific findings of 
tact and conclusions. of law adequate to form 
a -basis for our review. In .particular; we 
expect that the Board's anticipation analysis 
be conducted, on a limitation by limitation 
basis, with specific fact findings for each 
contested limitation and satisfactory expla- 
nations for such findings; 3 Claim construc- 
tion must also be explicit, at least as to any 
construction disputed by parties to the inter- 
ference (or an applicant or patentee in an ex 
parte proceeding). 


VACATED AND REMANDED. 
COSTS 


/ While not directly presented here, obvious- 
ness determinations; when appropriate, similarly 

fT S ea ^ St or°f/ a *, findingS u' f d «l«»tely explained, 
lor eacnofthe relevant obviousness factors in the 
^"P^W.Cpurt's decision, in Graham 383 US 
at 17-18, 148 USPQ at 467; and i^progeny in 

USI^^ R2d * 72 > 228 
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Court of Appeals, Federal Circuit 

I Richardson v. Suzuki Motor Co. Ltd. 
Nos. 87-1497, -1498, -1 502, 88-1083, -1084 
Decided February 16, 1989 

PATENTS 

1. Patentability/Validity — In general 

• (§115,01) ' ^ " .. 

JUDICIAL PRACTICE AND 
PROCEDURE 

Procedure — Jury trials (§410.42) 

Jury may decide questions of anticipation 
and obviousness, either as separate, special 
verdicts or en route to verdict on validity, 
which is also proper question for determina- 
tion by jury, since there, is no reason to 
distinguish submission of legal questions to 
jury in patent cases from such jury submis- 
sions routinely made in other types of cases. 

PATENTS 

2. Patentability/ Validity — Anticipation — 

Prior art (§115.0703) 

Jury's "advisory" verdict that patentee's 
rising rate motorcycle suspension was not 
anticipated, and federal district court's inde- 
pendent holding of validity, are affirmed 
since reasonable jury could have concluded 
that claim, in issue was not anticipated, in 
view of totality of evidence including prior 
art consisting of two prior motorcycle sus- 
pension patents and two designs for race car 
suspensions, and since analysis of district 
court's decision, based on same prior art, 
shows no clear error. . ' [ ' 

3. Patentability/Validity — Obviousness — 

Evidence of ( 1 1 5.0906) 

JUDICIAL PRACTICE AND 
PROCEDURE 

Procedure — Jury trials (§410.42) 

Federal district court's conclusion, after 
jury entered verdict of non-obviousness, that 
obviousness of plaintiff's invention had not 
been proven and that claim in issue is not 
invalid, is affirmed despite court's erroneous 
belief that obviousness issue could only be 
presented to jury for "advisory" Verdict, 
since review of record shows that there was 
substantial evidence on which reasonable ju- 
rors could conclude that claim had not been 
proved obvious, and therefore no reversible 
error occurred; 


PATENTS ' 

4. Infringement — Doctrine of equivalents 
— In general (§120.0701) 


JUDICIAL 
PROCEDURE 


PRACTICE 


AND 


Procedure — Jury trials (§410.42) 

. Federal district /-court's judgment of in- 
fringement, entered on jury verdict of in- 
fringement, is affirmed despite jury's special 
verdicts., that defendant's motorcycle rear 
suspension linkages are not "equivalent" to 
patented system, since jury was given incor- 
rect definition of "equivalents" and special 
verdict interrogatories were prejudicial in 
that they . focused on differences between 
patented arid accused devices without men- 
tion of similarities, and since, given correct 
instructions, reasonable jury could not have 
found that accused systems, which contain 
every element of relevant claims but one, are 
not equivalent to claimed invention. 

REMEDIES 

5. Monetary — Damages — Patents — 

Reasonable royalty (§510.0507.03) 

Jury's award of 50 cents for ; each: infring- 
ing motorcycle sold by defendant as damages 
for infringement of plaintifTs motorcycle 
suspension/system, is- vacated, since federal 
district court improperly instructed jury that 
infringement was "relatively minor," and 
since, absent such prejudicial instruction, 
there was no reasonable basis on which jury 
could have found that royalty awarded was 
reasonable. 

PATIENTS 

6. Title — Construction of license agreement 

(§150.07) 


TRADEMARKS AND UNFAIR TRADE 
PRACTICES 

Trade secrets — In general (§400.01) 

Federal district court incorrectly instruct- 
ed jury that only "valid trade secrets" were 
subject to restraints in contract between 
plaintiff and defendant since, in view of 
defendant's agreement not to use or disclose 
"technical information, know-how, inven- 
tions, use data, and design specifications" 
that it received from plaintiff, jury instruc- 
tions limited scope of protected information 
beyond that set forth in contract. 


1914 

7. Trade secrets — Elements of trade secret 

(§400.03) 

Trade secrets — Disclosure and misappro- 
priation (§400.07) 

Federal district cmirt erred by instructing 
jury that information defendant could have 
developed on its own was not subject to trade 
secret protection, that, "slavish" copying is 
necessary for trade secret misappropriation, 
and that jury could decide whether plaintiff 
could have both valid patent and legal pro- 
tection* for later-developed information on 
patented invention, since information capa- 
ble of independent development or discovery 
from other sources is not excluded from 
trade secret protection, misappropriator can- 
not escape liability by showing ; modification 
of, or improvement upon,: protected informa- 
tion, arid -legal status of information and 
improvements made after patent application 
has been filed is. independent of presence or 
absence of patent application or ensuing 
patent. 

8. Trade secrets — Elements of trade secret 

(§400.03) 


JUDICIAL PRACTICE AND 
PROCEDURE 

Procedure — Jury trials (§410.42) 

Federal district court abused its discretion 
in granting defendant's motion for new trial 
on issue of whether certain information con- 
stituted .trade secrets, s'jnce court may not 
vacate jury verdict unless verdict is contrary 
to clear weight of evidence, is based upon 
false evidence, or would cause miscarriage of 
justice, and since there was substantial evi- 
dence before jury that information in ques- 
tion was not publicly known, that defendant 
agreed to receive and preserve it in confi- 
dence, and that information fully satisfies 
statutory and jurisprudential requirements 
for protective trade secrets. 

REMEDIES 

9.Monetary — Damages — In general 
(§510.0501) 

Jury's assessment of $104,000 in damages 
for defendant's use of certain information 
obtained from plaintiff is affirmed, since 
there was substantial evidence presented at 
trial that would enable jury to determine 
sum awarded. . 


9 USPQ2d 

10. Non-monetary and injunctive — Equita* 
ble relief — In general (§505.0701) 

Non-monetary and injunctive 7— Equitable 
relief —r Permanent injunctions 
(§505.0709) 

Federal district court erred in denying 
plaintiffs motion for injunction after enter- 
ing final judgment in plaintiffs favor oh 
issue of patent infringement, since irrepar- 
able harm is presumed when clear showing 
of patent validity and infringement is made 
and therefore injunction should issue if no 
sound reason exists for denying it, and paten- 
tee should not be denied its right to exclude 
others from using invention-once infringe- 
ment is established. 

PATENTS 

11. Patent misuse — Improper procurement 
and enforcement (§140.03) 

TRADEMARKS AND UNFAIR TRADE 
PRACTICES 

Trade secrets — Disclosure and misappro- 
priation (§400.07) 

REMEDIES 

Monetary — Damages — Unfair trade 
practices (§510.0508) 

Federal district court improperly vacated 
jury verdicts and ordered new trial on fraud 
issues after jury found for plaintiff on those 
issues and entered award of punitive dam- 
ages, since, although court may have be- 
lieved that defendant did not commit fraud, 
record shows that there was evidence on 
which reasonable jury could support ver- 
dicts, and since jury's award of punitive 
^damages, which may be assessed if fraud has 
been expressly found, was not so dispropor- 
tionate to damages sustained as to be result 
of passion or prejudice. 

PATENTS 

12. Patentability/Validity — Inventorship 
(§115.13) 

Title — Assignments (§150.03) 

REMEDIES 

Non-monetary and injunctive — Equitable 
relief — In general (§505.0701) 

Federal district court erred in denying 
motion for assignment of defendant's patent 
to plaintiff after jury returned special verdict 
finding that invention asserted in patent was 
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first disclosed to defendant by ptaintiff^ since 
separate special verdict in which jury found 
that plaintiff was not "real" inventor of in- 
ventfon asserted* in disputed patent, and on 
which court based its denial of motion, re- 
flects jury's understanding of co-inventor sta- 
tus of third party and contributions of others 
in development .of alternate embodiment of 
invention arid therefore does not diminish 
force of verdict naming, plaintiff as person 
who first disclosed, invention to defendant, 
since neither . question of whether plaintiff is 
sole or joint inventor,, which is not before 
court, nor presence in claims of further modi- 
fication beyond that disclosed by 'plaintiff to - 
defendant, negates imposition of equitable 
remedy of assignment of patent, and since, 
based on jury verdict, plaintiff is. entitled to 
ownership of patent as against defendant; 

13. Monetary, —^ f I>amages — Prejudgment 
interest (§510.0511) 

Federal district court erred in denying 
plaintiff's request for prejudgment interest 
on. damage awards for patent infringement 
and misappropriation. of trade secrets, since 
allowance of such. interest is required if, as in 
instant case, "there is ho showing of excep- 
tional circumstances or. reason why damages 
for trade secret misappropriation shOuld'be 
treated , differently from those for patent 
infringement.. V 


JUDICIAL 
PROCEDURE 


PRACTICE 


AND 


14. Procedure — Jury trials (§410.42) 


REMEDIES 


In- 


Monetary — Damages — . Patents 
creased damages (§510,0507.07) 

Federal district court erred in refusing to 
submit question of willful patent infringe- 
ment to jury, since evidence adduced at trial 
concerning fraud, misappropriation of trade 
secrets, absence of any opinion by U.S. coun- 
sel concerning validity of plaintiff's patent at 
commencement of defendant's infringing ac- 
tivity, and defendant's bad faith; when 
viewed in light most favorable to plaintiff, 
does not perrnitvfinding of no willful infringe- 
ment as only reasonable conclusion. 

15. Monetary — Attorney's fees; costs — 
Patents (§510.0905) 

Monetary — Attorney's fees; costs — Un- 
fair trade practices (§510.0907) 

Federal district court's award of only one- 
third of costs to plaintiff who prevailed on 
major substantive issues in suit exceeded 


: court's authority^ since plaintiff is entitled to 
statutory costs incurred before trial court. 

Particular patents; — General and me- 
chanical — Vehicle suspension systems 

; 3,907432, Richardson, suspension system 
for two-wheeled vehicles,, valid and 
infringed. - 

. 4,457,393, ' Tamaki and Suzuki, suspen- 
sion device for motorcycles, assignment to 
Donald G. Richardson ordered. 


Appeal from the U;S. District Court for 
the Central District of California, Gray*; J. 

Action by Donald G. Richardson against 
Suzuki Motor Co, Ltd., U.S. Suzuki Motor 
Corp., Kawasaki Heavy Industries Ltd., 
Kawasaki Motors Corp., Yamaha Motor Co. 
Ltd., Yamaha Motor Corp. U.S.A., Kayaba 
Industry Co. Ltd.. and Kayaba Industry Co., 
for patent infringement, breach of .contract, 
fraud and misappropriation of trade secrets. 
From judgment holding plaintiff's patent not 
invalid and infringed; awarding damages for 
infringement and use of plaintiff s informa- 
tion by defendant, and from grant of defen- 
dant's motion for new trial on issues of trade 
secrets, fraud, and damages awarded for 
fraud, Richardson and Suzuki defendants 
cross-appeal. Affirmed in part, reversed in 
part, vacated in. part, and remanded. 

Theresa A. Middlebrook, of Wagner & 
7 \ Middlebrook' and Robert D. Driscoll, of 
Driscoli & Tom ich (John E. Wagner, with 
them on brief), Glendale, Calif., for 
plaintiff/appellant. 

. John A. Fogarty, of Kenyon & Kenyon, New 
York, N.Y. . (Richard S. Gresalfi and 
, Dawn M. DiStefano, New York, N.Y., 
and Richard S. Rockwell, Tustin, Calif., 
with him on brief; Duffern H. Helsing and 
. Halina F. Osinski,: Santa Ana, Calif., of 
counsel), for defendants/crpss-appeliants. 

Before Skelton, senior circuit judge, and 
Smith and Newman, circuit judges. 

Newman, J. 

. This appeal and cross-appeal are frpm the 
judgment of the United States District Court 
for the Central. District of California, and 
involve issues of patent validity, infringe- 
ment, breach of contract, fraud, misappro- 
priation of trade secrets, and several related 
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issues.!. We affirm in "part, reverse. in. part, 
vacate in part, and. remand, - 

The Invention 

The invention that led to this litigation is a 
motorcycle rear-wheel suspension system 
that smooths the ride over rough terrain, of 
interest particularly in off-road motorcycle 
riding; The roughness of the ride is due to 
bumps and dips in the terrains transmitted 
from the wheels to the frame. An optimum 
rear-wheel suspension will maintain tire con- 
tact with the ground despite deflection by 
irregularities, will avoid "bottoming out" (an 
unsafe rising of the suspension),^ yet will 
achreve a smooth ride without reduction in 
safety: In 1974 even the best available sus- 
pensions did not maintain adequate tire con- 
tact with the ground 1 in conjunction" with 
attempts to eliminate bottoming out. 

In mid-1974 Donald G. Richardson, a 
young mechanic in California, devised a so- 
lution to the problem, a modified suspension 
system that he installed iri tis ownlnotocross 
m'otdrcycle. Richardson replaced the conven- 
tional two-spring shock absorber suspension 
system with a system consisting of a single 
shock absorber plus a linkage consisting of a 
bell crank and connecting rod. This linkage 
generated a "rising rate" 2 — a characteris- 
tic critical to the issue — and produced a far 
superior ride, even as it eliminated the dan- 
gerous bottoming out. Richardson, testified 
about his first ride, at a hilly construction 
site near his house, as "Utopia. I mean it was 
incredible"; over hard bumps it was "uncan- 
ny because it was so smooth"; "[t] he rear 
end didn't kick up. It just didn't bottoni out 
and stayed down"; an "unbelievable 
feeling". 

On November 25, 1 974 Richardson filed a 
United States patent application on his in- 
vention, and on September 23, 1975 the 
application issued as United States Patent 
No. 3,907,322 (hereinafter the '332 or Rich- 
ardson patent). Patent claim 9, which incor- 
porates claim 1, is the' only claim in suit. 
Claims 1 and 9 follow: 

1: A suspension for two wheeled vehicles 

comprising: 


9USPQ2d 


' Richardson v. Suzuki Motors Co. and Su- 
zuki U.S. Motors Corp., Nos. CV 80-2589-WPG 
and CV 82-3826- WPG (CD. Cal. June 29 1987 
and .July 13, 1987). 

2 "Rising rate" was described by witnesses as 
follows: "as the suspension travels upward, the 
resistance to upward travel will increase"; and it 
"gets stiffer as the. wheel moves up toward the 
, vehicle or moves upward in the frame." 


a frame for the vehicle comprising a 
generally closed shape including upper 
and lower portions 

and a swing arm pivotally connected to 
the lower portion of said frame; 

said swing, arm comprising a pair of 
arms rotatably supporting a wheel about a 
horizontal axis generally at the end of said 
swing arm; 

the pivotal mounting of said arm to said 
frame being about a generally horizontal 
axis whereby said wheel is both rotatable 
about its own horizontal axis and deflecta- 
ble in a generally vertical direction about 
the axis of said swing arm; 

spring means having a first end pivotal- 
ly secured to said frame; 

a link member including an intermedi- 
ate point pivotally mounted on said frame 
about an axis, parallel to the axis of said 
swing arm at a point spaced therefrom; 

pivotal connection means between said 
link member and the second end of said 
spring; 

a bar pivotally connected at one end to 
said swing arm and at the opposite end to 
said link member at a position spaced from 
said spring connection; 

said spring, bar, swing arm and link 
connected whereby ; deflection of said 
swing arm. displaces said bar and rotates 
said link member to compress said spring. 
9. The combination in accordance with 
claim 1 wherein said assembly provides a 
rising spring rate as a function of deflec- 
tion of said swing arm. 

Figure 2 of the '332 patent specification is 

illustrative: 
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As the rear wheel is\deflected upward by 
bumps in the terrain; the swing arm' (32) 
that is pivotally connected at (34) to the 
motorcycle frame (21) rotates upward, push- 
ing the compression rod (41) into the bell 
crank (42) that is pivotally secured (31) at 
its intermediate point to? the motorcycle 
fram e^ The bell crank : rotates . on < its pivot 
(3 1 ) and compresses, downward against the 
frame, a spring(46)that is pivotally connect- 
ed at one end (45) tothe bell crank, and at its 
other end (52) to the motorcycle frame. The 
interaction of these interconnected parts: in- 
creases the force on the spring, increasing 
the fate of resistance to deflection of the 
wheel with increased movement of the wheel. 
This varying resistance is the "rising spring 
rate" of claim 9, and is illustrated in Figure 5 
of the/332 patent: 
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' The Contact with. Suzuk i 

In October 1978 Richardson entered into 
a one year. Option and License Agreement 
with the; Suzuki Motor Co.- Ltd. of Japan 
("Suzuki"). : ; 

The Agreement- gave Suzuki the exclusive 
right to test and evaluate Richardson -s sus- 
pension, and the exclusive option to acquire 
an exclusive license to the '332 patent and 
Richardson's "proprietary technical infor- 
mation, .know-how, inventions, and use 
data", collectively defined in the Agreement, 
as the "Licensed Rights." 


The Agreement, required Richardson to 
disclose to Suzuki all technical information, 
know-how, inventions, use data and design 
specifications for his suspension, that he; pos- 
sessed or that he acquired during the option 
period;. Suzuki agreed to preserve, all such 
information in cohfidence, and not to use any 
of it "f6r any purpose other than to evaluate 
for /commercial feasibility, of manufacture 
and- marketing during the Option Period." 
Suzuki agreed that this obligation of confi- 
dence 7 continued if Suzuki, did not exercise 
the option. Excepted from the confidentiality 
obligation was . all information; previously 
known to Suzuki or at any time generally 
known to the public. > . 

The agreement required Richardson to 
make prototypes of his suspension system for 
Suzuki's evaluation ■ Richardson installed his 
suspension in Suzuki's sariiple ■ 1978 : and 
•1979 model production motorcycles, and dis- 
closed to Suzuki the technical information 
and; know-how that he possessed, including 
improvements and other information that he 
developed during this period/ He met fre- 
quently with Suzuki engineers and other 
Suzuki personnel in the United States and in 
J&pan to communieate: this information and 
generally: to: improve performance = and to 
facilitate testing and evaluation. 

there was testimony at trial of initial 
incredulity on - the part of Suzuki engineers 
concerning Richardson's suspension, of Su- 
zuki's past: failures jn designing a suspension 
with the desired characteristics, and of Suzu- 
ki's favorable response to the performance of 
Richardson's suspension. The evidence in- 
cluded internal Suzuki documents made 
while Suzuki was testing Richardson's sus- 
pension, stating that it would "take a long 
time", perhaps three years* for Suzuki to 
develop a satisfactory suspension. 

In early 1979 Richardson and a colleague 
Cazort conceived : an improvement in the 
linkage-generated rising rate suspension, 
which , they called the "Alternate Shock 
Mount 1 ' and which they disclosed to Suzuki, 
accompanied by drawings rand blueprints 
made by Cazort. The difference from the 
structure describedrih the '332 patent is that 
in the Alternate Shock Mount. the lower end 
of the spring is pivotally secured to the swing 
arm which, is pivotally secured to the frame, 
instead of being pivotally secured directly to 
the frame, resulting in increased strength. 
; In May 1979 Richardson's first prototype 
for Suzuki, wherein Richardson, aided by 
Cazort, installed his suspension in a Suzuki 
1.978 production model, was successfully 
tested in Japan .Testimony at trial included 
statements attributed to Suzuki's test riders 
that they could see the bumps but mot feel 
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? themv and other commentary evidencing a 
highly favorable reaction to Richardson's 
suspension:- 

If was" a stipulated fact that after these 
-tests Suzuki-^made the decision to place the 
linkage-generated rising rate Suspension sys- 
tem into production and- started develop- 
rnerit work for this purpose. : : ' . ^ 

On: October 16, 1979 Suzuki filed a patent 
application in Japan. . The corresponding 
United States patent, filed on October* 8, 
J 980; claims ; the. Alternate Shock Mount 
suspension -as disclosed by Richardson, and 
also ciairhs a modification made by Suzuki 
called the ''crisscross". Suzuki named two 
of its engineers, Hirohide Tamaki and Man- 
abu Suzuki; as the inventors, 

; Suzuki "twice- requested and was granted 
ohe-rhonth- extensions 6f its. Option and Li- 
cerise Agreement with' Richardson/ In: De- 
cember 1979 Suzuki informed Richardson 
that it would not exercise the option: . 

In March 1980 Suzuki began competitive 
racing in the United States of Suzuki motor- 
cycles using the Alternate Shock Mount sus- 
pension^ which Suzuki named -.the "Fijll 
Floater": Suzuki met with marked ; racing 
success, the Full FloaterTeceiving favorable 
publicity and high acclaim from the public, 
Extensive advertising was^ directed "to the 
Full Floater rising rate suspension. The prod- 
uct achieved widespread commercial 
success,^ '.<:'• >■:■■!■>.• 

Suzuki denied any obligation to 
Richardson:. . 


Litigation 

Richardson brought suit against Suzuki 
(Japan) and: the U.S. Suzuki Motor Corpo- 
ration in California state court, and was 
granted a preliminary injunction restraining 
the Suzuki Companies from breach of the 
Option: and License Agreement arid requir- 
ing them to comply with, the confidentiality 
terms thereof. At Suzuki's request the state 
court declined to enforce the injunction after 
U.S. Suzuki sued Richardson in federal 
court, seeking a declaratory judgment of 
invalidity and non-infringement of Richard- 
son V3 32 patent, - : 

In 1982- Richardson filed a patent in- 
fringement action against the Suzuki compa- 
nies, and others. (Only the Suzuki companies 
remain as parties!) Richardson reasserted 
the state claims of breach of contract, breach 
of implied covenant of £ood faith and fair 
dealing, misappropriation of trade secrets, 
and fraud, and among other relief requested ' 
assignment of the patents obtained by Su- 
zuki on the Alternate Shock Mount. Suzuki 


counterclairried for fraud and breach of con- 
tact by 1 Richardson, based on asserted inva- 
lidity of the '332 patent. 1 

The federal actions were consolidated and 
tried to a jury. After forty-seven days of a 
tworpart trial the jury gave special verdicts 
oil issues of liability and damages. The dis- 
trict court entered final judgment under 
Fed.RiCiv.P. 54(b) on the jury verdicts that 
the '332 patent was not invalid and was 
infringed by Suzuki, that nine of Richard- 
son's eleven asserted trade secrets were not 
trade secrets, arid that Richardson was: not 
entitled to assignment of the Tamaki/Suzuki 
patents on the Alternate Shock Mount. The 
v court also entered fina+judgrnent on~the jury 
verdicts of damages for patent infringement 
and for Suzuki's use of certain of Richard- 
son's information that the. jury found were 
not trade secrets. The court denied prejudg- 
ment interest and attorney fees, and refused 
to grant an injunction. 

The district court denied most of the par- 
ties' post-trial motions, but granted Suzuki's 
motion for a new trial on three issues that the 
jury had cjeci.ded in favor of Richardson, 
upholding two of the eleven asserted trade 
secrets, finding fraud on the part of Suzuki, 
and assessing damages for fraud. The dis- 
trict court then entered a supplemental final 
judgment for immediate appeal of the issues 
that the court intended to retry, and certified 
three specific questions on these and related 
issues. . ' 

Validity of Richardson's '332 Patent 

Suzuki asserts on appeal the invalidity of 
claim 9 on grounds of anticipation (35 
U.S.C. §102) and obviousness (35 U.S.C. 
§103). 3 The district court, stating that ques- 
tions of patent validity must be decided by 
the court, told the jury that its verdicts on 
this issue were advisory. Nevertheless the 
court duly entered the jury verdicts, includ- 
ing the answer YES to the question: "Under 
the facts and law as you believe that you 
understand them, do you find Claim 9 of the 
Richardson Patent to be valid?" The court 
entertained, and denied, post-trial motions 
for judgment.n.o.v. and for a new trial on the 
question of validity. The court also indepen- 
dently decided the question, upholding valid- 
. ity of the '332 patent. 
; The record provided to us doesn't show the 
origin of this discredited procedure of adviso- 


3 The additional aspects of adequacy of disclo- 
sure (35 U.S.C. §112) and unenforceability for 
inequitable conduct, both decided in favor of Rich- 
ardson, have not been appealed. 
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ry verdicts, or whether either party objected. 
In Perkin^Elmer Corp. v. Computervision 
Corp:, 732 F.2d 888, 895 n,5, -221 USPQ 
669, 674 n.5 (Fed. Cir,) v cert; denied, 469 
U.S. 857 [225 USPQ 792] (1984), we ob- 
served that: 
The view suggested in Sarkisian fv. Winn- 
ProofCorp./m F,2d 647, 651, (9th Cir. 
1982), ceru denied, 460 U.S. 1052 
(1983)], that a jury verdict on nonobvious- 
ness is at best advisory, would make cha- 
fades of motions for directed verdict or 
JNOV under Fed.R.Civ.P. 50 in patent 
cases. These, motions apply only to binding^ 
jury verdicts. ... v 7 

Moreover, use of an advisory jury is limit- 
ed to actions not triable of right by a Jury, 
(emphasis in original, citations omitted). In 
a; similar circumstance wherein the trial 
court and the jury independently decided the 
same jury question (in that case the question 
of willfulness of infringement) we remarked 
that "[ajll fact findings of a jury are non- 
advisory, unless made in an area expressly 
removed from jury , verdict." Shiley, Inc. v. 
Bentley Laboratories, Inc., 794 F.2d T561, 
1568, 230 USPQ 112, 115 (Fed. Cir. 1986), 
ceru denied, 479 U.S. 1087 (1987). 

Jl] It is established that the jury may 
decide the questions of anticipation and obvi- 
ousness, either as separate special verdicts or 
en route to a verdict on the question of 
validity, which m$y also be decided by the 
jury. Connelly. Sears, Roebuck <£ Co., 722 
F.2d 1542, 1547, 220 USPQ 193, 197 (Fed. 
Cir- 1983): 

No warrant appears for distinguishing the 
submission of legal questions to a jury in 
- patent cases from such submissions rou- 
tinely made in other types of cases. So long 
as the Seventh Amendment, stands, the 
right to a jury trial should not be rationed, 
nor should particular issues in particular 
types of cases be treated differently from 
similar issues in other types of cases. 
See also, e.g., Vieduv. Japax, Inc., 823 F.2d 
1510, 1515,- 3 USPQ2d 1094, 1098 (Fed. 
Cir. 1987); Verdegaal Brothers Inc. v. Union 
Oil Co. of California, 814 Fv2d 628, 631, 2 
USPQ2d 1051, 1052 (Fed. Cir.), cert, de- 
nied, 108 S.Ct. 95 (1987); Data Line Corp. 
v. Micro Technologies, Inc., 813 F.2d 1196, 
1200, 1 USPQ2d 2052, 2054 (Fed, Cir. 
1987); ; Orthokinetics, Inc. v. Safety Travel 
Chairs, Inc., 806 F.2d 1565, 1571, 1 
USPQ2d 1081, 1085 (Fed. Cir. 1986); DMI, 
Inc. v, Deere & Co., 802 F.2d 421, 425*27, 
. 231 USPQ 276, 279-80 (Fed. Cir. 1986); 
Mainland Industries, Inc. v. Standal's Pat- 
ents Ltd., 799 F.2d 746, 747^48, 230 USPQ 
772, 773 (Fed. Cir. 1986); Trans-World 
Mfg. Corp. v. Al Nyrrian & Sons, inc., 750 


F.2d 1552, 1560, 224 USPQ 259, 263 (Fed. 
Cir. 1984); Quaker City Gear Works, Inc. v. 
Skil Corp., 747 F.2d 1446, 1454-55, .223 
USPQ 1161, 1165-66 (Fed. Cir! 1984), cert, 
denied; 41\ VS. 1136 (1985); Weinar v. 
Rollform Inc., 744 ; F.2d 797, 805, 223 
USPQ 369, 372 (Fed. Cir. 1984), cert, de- 
nied, 470 U.S. 1084 (1985); Perkin-Elmer 
Corp., 732 F.2d at 894-95, 221 USPQ at 
674; Envirotech Corp, v. Al Georgeyinc, 
7 30 F.2d 753,- 758, 221 USPQ 473; 477 
(Fed. Cir. 1984); Railroad Dynamics, tnc: v. 
A. Siucki . Company, 727 F.2d 1506, 
1512^13, 220 USPQ 929, 935 (Fed. Cir.), 
ceri . denied; 469 U.SJ871 [224 USPQ 520] 
(1984); White v. Jeffrey Mining MacK Co., 
Ill F.2d 1553, 1558, 220 USPQ 703, 705 
(Fed: Cir. 1983) ("Submission of such a 
question of law [obviousness] to a j dry, Ac- 
companied by appropriate instructions, is 
proper."), cert, denied, 469 U.S. 825 (1984). 
See generally, H.T. Mar key in On Simplify- 
ing Patent Trials, 116 F.R.D. 369, 370 
(1987) ("There is neither reason nor- author- 
ity for employing in a patent trial procedures 
and practices different from those employed 
in any other civil trial. Indeed, reason and 
authbrity mandate the contrary;") 

Although the district court and the jury 
reached the same result, the standards by 
which appellate courts review the judgment 
differ, depending on whether it arose from a 
jury or a bench trial. District of Columbia v. 
Pace- 320 U.S. 698, 701 (1944) ("findings of 
fact by an equity court and the verdict of a 
jury have from time immemorial been sub- 
ject to different rules of finality"). When the 
judgment arises from , a jury verdict, the 
reviewing court applies the reasonable jury/ 
substantial evidence standard: a standard 
that gives greater deference to the judgment 
simply because appellate review is. more 
limited, compared with review of a trial 
judge's decision. Id. at 702. As summarized 
in Lavender v. Kurn, 327 U.S. 645, 653 
(1946), "the appellate court's function is 
. exhausted when that evidentiary basis [of 
the jury's verdict] becomes apparent, it be- 
ing immaterial that the- court might draw a 
contrary inference or feel that another con- 
clusion is more reasonable." See generally 
M.B. Louis, Allocating Adjudicative Deci- 
sion Making. Authority Between the Trial 
and Appellate Levels: A Unified View of the 
Scope, of Review, The Judge/Jury Question, 
ana Procedural Discretion, 64 N.C. L.Rev. 
993 (1986). 

The parties do not take a position on the 
district court's procedure, but appear to rec- 
ognize that the issue of validity was properly 
for jury determination, for neither party re- 
fers to the district court's explanation of its 
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independent determination of the question of 
O^.vlpusn^ss; . : , . ' ; . 

the interest of reaching an end to this 
protracted litigation, we have, reviewed the 
judgment on the terms on which it reaches 
iis. We have determined first whether Su- 
zuki met its burden of showing on appeal 
that no reasonable jury could have reached 
the verdict of "valid" on the evidence before 
it: Allen, Organ Co. V. Kimball Int 7, Inc., 839 
F.2d J556, 1566, 5 USPQ2d 1769; .1777 
(fed* Cir.),. cert, denied, 109 S.Ct: 132 
(-1988); DMI, Inc. y: Deere & Co., 802 F.2d 
421, 425, 231 USPQ: 216,11% (Fed. .Cir. 
1 9%(>WShdiUrpr6ofVrdss Corp. v. Libbey- 
Owenj Ford Cp., 758 F.2d 613, 618-19, 225 
USPQ 634, 636 (Fed.. Cir.), cert, dismissed, 
. 474 U.S. 976. (1985). Then, on the premise 
that the parties may have waived their right 
to a jury trial on this question by failure to 
object to the district. court's procedure, we 
ha,Ve considered whether the : district court's 
independent, judgment of validity may be 
sustained, on the standards applicable there- 
to i Panduit. Corp, v. Dennisori Mfg. Co,, 810 
F.2d : 1561, 1566^68, 1 USPQ2d 1593, 
15.95-97 (Fed. Cir.) (obviousness determina- 
tion in bench trial reviewed as a question of 
law based oii underlying facts), cert, denied, 
i.07 S;Ct, 2187 (1987). 

The court correctly instructed the jury 
that invalidity must be proved by clear' and 
convincing, evidence, referring to the pre- 
sumption of validity. Perkin-Elmer Corp., 
732 F.2d at 894, '221 USPQ at 674; James- 
bury Corp. v. Litton Industrial Prdducts, 
Inc., 756 F.2d 1556, 1559, 225 USPQ 253, 
255. (Fed. Cir. .1985); American Hoist <SL 
Derrick Co. v. Sowa & Sons, Inc., 725 F,2d 
1350, 1360, 220 USPQ 763, 771 (Fed. Cir.j, 
cert, denied, 469 U.S/82I [224 USPQ 520] 
(1984): 


A. Anticipation 

The district court correctly instructed the 
jury that an invention is anticipated if the 
same device,' including air the claim limita- 
tions, is shownin a single prior art reference. 
Every element of the claimed invention must 
be literally present, arranged as in the claim. 
Perkin-Elmer Corp., 732 R2d at 894, 221 
USPQ at 673; Kalman v. Kimberly-Clark 
Corp., 713 F.2d 760, 771-72, 218 USPQ 
■781, 789 (Fed. Cir, 1983), cert, denied, 465 
U.S. 1026 [224 USPQ 520] (1984). The 
identical invention must be shown in as com- 
plete detail as is contained in the patent 
claim. Jamesbury Corp., 756 F.2d at 1560, 
225 USPQ at 256; Connell, 722 F.2d at 
1548, 220 USPQ at 198. . 


As prior art, Suzuki relied on the motorcy- 
cle suspensions described in certain patents 
to Downs and Warner, and on the race car 
wheel suspensions described for Tyrrell and 
McLaren race cars in two.. Road and Track 
magazine articles. Witnesses explained to 
the jury the similarities and differences be- 
tween the invention Of the '332 patent and 
each prior art . reference. For example, the 
Downs suspension has a spring element that 
is rigidly attached to the motorcycle frarne 
. and does not pivot as is required by claim 1 9 of 
the '332 patent; The Warner reference shows 
a suspension having a bell crank that is 
pivotally mounted to the motorcycle frame 
but not at an intermediate point, whereas 
Richardson requires a mid-point pivot of the 
bell crank to the frarne. Neither Downs nor 
Warner describes a rising rate. The magar 
zine articles describe a four wheel racing ear 
suspension system; having a linkage-generat- 
ed variable, rising rate incorporating a bell 
crank, but instead of the swing arm of Ri- 
chardson *s motorcycle suspension, the race 
car systems use an A-shaped arm mounted to 
the side of an upright wheel; and the bell 
crank and linkage in the race car system is 
located beside the wheel, rather than in front 
of the wheel as in Richardson's motorcycle 
system. 

Witnesses testified that rising rate in mo- 
torcycles had previously been obtained only 
by progressively wound springs and gas oper- 
ated shock absorbers. Suzuki argued that 
rising rate is inherent in the Downs and 
Warner motorcycle suspensions and express- 
ly described for race cars in the magazine 
articles, and also that rising rate is merely a 
statement of function, and thus should not be 
a basis for distinction from the prior art. 

The jury found that Downs did not "dis- 
close each and every element of the Richard- 
son Claims 1 and 9 of their equivalent". For 
the Warner reference, the jury could not 
reach a unanimous verdict on this same ques- 
tion, but answered NO to the question 
whether "the respective elements of Warner 
function in substantially the same way as the 
corresponding elements in Richardson to 
produce substantially the same results". The 
jury found that the race car suspensions did 
"disclose each and every element of the 
Richardson Claims 1 and 9 of their equiv- 
alent", but did not reach a unanimous ver- 
dict as to whether they "function in substan- 
tially the same way as the corresponding 
elements in Richardson to produce substan- 
tially the same results." 

The jury had erroneously been instructed 
that anticipation may be shown by equiv- 
alents, a legal theory that is pertinent to 
obviousness Under Section 103, not to antici- 
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pation under Section \02, Lewmar Marine, 
Incy. Barient, Inc., 82? F.2d 744, 747^48, 3 
USPQ2d 1 766, 1768 (Fed. Cir; 1 987), cert, 
denied, 108 S.Ct: 702 (1988); Cbnnell, 722 
F:2d at 1548- 220 USPQ at 198, The. jury 
requested a definition of "equivalent" during 
its deliberations, and was given the Web- 
ster's dictionary definition "corresporidiiig,or 
virtually identical, especially , in effect or 
function:" This narrow, definition, which 
does not accord with that. of Grayer Tank & 
.'Mfg. Co. v. Linde Air. Products Co;, 339 
Uj^05 v 608 [85 USPQ 328, 330] (1950), 
may' have minimized the legal error in the 
instructions. In any event, the erroneous in- 
clusion of equivalents in the anticipation 
inquiry favored Suzuki, The jury nonetheless 
answered YES to the special verdict; "Under 
the facts a nd law as you believe that you 
understand them, do you .find Claim 9 of the 
Richardson Patent to be valid?" . ■■„ 
: {2] On the totality qf the evidence and in 
light of the jury instructions and answers,,we 
conclude that a reasonable jury could have 
found that the. patent was not invalid on 
grounds of anticipation. : Perkin-Elmer 
Corp., 732 F.2d at 894, 221 USPQ at 
673-74 .(review of. presumed jury finding 
that anticipation not proved, based on jury 
verdict of validity);. 

Reviewing the analysis and decision qf the 
district court, based on the same pribr arti we 
discern no clear error in the court's conclu- 
sion that claim 9 was riot invalid. 

We. affirm that claim 9 was not proved 
invalid on the ground of anticipation. 


B. Obviousness 

The issue of obviousness, was vigorously 
litigated, Suzuki relying on the same Downs 
and /Warner patents and magazine articles. 
The record shows that there was extensive 
testimony concerning the differences be- 
tween Richardson's suspension and the prior 
art. -Suzuki argued at trial, and repeats on 
this appeal, that these differences are trivial 
mechanical expedients. 

The jury, among its special verdicts on the 
Graham factors, found that a person of ordi- 
nary skill in the pertinent art could be any of: 
( 1 ) a motorcycle mechanic without formal 
technical education, (2) a person with exper- 
ience in working on suspension systems for 
racing automobiles, but without formal tech- 
nical training, (3) suspension system instruc- 
tors* (4) professional motorcycle riders, and 
(5) someone possessing above-average me- 
chanical skills. Suzuki argues that such a 
person is of generally high mechanical skill, 
and to such a person Richardson's rising rate 


motorcycle suspension would have been; an 
obvious "adaption" of the race car suspen- 
sion systems, which "suggests itself quite 
plainly, since Dbwris and. Warner incorpo- 
rate . bell ". cranks in their respective 
suspensions." 

The jury was unable to reach a unanimous 
verdict on the question, of whether a person 
of the levelof skill found by the jury; present- 
ed with the problem and being familiar with 
all the prior art including these four specific 
references, but unaware of Richardson's de- 
vice, would be "led to do" what Richardson 
did. In response to the ultimate question, as 
we have observed, the jury reached the 
unanimous verdict that "Under the facts and 
law as you believe that you understand 
them", claim 9. was "valid". The . district 
court entered judgment on the jury verdicts, 
independently held the patent valid, and de- 
nied Suzuki's motions for judgment n.d.v. 
and. for a. new trial oh the issue ; bf validity i 

The question for the jury was whether the 
challenger met the burden of proving invalid- 
ity by clear and convincing evidence; and the 
question on review is whether reasonable 
jurors could have concluded that the chal- 
lenger failed to meet that burden. Ort ho kin- 
etics, Inc. v. Safety Travel. Chairs, Inc., $06 
F.2d 1565, 1571, 1 USPQ2d 1081, 1085 
(Fed.. Cir. 1986); Perkin-Elmer Corp., 732 
F.2d at 894-95,. 221 USPQ at 674. The 
jury's jack of unanimity .on certain special 
verdicts can reasonably be taken to mean, as 
the district court held, that invalidity had not 
been proved by clear and convincing 
evidence. 

[3] Our review shows that there was sub- 
stantial evidence on which reasonable jurors 
could have concluded that claim 9 had not 
been proved invalid for obviousness, and thus 
reached the verdict of "valid". Although the 
district court erred in its belief that obvious- 
ness could only be presented to the jury for 
an advisory verdict, we may view the court's 
agreement with the jury verdict of validity as 
supporting the court's denial 1 of Suzuki's 
post-trial motions for judgment n.o.v. and for 
a new trial. Perkin-Elmer Corp., 732 F.2d at 
895, 221 USPQ at 674-75; However it is 
viewed procedurally, no reversible error has 
been shown in the court's conclusion that 
obviousness had not been proved and that 
claim 9 was not invalid. 

The judgment of validity is affirmed. 


II 

. Infringement 

Richardson bore the burden of proving 
infringement by a preponderance of the evi- 
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dence. The district court correctly stated 
that the jury was the finder of the fact of 
infringement. •/ 

The jury rendered special verdicts as to 
the Suzuki motorcycles before it, Model M 
having the Richardson/Cazort Alternate 
Shock Mount and Mode] C having the 
"criss-cross" connection added by Suzuki, as 
follows: ; : 

9(a). Do defendant Suzuki's motorcycles 
of the Model M type . . : infringe Claim 9 
of the plaintiffs patent? / 
Answer: YES, WITH THE RISING 

rate • ; . , . ;-v 

9(b). Do defendant Suzuki's motorcycles 
of the Model C type . . . infringe Claim 9 
of the plaintiffs patent? 

Answer: YES, WITH THE RISING 
RATE • 
In subparts 9(a)(2) and 9(b)(2),of the spe- 
cial. verdict the jury answered YES to the 
question whether the, Suzuki motorcycles 
produce substantially the same rising rate as 
taught in Richardson's patent. = 

Tfie principal question on appeal is' the 
meaning and. effect of the jury answers to 
subparts (1) of the special verdict, which 
were directed "in particular" to the Alter- 
nate Shock Mount and the criss-cross 
modifications:. 
9(a)(1). In particular, is the defendant's 
; linkage Equivalent to the plaintifTs, bear- 
ing in> mind that the bottom of the spring 
in the former is. affixed to the swing arm 
>ather than to the frame? 

Answer: NO 
9(b)(1). In particular, is the defendant's 
linkage equivalent to the plaintifTs, in 
- light of the "criss-cross" of the connecting 
rods and the bell crank in the defendant's 
model, as well as the spring attachment to 
the swing arm, as compared with the 
plaintiffs Claim 9? : 

Answer: NO 
The district, court entered judgment of 
: infringement in favor, of Richardson and 
denied post-trial motions by both sides.j in- 
: eluding a motion by. Richardson to reopen 
the record in order to present evidence on the 
doctrine of equivalents. The district court 
..stated that the jury verdicts meaa that "in- 
fringement is limited to 'rising rate* " and 
that the Suzuki and Richardson linkages are 
not equivalent. 

Suzuki argues that special verdicts 
9(a)(1) and 9(b)(1) require judgment of 
non-infringement; or, as a minimum, that 
these verdicts are inconsistent with the ver- 
dicts of infringement in 9(a) arid 9(b), such 
that a new trial is required of the. entire issue. 
Richardson states that the verdicts can be 


understood, when viewed in light of the jury 
instructions, in a way that supports the judg- 
ments of infringement. Suzuki did not re- 
quest a new trial on the basis of inconsistent 
verdicts at the time the judgments were en- 
tered, white Richardson moved, unsuccess- 
fully, to amend or delete verdicts 9(a)(1) and 
9(b)(1). Each party asserts that any incon- 
sistency should be resolved in its favor. 

The Ninth Circuit, in accordance with the 
general rule, requires trial and . appellate 
courts to seek reconciliation of apparently 
inconsistent verdicts: 

When faced with a claim that verdicts are- 
inconsistent, the court must search for a 
reasonable way to read the verdicts as 
expressing a coherent view of the case, and 
must exhaust this effort before it is free to 
disregard the jury's verdict and remand 
the case for a new trial. ; 
Toner v. Lederle Laboratories, 828 F.2d 
510, 512 (9th Cir. 1987), cert, denied, 108 
S.Ct. 1122 (1988) (citing Gallick v. Balti- 
more & Ohio R.R.. 372 U.S. 108, 119 
(1963), also citing Atlantic. & Gulf Steve- 
dores, Inc. v: E Herman Lines, Ltd., 369 U.S. 
355, 364 (1962) and Blanton v. Mobil Oil 
Corp., 721 F.2d 1207, 1213,' (9th Cir. 1983), 
cert, denied, 471 U.S. 1007 (1985)). See 
also Allen Organ Co., 839 F.2d at 1563, 5 
USPQ2cl at 1775 (the appellate court must 
:make every effort to harmonize the jury's 
answers)! 

The district court did not find the special 
verdicts inconsistent, apparently in the belief 
that the jury limited infringement to the 
rising rate provision of claim 9 but not the 
other claim clauses. This accords with the 
court's statement to the jury that the in- 
fringement was "minor" because it was 
limited to the rising rate. This interpretation 
pleased neither party. If we have correctly 
understood it, it is incorrect as a matter of 
law. . 

"We are bound to find the special verdicts 
consistent if we can do so under a fair read- 
ing of them. 1 ' Toner, 828 F.2d at 512. A fair 
reading of the special verdicts results from 
simply applying the rule that "(tjhe consis- 
. tency of the jury verdicts must be considered 
in light of the judge's instructions, to the 
jury". Toner, 828 F.2d at 512. The instruc- 
tions on infringement, and the specific ques- 
tions asked by special verdict, were designed 
to resolve the issues raised at trial. There was 
testimony on both sides of Suzuki's assertion 
that its suspension was not the same as 
Richardson's because it produced a different 
rising rate. We referred supra to special 
verdicts 9(a)(2) and 9(b)(2): 
9(a)(2). Does defendant's Model M pro- 
duce rising rate substantially the same as 
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the, rising rate produced. -under. .the teach-. 
.. ings of the plaintiff s patent ? 

Answer: YES , . r ^ . 

9(b)(2); Does defendant's. Model C pro- 
duce rising rate substantially the same as 
the rising rate produced under the teachr 
ings of the plaintiffs patent? ; 
' Answer: YES- - ... ; . 

Another special verdict in the infringement 
section asked the jury: : 

11. Does claim 9 of the Richardson Patent ^ 
describe the invention of a rising rate in 
terms of what the invention will Jo rather 
than in terms of physical arrangement? 
• Answer. "NO " 
. We conclude that the answer "yes, with 
the rising rate" in verdicts 9(a); and 9(b) is 
the jury's response to Suzuki's argument, 
father than as a finding that only the rising 
fate claim limitation, and no other, is= em- 
bodied in the Suzuki suspensions. 1 * : : 
We discern no support in the record for the 
district couft's conclusion that verdicts 9(a) 
and 9(b) meant that the rising rate was the 
only area of infringement. Structure corre- 
sponding to every element of every clause of 
claims 1 and 9 was identffied by witnesses as 
embodied in the accused motorcycles. There 
was no real dispute that of the nine or eleven 
elements in these claims (depending on how 
counted), all but one were literally present. 
The- dispute centered on one dement;: the 
attachment of the spring in the clahn clause 
"spring means having a : first end* pivotally 
secured to said frame", since this was the 
clause affected by the. modifications of the 
Alternate Shock Mount and the criss-cross. 
In the Alternate Shock Mbunti as we have 
discussed, the spring is pivotally/secured to a 
swing arm that in turn is pivotally secured to 
the frame, instead of being pivotally secured 
directly to the frame as is shown in the '332 
specification. 

Richardson argues that the spring can be 
either directly or indirectly pivotally secured 
to the frame, without avoiding literal ifh 
ffingement of the claim. Richardson alterna- 
tively argues that on a correct definition of 
the doctrine of equivalents, cjting ; Graver 
Tank, 339 U.S. at 608 [85 USPQ at 330], 
these securements are equivalent because the 
structures, are substantially the same and 
perform substantially the same function in 
the same way. 

The jury had been given the dictionary 
definition that "equivalent" means "corre- 
sponding or virtually identical, especially in 
effect or function". This definition was rein- 
forced by the phrasing of verdicts. 9(a)(1) 
and 9(b)(1), wherein the. question itself in- 
structed the jury on the .difference between 


the linkages, while remaining silent on the 
similarities. : , < 

This presentation was highly prejudicial. 
Indeed, these verdicts well illustrate the tru- 
ism that the way a question is asked , can 
direct, the answer, "the decision to submit 
interrogatories, and the precise. language in 
which; they are couched, can have an unto- 
ward, effect on a verdict, if certain elements 
of the trial or the evidence are thereby overly 
emphasized im trie jury's mind." Weinar v. 
Rollfbrm Inc., 744: F. 2d 79 7, 809,, 223 
USPQ. 369,, 376 (Fed. Cir, 1984), xeri. de- 
hied, 470 U.S. 1084 (1985). 

Further, and equally prejudicial, special 
verdicts. 9(a)(1) and 9(b)(1) isolated, this 
specific claim element so that it was removed 
from the perspective that is obtained only 
when the claimed invention is viewed in its 
entirety- See; e.g., Hughes Aircraft Co. v. 
United States, 111 F.2d 1351, 13^3, 219 
USPQ 473, 482 (Fed. Cir. 1983). We recent- 
ly reemphasized in United States St.eel Corp'. 
v. Phillips . Petroleum Co., No. 88-1166, 
-1 167, -1 168, -1 169, -1 170, -.1 171, slip op. 
at 1 3-14 {9 USPQ 2d 1 46 1 ] (Fed. Cir; Jan. 
10, 1989), in discussing Graver Tank, that 
there is np error in considering "the principle 
of the claimed invention". 

A device that embodies improvements on a 
claimed structure does not automatically 
avoid the; reach of the claim. See, e\ g., Atlas 
Powder Co.v.E:I.du Pont de Nemours & 
Co: - 750 F.2d 1569, 1580, 224' USPQ 409, 
417 (Fed: Cir. 19?4) (separately patentable 
improvement may also be an equivalent un- 
der the doctrine of equivalents); A. B. Dick 
Co: v. Burroughs Corp., 713; F. 2d 700, 703 
218 USPQ 965 967-68 (Fed, Cir: 1983) 
(infringement not avoided "merely by add- 
ing elements"), cert, denied \ 464 U.S. 1042 
(4984). Each case must be decided oh its 
particular facts, viewing the changes in the 
accused structure in light of the claimed 
invention. See generally Pennwalt Corp. v. 
Durand-Wayland, Inc., 833 F.2d . 931, 
934-35, 4 USPQ2d 1737, 1739i(Fed: Cir. 
1987), cert, denied, 108 S.Ct. 1226 (1988), 
and cert, denied, 108 S.Ct, .14.74 (1988); 
Texas Instruments, Inc. v. United States 
Int'l Trade Comm'n, .805 F.2d 1558, 
1569-70, 231 USPQ 833, 840 (Fed. Cir. 
1986), reh'g denied,, F.2d 1369, 6 
USPQ2d 1886 (Fed. Cir. 1988); 

[4]. We. conclude that the jury verdicts, 
viewed in light of the instructions, held that 
the Suzuki motorcycles with a rising rate 
infringed claim 9. We also conclude that ori 
correct instructions no reasonable jury could 
have found that the claimed invention and 
the. accused structures are not equivalent, on 
the established facts of record, applying the 
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correct la w of Graver Tank. See Anderson v 
Liberty Lobby, Inc- 411 U.S. 242,: 252 
(1986) ("The mere existence of a scintilla of 
evidence in support of the plaintiffs position 
will be insufficient; there must be evidence 
on which the jury could reasonably find for 
■^? I ?l? tiff - ?, ) ; Pul ^^Standard v. SwinU 
* 56 "Vi?" 2 U 73 29U92 (1982) ("where find- 
ingsufby the district court] are infirm be- 
cause of an erroneous view of the law, a 
remand is the proper course unless the record 
permits only one resolution of the factual 
issued Dana Corp.v,IPC 'Limited Partner- 
ship, 860 F.2d 415, 419, 8 USPQ2d 1692 
1696 (Fed. Cir, 1988) (when there are suffi- 
cient established facts, of record, appellate 
cpurt has discretion to determine the merits 
of JNOV motion.) . 

The jury verdicts of infringement are su> 
ported by substantial evidence; and are 
upheld. The judgment of infringement is 
affirmed. 
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' -III. • ■ 

Damages for Patent Infringement 

. :As damages for patent infringement the 
jury assessed a royalty of fifty cents per 
motorcycle. Richardson states that this roy- 
alty is unreasonably low, and resulted; from 
erroneous and prejudicial jury instructions. 
We review the award on the reasonable jury/ 
substantial evidence standard; Shatterproof 
Glass Corp., 758 F.2d at 627-28, 225 USPO 
at 643-44. v 

The court told the jury: "Now, I will 
sustain, I will uphold your verdict [of in- 
fringement], but in determining damages 
and determining any royalty, it seems to me 
that you must consider that the infringement 
was a relatively minor infringement:" This 
instruction derived, as we have discussed, 
from the erroneous interpretation of the ver- 
dicts as limited to the "rising rate" clause. 
We must determine whether this erroneous 
instruction was prejudicial to the jury's as- 
sessment of damages. The Ninth Circuit has 
stated, that "we will reverse a judgment be- 
cause of a- mistake in jury instructions only if 
the error was prejudicial.'* Smiddy v Var- 
ney, 665 R2d 261, 265 (9th Gir. 1981); cert 
denied, 459 U.S - 829 (1982). 

35 U.S.C. §284 provides that damages 
shall be "adequate to compensate for the 
infringement, but in no event less than a 
reasonable royalty for the use made of the 
invention by the infringer". Fromson v 
Western Litho Plate and Supply Co 853 
F.2d 1568, 1574, 7. USPQ2d 1606, 'l612 
(Fed. Or. J 988). The jury was told that a 
royalty of. $2.00 per motorcycle with an an- 


nual minimum of $70,000 had been agreed 
to by Suzuki and Richardson in the Option 
and Licensee Agreement, There was testimo- 
ny of much higher royalties paid by others 
for similar contributions to motorcycles Su- 
zuki, presented testimony that the $2 00 in 
the agreement does not apply, : but should be 
the starting point for reducing, the royalty 
because the infringement was minor. 

[5] We must assume that the jury fol- 
lowed the court's instruction that the in- 
fringement was minor. That instruction was 
a misinterpretation of the jury verdict of 
infringement, and it usurped the role of the 
jury. Absent this prejudicial instruction 
there was no reasonable basis on which rea- 
sonable jury could have found that fifty cents 
was a reasonable royalty. : 
, The judgment of damages for patent in- 
frtngernent is vacated, We remand for retrial 
of the question. : ; , 


Richardson 's Technical Information 

Issues relating to Richardson's technical 
information were presented at trial on the 
legal theories of breach of contract and the 
tort of misappropriation of trade secrets. The 
district court concentrated on the tort issues 
in presentation to the jury, apparently ac- 
cepting Suzuki's position that it had com- 
plied with its contractual obligations to Rich- 
ardson. The court thus required that 
Richardson prove the existence of legally 
protectable trade secrets arid their misappro- 
priation by Suzuki.. 

In the only special verdict on the contract 
issues, the jury found that Suzuki- did not 
violate its duty of good faith and fair dealing 
in its relationship with Richardson. The jury 
instructions on the contractual relationship, 
however, are pertinent to, and intertwined 
with, the trade secret issues. . 

A. The Contractual \ Relationship 

In matters of contract law and interpreta- 
tion we apply the discernable law of the state 
of California. Universal Gym Equipment 
Inc. v. ERWA Exercise Equipment Ltd., 827 
F.2d 1542, 1550, 4 USPQ2d 1035, 1040 
(Fed. Cir. 1987). At trial Richardson 
pressed, unsuccessfully, the California law 
that a covenant of good faith and fair dealing 
is implied between parties to a contract. 
Seaman's Direct Buying Service, Inc v 
Standard Oil Co., 38 Cal.3d 752, 768, 686 
P.2d 1158,. 1 166, 206 Cal.Rptr. 354, 363 
(1984) ("It is well settled that, in California, 
the law implies in every contract a covenant 
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of good faith and fair dealing." (Emphasis in 
original)). 

The contract between Richardson and Su- 
zuki was explained at trial, including the 
clause wherein Suzuki agreed not to use or 
disclose the "technical information, know- 
how,* inventions, use data, and design specifi- 
cations" that it received from Richarsom In 
discussing whether Suzuki was restrained in 
its post-contract use of Richardson's infor- 
mation, the district court at first instructed 
the jury that Suzuki was entitled by law - f to 
use the most efficient means; even though 
they got it from plaintiff", stating that only 
"valid trade secrets" were subject to the 
contractual restraints: 
: And then after Suzuki's election not to 
take a license, of course, they were not 
supposed to use the plaintiffs trade se- 
crets. That's what the contract says. And 
once again, you're going to. have to deter- 
mine whether these eleven Were valid 
trade secrets. To what extent did the de- 
fendant use them, to what extent would 
the defendant otherwise have developed 
them. 

Now, sortie of these trade secrets refer 
to the best alignmentsand designs. Well, 
: it seems incongruous to say to the defend- 
ant they cannot use the best because the 
best was intentionally disclosed by the 
plaintiff, and even though experimenta- 
tion by the defendant surely would have 
revealed the best as the patent says that it 
would. 

Were the defendants precluded from 
using the best" "of were they obliged to use 
something less efficient. I can't conceive of 
the defendants not being entitled to use 
the most efficient means, even though they 
got it from the plaintiff; 
The court later qualified this position by 
referring to reverse engineering as being im- 
proper — although it is far from clear what. a 
reasonable jury would have understood from 
the court's instructions: 

But on further reflection, I have to ac- 
knowledge that if you find there was a 
confidential relationship or contract that 
prohibited Suzuki from using the plain- 
tiffs trade secrets, technical information 
of know-how, inventions or use data that 
the plaintiff gave them, unless it exercised 
the option, if you find those things to be 
true, 1 suppose it would be improper for 
Suzuki to reverse engineer from Richard- 
son's prototypes, or from trade secrets or 
other information that he gave them. 

The defense of reverse engineering does 
not apply to information received in confi- 
dence or whereas here the information is 
given under a contract. 


Reviewing these instructions in the context 
of the contract and trade secret questions 
that Avere before the jury, we conclude 1 that 
the jury was incorrectly instructed on the 
law. See Bui go v. Munoz, 853 F.2d 710, 714 
(9tto Cir. 1988) (quoting Los Angeles Me- 
morial Coliseum Comm'n v. National Foot^ 
ball League, 726 F,2d 1381, 1398 (9th Cir.), 
cert: denied , 469 U.S. 990 (1984)) (instruc- 
tions reviewed to determine "whether, view- 
ing the jury instructions as a whole, the trial 
judge , gave adequate instructions on each 
element of the case to ensure that the jury 
fully understood the issues.") 

■ [6] In Universal Gym Equipment, %11 
F.2d at 1549, 4 USPQ2d at 1040^ we af- 
firmed liability under California law based 
on breach of contract, when the parties con- 
tracted to limit the use by the recipient of 
"features, designs, technical information, or 
know-how" disclosed under the con tract We 
also affirmed that such a contractual ar- 
rangement is not incompatible with the pat- 
ent law, id. at 1550, 4 USPQ at 1041, an 
issue on which the district court in Richard- 
son's case also appears to have been misled, 
and to have misled the jury. See Components 
for Research, Inc; v. Isolation Products, 
Inc., 241 -Cal.App.2d 726, 730, 50 Cal.Rptr. 
829, 832 (Cat, Dist.Ct.App; 1966) ("The 
judgment here but affords protection against 
the use of plaintiff's trade secrets by those to 
whom they had been disclosed in confidence. 
Whether the idea was patented or not; plain- 
tiff is entitled to such protection"). 

-The district court erred in law, in limiting 
the scope of protected information beyond 
that set forth in the contract, and in its 
instructions to the jury as to Suzuki's. obliga- 
tions. These errors are reflected in the trade 
secret issues. 


B. The trade secret issues 

The jury, despite the excessively restric- 
tive instructions on what were trade secrets, 
found that certain items that Suzuki had 
received from Richardson were trade secrets 
and had been misappropriated, and assessed 
damages therefor. The jury also assessed 
darhages for use by Suzuki of certain other 
items that did not "rise to the dignity of trade 
secrets", in the words of the special verdicts. 

Richardson specified eleven items that he 
had. disclosed to Suzuki under the contract, 
and that he asserted to be -trade secrets; to 
wit: (1) the optimal characteristics of a mo- 
torcycle rear-wheel. suspension shock absorb- 
er, showing three external adjustments, (2) 
engineering drawings of his proposed and 
furnished suspension systems, (3) 1978 and 
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197.9 Suzuki. motorcycles -modified by Rich- 
ardson. with his rising rate suspension, (4) 
specific force-velocity curves "needed, to ob- 
tain, the advantages of, Richardson^ inven- 
tion in Suzuki's motorcycles, (5)- design 
modifications to extend rear wheel travel 
oyer earlier rising-rate designs, (6) design of 
the Alternate Shock Mount including. draw- 
ings and knowhow,: (7) the optimum use and 
types of certain bearings in the suspension, 
W motorcycle testing and tuning criteria, 
(.9) his bell.crank designs and. design criteria, 
(10) adjustments in the angles and" dimen- 
sions of the parts of the suspension and their 
effect on performance, and ( 1 1) the straight 
une tubular motorcycle frame, ;.. 

The California law of trade secrets follows 
the. Restatement definition: ■ . > ., . , 
A tradesecret may consist ofcanylormulai 
pattern, device or compilation of informa- 
tion^.which.is used in one's ^business*, and 
which gives him an opportunity to obtain 
an advantage over competitors who do not 
know, or use it. . . . Generally it relates to 
the production of goods, as, for example, a 
machine or formula for the production of 
. an article. . .. - 

&y-Buk Co., 163 Cal.App.2d at 166, 329 
P.2d.at 152, 118 USPQ. at ,553, citing Re- 
5 \^ en i ( First) of Torts > § ^7. c 0rnment b 
U939) ; The court in By^Buk Co. reaffirmed 
plaintiffs right not to have its [trade secret] 
processes wrongfully disclosed to others and 
used to its detriment.-' Id. at 1 67, 329 P id at 
153, 1.18- USPQ at 553. J ' 

/• The burden of proof was; placed. on Rjch- 
ardson to prove that his information met the 
legal, requirements of a protective trade se- 
cret. Forro Precision, Inc. v. International 
Business Machines Corp.,. 673 F 2d 1045 
!2o^ 5 lv 215 USPQ .299, 305^6 (9th Cir! 
IV82). This in turn required "either a cov- 
enant or a confidential relationship" as a 
premise of relief. Futurecraft Corp v Clary 
Corp., 205 CaI.App.2d: 279, 283 23 
Cal.Rptr. 198, 207-208 (CaL Dist.Ct.App. 
1962) (discussing elements, of trade secret 
protection). Richardson met this require- 
ment through his contractual covenant. 

The .district count told the jury; several 
times, that because Suzuki might have devel- 
oped or could have developed on its own the 
information it received from Richardson, 
•such information can not be protected as -a 
trade secret. The court said: "Now I think we 
must assume, that the defendant could have 
accomplished , whatever the plaintiff may 
have contributed toward thedevelopment of 
Models M and C" Whatever the validity of 
the proposed assumption as to Suzuki's abili- 
ties, the court's conclusion is contrary to 
California law: 
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- It is not necessary in. order that a process 
of manufacture be a trade secret that it be 
patentable or be something that could not 
be discovered by others by. their own labor 
and ingenuity. * 
^Buk Co., 163 Cal.App,2d at 16^329 
?,ad at 152, 118 JJSPQ a* 553. Nor does the 
possibility of independent discovery relieve 
Suzuki of liability:, ^ - . . ^ 


"[SJecret formulas and processes 


* * * 


are 


property rights which will be protected by 
injunction, not only, as. against ihose who 
• attempt, to disclose or use them, in violation 
of con fidential relations or contracts ex- 
' V Tess °r implied, but: as igaihst those who 
are participating in ; such attempt with 
knowledge; of such confidential relations 
.or. contract, though .they might in time 
have reached the same result by their pwn 
independent experiments. or efforts/* 
«V at J? 7 ' 329 R2d at 153, 118 USPQ at 
353-54 (quoting Heroldy. Herald China & 
Pottery, Co., 257, F. 911, 913 (6th . Cir. 
1919)). Indeed, Suzuki did not argue that it 
had actually developed: on its own the infor- 
mation that it first received from Richard- 
son. Although Richardson adduced. evidence 
that Suzuki had been Unable to solve' this 
problem, it . is not . relevant what Suzuki 
might have been able to do on its own. Ninth 
: Circuit law upholds trade secret status even 
had the, same information been obtainable 
trom other sources. Clark v. Bunker 453 

K I 010 ' ll2 < ysPQ.420, 423 (9th 
Cin 1972) (trade secrecy "is not negated 
because defendant by an , expenditure of ef- 
fort might have collected the same informa- 
tion, from sources available. to the public ") 
(footnote omitted).. 

\ The court also, erroneously instructed the 
jury, that "slavish" copying is necessary for 
misappropriation, and that an exercise of 
mdependent judgment would remove the in- 
formation, from protection. The court in- 
structed the jury to consider: "Were they 
secrets. And* second, did the defendants slav- 
ishly use them or did they make up their own 
minds." These views are contrary to Califor- 
nia law, "[Defendants cannot escape re- 
sponsibility by showing that they have im- 
proved upon or modified the plaintiffs 
process." By-Buk Co., 163 Cal.App.2d at 
169, 329 P.2d at 154,1 18 USPQ at 554. The 
court observed in Sinclair v. Aquarius elec- 
tronics, Inc., 42 Cal.App,3d 216, 222, 116 
Cal.Rptr. 654, 659, 18.4 USPQ 682,- 684 
(Cal. Ct.App. 1974) that minor variations 
are to be expected. 

Suzuki argued to the jury, and repeats on 
appeal, that information, that Richardson 
developed after issuance of. the '332 patent, 
including the Alternate Shock. Mount, is 


9 USPQ2d 


barred from trade se 
was generally disclose 
ent or known to the 
cause it merely imp 
invention. 

The legal status o 
provements made aftt 
has been filed is indep 
or absence, of the patt 
ing patent. The info 
ments may be separ 
may be preserved in o 
only in accordance wi 
are protected again? 
accordance with the 
tort. The court misst 
the jury that the jun 
Richardson could ha 
and legal protection 
formation on the pat* 
So on the one h 
the ordinary perso 
take this patent a 
machine based up< 
hand, he says, how 
tion and the abilit 
trade secrets for w 
Now, that constitt 
up to you to detern 
Mr. Richardson n 
crets things that 
person skilled in tl 
do on his own. 
The district court's pi 
do on his own" may e 
of the law. It is not k 
able to do on its ow 
sought Richardson' 
ments, data, and 
agreed to respect the 
This information is 
the eyes of the lav 
accordance with law. 
Oil Co. v. Bicron Cc 
[181 USPQ 673, i 
Components for Re 
App.2dat730, 50 C; 
the product design 
plaintiff is entitled t< 
for manufacturing 
Cal. App.3d at 225. 
184 USPQ at 686 ("' 
ages invention in a 
does not reach"). Ac 
Bat-Jac Tool Co., 
261, 193 USPQ 24 
1 976) (post-patent ii 
under trade secret 
chek, 209 F.2d 493, 
(2d Cir. 1953) (imn 
could have derived 
pired patent). 


USpQ2d 

a process, 
thsitit be 
5Qul(i npt 
»wn labor 

166, 329 
doe? the 
y relieve 

***are 

:ectedby 
lose who 
violation 
racts ex- 
lose who 
ipt with 
relations 
ui Ume 
heir own 

JSPQ at 
China & 
ith Cir. 
e that it 
fie infor- 
lichard- 
;vicjence 
)lve this 
Suzuki 
1. Ninth 
tus even 
tainable 
:er, 453 
23 (9th 
negated 
re of ef- 
nforma- 
ubUc") 

;ted the 
»ary for 
rcise of 
; the in- 
mrt in- 
re they 
its slav- 
eir own 
Califor- 
ape re- 
ive im- 
aintiffs 
p.2d at 
54. The 
is elec- 
>2, 116 
.2,. 684 
riations 

eats on 
lardson 
patent, 
unt, is 


"9 USPQ2d 


Richardson v. Suzuki Motor Co. 


1927 


barfed from trade secret status because it 
was generally disclosed in Richardson's pat- 
ent or known to the general public, or . be- 
cause it merely implements the patented 
invention. 

The legal status of information and im- 
provemerits made after a patent application 
has been filed is independent of the presence, 
or absence, of the patent application or ensu- 
ing patent. The information and improve- 
ments may be separately patentable; they 
rnaly be; preserved in confidence and disclosed 
only in accordance with agreement; and they 
are protected against misappropriation in 
accordance with the laws of contract and 
tort. The court misstated the law in telling 
the jury that the jury could decide whether 
Richardson could have both a valid patent 
and legal protection for later-developed in- 
formation on the patented invention: 

So on the one hand [Richardson] says 
: the ordinary person skilled in the art can 
take this patent and use it and make a 
machine based upon h. But, on the other 
hand, he says, however, the experimenta- 
tion and the ability to do this constitutes 
trade secrets for which you must pay me; 
Now, that constitutes a dilemma and it's 
up to you to determine the extent to which 
Mr. Richardson may claim as. trade se- 
, cr.ets things that the ordinarily prudent 
person skilled in the art should be able to 
do on his own. 
The district court's phrase "should be able to 
do on his own ? 'may explain its misperception 
of the law. h is not known what Suzuki was 
able to do oh its own, for Suzuki not only 
sought Richardson's knowhow, improve- 
ments^ data, and information, but also 
agreed to respect the confidentiality thereof. 
■This information is intellectual property in 
the eyes of the law, and is protected in 
accordance with law. See generally Kewanee 
Oil Co: v. Bicron Corp., 416 U;S. 470, 493 
[181 USPQ 673, 682] (1974). See also 
Components for Research, Inc., 241 Cal. 
App.2d at 730, 50 Cal.Rptr; at 832 (whether 
the product design was patented or not, 
plaintiff is entitled to trade secret protection 
for manufacturing process); Sinclair, 42 
Cai. AppJd at 225, 116 Cal.Rptr. at 660, 
1 84 USPQ at 686 ("Trade secret law encour- 
ages invention in areas where patent law 
does not reach"). Accord Thermotics, Inc. v. 
Bat-Jac Tool Co., Inc., 541 S.W.2d 255, 
261, 193 USPQ 249, 253 (Tex. Civ;App. 
1976) (post-patent improvement protectable 
under trade secret law); Franke v. Wilts- 
chek, 209 F.2d 493, 495, 99 USPQ 431,433 
(2d Cir T 1953) (immaterial that defendants 
could have derived trade secrets from ex- 
pired patent). 


[7] It is apparent that the court imposed a 
higher standard for trade secret status than 
is contained in California law. The court's 
instructions, commentary, and phrasing of 
the special verdicts not only placed a prejudi- 
cially heavy burden on Richardson, but also 
demeaned the information itself. 

Despite this prejudicial environment, the 
jury found that items 5 and 6 were trade 
secrets and had been misappropriated by 
Suzuki, and assessed damages therefore. The 
jury also found that items 1-4 and 7—1 1 were 
not trade secrets, and that for some but not 
allof these items compensation should be 
awarded based on "benefit from the.planv 
tiffs knowledge and from the time and effort 
expended by him ?i . 

The district court granted Suzuki's motion 
for a new trial With respect to items 5 and 6, 
and upheld the jury verdicts with respect to 
items 1-4 and 7-1 1. 

C. The new trial of items 5 and 6 

The grant of a new trial is ordinarily not 
reviewable, but on this issue the district court 
entered final judgment for purposes of ap- 
peal, and certified three questions: The first 
certified question is: 

1. Where the plaintiffs asserted trade 
secrets Nos. 5 and 6: (a) Actually valid 
proprietary trade secrets, as the j ury fou nd 
: and awarded very substantial royalties; or 
(b) Did the plaintiffs contributions in 
these respects represent no more than the 
services of a skilled mechanic, which read- 
ily could have been duplicated by the de- 
fendant, and which entitled the plaintiff 
only to quantum meruit compensation, as 
the court believes; or (c) Were the plain- 
tiffs contributions no more than those 
contemplated under the option agreement 
and paid for by the defendant, as the 
defendant contends? 
We respond to this question: From the record 
before us the jury verdict that items 5 and 6 
met the requirements for trade secret protec- 
tion was supported by the great weight of the 
evidence. Richardson and Cazort testified 
about the design modifications that were the 
subject of item No. 5 and the Alternate 
Shock Mount subject of item No. 6. The 
Alternate Shock Mount was considered suf- 
ficiently novel and valuable that Suzuki in- 
cluded it in a patent application filed in 
Japan and later in the United States; The 
record does not negate the jury's determina- 
tion of the value of this information. Accord- 
ing to California law it is immaterial what 
Suzuki could have done, for it chose to use 
Richardson's information, which it obtained 
under restraint. 
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-In further response, we remark that the 
relation between the parties, set by contract, 
was a~ routine commercial arrangement 
wherein Richardson agreed to facilitate Su- 
zukis testing and evaluation of Richardson's 
invention; This did not convert Richardsbn's 
work in adapting his invention to Suzuki's 
motorcycle into, the work of a hired techni- 
cian whose : work product was automatically 
owriedby Suzuki. The proprietary nature of 
the work done and information provided. by 
Richardson was established by agreement, 
as was the agreement that Suzuki would not 
Use this" information if it did not exercise its 
option. 

[8] There was substantial evidence before 
the jury that the information on items 5 and 
"6 was not publicly known, that Suzuki 
agreed to receive and preserve it in confi- 
dence, and that the information fully, satis- 
fies the statutory and jurisprudential re- 
quirements for protectible trade secrets. 

In order to vacate the jury's verdict up- 
holding items 5 and 6 as trade secrets and 
grant a new trial thereon, the. trial court 
must find that the jury's verdict "is contrary 
to the clear weight of the evidence, or is 
based upon evidence which is false, or to 
prevent, in the sound discretion of the trial 
judge, a miscarriage ; of justice." Hanson v. 
Shell Oil Co., 541 F.2d 1352, 1359 (9th Cir. 
1976), cert: denied. 429 U.S. 1074 (1977) 
(quoting Moist Cold Refrigerator Co: v. Lou 
Johnson Co., 249 F.2d 246, 256, 115 USPQ 
160, 168-69 (9th Cir. 1957), cert, denied, 
356 U;S. 968 [117 USPQ 498] (1958)); 
William Inglis & Sons Baking Co. v. ITT 
Continental Baking Co., Inc., 668 F.2d 1014, 
1027 (9th Cir. 1981), cert, denied, 459 U.S. 
825 (1982). It* is insufficient that the district 
court would simply:have reached a different 
verdict. 

Our review requires determination of 
whether the district court abused its discre- 
tion in its decision to grant the new trial. Id. 
See Trans go. Inc. v. Ajac Transmission 
Parts Corp., 768 F.2d 1001, 1014, 227 
USPQ 598, 602 (9th Cir, 1985), cert, de- 
nied, 474 U.S. 1059 (1986) ("the grant or 
denial of either a motion for a new trial or a 
motion to amend the judgment must be. re- 
viewed on the basis of a determination of 
whether the district court abused its discre- 
tion.") See generally Seattle Box Co. v. 
Industrial Crating & Packing, Inc., 756 
F.2d 1574, 1581, 225 USPQ 357, 363 (Fed. 
Cir. 1985) ("Abuse of discretion may be 
established by showing that the district court 
either made an error of law, or a clear error 
of judgment^ or made findings which were 
clearly erroneous.") The district court's 
statements, for example with respect to item 


5, "I simply cannot conclude that that is a 
trade secret. It was an attempt to help Su- 
zuki adapt the Richardson concept to the 
Suzuki machine . . .", reflect an error of law. 

Despite the legal error in the instructions, 
as we have discussed, any, prejudice. resulting 
therefrom favored Suzuki, not Richardson. 
We conclude that the district court exceeded 
its discretionary authority in vacating the 
jury verdict and ordering a new trial.. That 
action is reversed, and the jury ; verdict is 
reinstated as to items Nos. 5 and 6,' including 
thedamages assessed for items Nos. 5 and 6. 

D. Items 1-4 and 7-11 

For asserted trade secrets Nos. 1-4 and 
7-11; the jury may well have been led. by 
erroneous instructions into applying an in- 
correct legal standard, in finding that these 
items were not trade secrets. It appears, 
however, that Richardson did not move for 
judgment n;o.v. or a new trial on these ver- 
dicts. Although there is a hint in the post- 
trial colloquy that the court intended or. was 
willing to retry all the tirade secret issues 
along with items 5 and 6, this does not satisfy 
the rule, supported by logic^ that the formali- 
ties of post-trial motions be respected. Snell- 
man v. Ricoh Co., 836 F,2d 528, 534, 5 
USPQ2d. 1341, 1346 (Fed. Cir. 1987) (ap- 
plying Ninth Circuit law in holding that 
motions for judgment n.p.v. and for a. new 
trial must be made). Thus we have no au- 
thority to review these verdicts. ' 

By special verdict the jury was also asked 
to assess damages for Suzuki's iise of the 
information encompassed in each of items 
1 -4 and 7-11, even if the information did not 
"rise to the dignity of trade secrets". The 
jury determined this sum for each item, some 
at $0, the highest at $25,000, for a total. of 
$104,000. The district court sustained this 
award, on a theory of "quantum meruit com- 
pensation Both parties appeal this award, 
Richardson asserting its inadequacy, and Su- 
zuki arguing that Richardson was fully paid 
for his information in the option agreement, 
and is not entitled to damages for Suzuki's 
use of any information received from 
Richardson. 

. We have rejected, as a matter of law, 
Suzuki's theory that it is entitled. to use, free, 
the information disclosed by Richardson un- 
der the option agreement. Richardson's dis- 
closures were made under terms that prohib- 
ited their use by Suzuki if the option was not 
exercised. This contract provision does not 
depend on whether the information is a trade 
secret, but only on whether it was previously 
known to. Suzuki or generally known to the 
public, as discussed ante. 
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An appellate tribunal is abjured to deter- 
mine whether a jury verdict can be sus- 
tained; on any reasonable theory. Jaffke v. 
Kunham, 352 U.S. 280, 281 (1957) ("A 
successful party in the District Court may 
sustain its judgment on any ground that 
finds support in the record.") 

[9] There was substantial evidence at trial 
whereby a reasonable jury could have deter- 
mined the sums awarded by this jury.- In- 
deed, Suzuki does , not challenge the valu- 
ations of the damage awards for items 1-11, 

s .ajcguing instead that nothing at all is owing. 

* "Tfie judgment as to items 1-4 and 7-1 1 is 
affirmed, including damages assessed for 
these items in the total amount of $104,000. 

. • ' - \ • ; V • ; ' 
Injunction 

The district court, having entered final 
judgment that the Suzuki Full Floater sus- 
pension infringed claim 9 of the '332 patent, 
denied Richardson's motion for. injunction. 

.[10] Infringement having been estab- 
lished, it is contrary to the laws of property, 
of which the patent law partakes, to deny the 
patentee's right to exclude others from use of 
his property. 35 U.S.C. §261. "[T]he right to 
exclude recognized in a patent is but the 
essence of the concept of property". Connell, 
122 V 2d at 1-54$, 220 USPQ at 198 (citing. 
Schencky. Nortron Corp., 7 1 3 F.2d 782, 2 1 8 
USPQ 698 (Fed. Cir. 1983)). 

It is the general rule that an injunction will 
issue when infringement . has been adjudged, 
absent a sound reason for denying it. W.L. 
Gore & Associates, Inc. v. Gar lock, Inc., 842 
F.2d 1275, 1281, 6 USPQ2d 1277, 1283 
(Fed. Cir. 1988). Suzuki has presented no 
such reason. This court stated mH.H. Rob- 
ertson Co. v. United Steel Deck, Inc., 820 
F.2d 384, 390, 2 USPQ2d 1926, 1929-30 
( Fed. Cir. 1987), when reviewing an injunc- 
tion granted pendente lite: 

In matters involving patent rights, irrep- 
arable harm has been presumed when a 
clear showing has been made of patent 
validity and infringement. Smith. Interna- 
tional, 718 F.2d at 1581, 219 USPQ at 
692. This presumption derives in part 
from the finite term of the patent grant, 
for patent expiration is not suspended dur- 
ing litigation, and the passage of time can 
work irremediable harm. 
We observe that the '332 patent will expire 
in less than four years, that litigation started 
over eight years, ago, and that the district 
court remarked that further proceedings 
could consume "several years". 

Further, a misappropriator of trade se- 
crets has no authorization of right to contin- 


ue to reap the benefits of its wrongful acts. 
Richardson is entitled to an injunction 
against Suzuki's continuing use; of trade se- 
crets Nos. 5 and 6. By-Buk Co:, 163 Cai, 
App.2d at 167, 329 P.2d at 153, 118 USPQ 
at 553-54; Components for Research, Inc., 
241: Cal.App.2d at 730, 50 Cal.Rptr. at 832. 

The denial of -Richardson's request for 
injunction is reversed. On remand the dis- 
trict court shall enter appropriate injunctive 
relief: 


■* VI 
Fraud 

i The jury found by special verdicts that 
Suzuki fraudulently induced Richardson to 
reveal his trade secrets by concealing its 
intention hot to exercise its option or take a 
license, and that Suzuki fraudulently con- 
cealed from Richardson the fact that it was 
developing the Full Floater "with the inten- 
tion of declining to exercise the option and 
then nevertheless to utilize the plaintiffs 
trade secrets in the full floater". The jury 
also found fraud in that Suzuki filed the 
Tamaki patent application "in the knowl- 
edge that the: invention asserted therein (the 
spring/swing arm connection) was first dis- 
closed to them by Richardson". The jury 
awarded Richardson $20,000 in compensa- 
tory and $100,000 in punitive damages. : 

The district court vacated the judgment 
and ordered a new trial. Suzuki asserts that 
the court should have granted Suzuki's mo- 
tion for judgment n.o.y. instead of ordering a 
new trial, while Richardson asserts that the 
court should have upheld the jury verdicts. 

The district court certified the question of 
how to treat its belief that Suzuki did not 
commit the offenses of fraud and conceal- 
ment found by the jury, including the ques- 
tion of punitive damages. We first must 
consider whether a reasonable jury could 
have reached the verdicts here reached. Lav- 
ender v. Kurn, 327 U.S.. at 653. Apt is the 
statement of the Ninth Circuit in Crocker- 
Citizens Nat 'I Bank . v. Control Metals 
Corp., 566 F.2d 631; 635 (9th Cir. 1977): 
"Courts are not free to reweigh the evidence 
and set aside the jury verdict merely because 
the. jury could have drawn different infer- 
ences or conclusions or because judges feel 
that other results are more reasonable", 
quoting Cockrum v. Whitney, 479 F.2d 84, 
86 (9th Cir. 1973), in turn quoting Tennant 
v. Peoria & P. U. Ry. Co., 321 U.S. 29, 35 
(1944). 

[11] The record shows that there was testi- 
mony, based on certain of Suzuki's docu- 
ments, on which a reasonable jury could have 
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must act with the intent to vex injure or 
annoj, or with a conscious disrega d of the 

SZ f,V >g P tn (qMOtln 8 S "**g ► Cali- 
fornia Life Insurance Co., 1 ] Cal 3d 4« 

462, 521 P.2d j J03, 1110, 113 Cal Rptr. 


711, 718 (1974)); Reynolds Metals Co v 
Lampm, 3 1 6 F.2d 272, 275 (9th Cir 1 Qfi'^' 
ceru denied, 376 U.S. 910 0964Win ; } ' 

Sn h ° W i" JUry was done nialiciS 8 0 " 
wiHfully and wantonly or committed with 
bad ! motive or recklessly); Transgo hu\ If* 
F,2d at 1024 [227 USPQ at 6ltffT&L r 

awafd P u " kive da ™ges 
^within the exclusive province of th! jury"? 

\Ta°i\^ m ^ v - -^». 441 F.2d 579 58/ 

404 U.S. 887 [171 USPQ 322] (1971)) . 
thJ t b Jur y. havin g f O"nd by special verdicts 
that Suzuki acted fraudulently, the require 
intent was established. "We give th2 r ^1 
judge and jury wide discretion in assessinJ 
punitive damages." Hatrock v. EdZrdJ 

mZ ru Co - ' 7 ?° F 2d , 767 - 772 <M ' cf : 

1984). The jury's award was not "so dispr£ 

8K!f.^ r° thC • damageS Sustained as "° £ 
r f sult of P as *'on or prejudice" Id Ccitimi 
Neal,2l Cal. 3d at 928 P 582 P 2d at 990 4 8 8 
Gal. Rptr. at 399). Transgo Inc 768 : p m 
at 1024 [227 USPQ at 6 foj ("We till not 
overt^ such an. award unless it Tppea? 

4 F 6 2 4 d U 9 » 

. We answer the certified question that, in 
th« case, neither a new trial nor judgment 
n p v. was warranted. The order of f new 
trial on this .ssue is vacated. The judgment 
on the jury verdicts of fraud and the award of 

sr and punitive d - a ^ °s 
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VII 

The Tamaki Patent 
Richardson states that Suzuki fraudulent- 

h a H a h d th , e A ' ternate Shock Mount that 
had been disclosed to Suzuki by Richardson 
and Cazort m a patent that also described 
S, 17 ,,W ' TK r ° SS modificati °n developed at 

on th^'f t ere , Was evidence and argument 
on the factual premises, including the ab- 
sence of supporting documentation on the 
part or the named inventors Hirohide Ta- 

^rH ! ft and ^ an u ab u U .? UZUki ' the earli ^t rec- 

?Q7o 0n T br behalf bein 8 d ated October 
-nnij; . ^^Ponding Japanese patent 
application was filed on October 16 1979 

verdicts JUry r6ndered the follow 'ng special 
C-3. Did Suzuki, and/or Mr. Tamaki file 
tne Tamaki patent application in the 
: knowledge that the invention asserted 
tnerein (the spring/swing arm connec- 

Richardsm diSclosed t0 them bv 


E 

li 

I- 

Ir 

jf: 

I; 

It 


Answer: YES 
H-l. Do you find that the Plai 
ardson, is the real inventor of tl 
shown in the Tamaki patents 
applications? 

Answer: NO 
It was not significantly dispui 
that claims I through 8 of the Tai 
sponding United States Pa 

Vo 7 *? 93 J cover the Alternate Sh 
.,: ?L R . Ichard son and Cazort, and tl 
includes the criss-cross erhbodirr 
maki and Suzuki. (The scope of 
raised, but is not material to our © 
The district court denied Ri 
post-trial motion that the Tamak 
assigned to Richardson. In coll 
counsel the court explained that i 
do so because t4 the jury said f 
wasn't the inventor". Indeed it w 
ed and discussed at trial, that F 
and Cazort, not Richardson alom 
the Alternate Shock Mount. Cazc 
as Richardson, testified at lengi 
structure. Special verdict H-! tha 
son is not "the real inventor" is 
with the co-inventor status of G 
also with the Japanese contribut 
criss-cross embodiment, 

[12] The force of special verdict 
diminished. This verdict was not c 
on appeal. "It was further the di 
court to direct the appropriate ju( 
be entered upon the special verdic 
ers and General Insurance Co. v 
315 F.2d 171, 175 (5th Cir. 15 
district court having failed to imple 
verdict, Richardson's motion for 
and for assignment of the Tamat 
was not out of order. 

The remedy of assignment of th- 
patents is a difTerent question frorr 
Richardson is a sole or joint invei 
correction of inventorship is an ad 
tive step, and is not before the court 
ly, the presence of a further modifi 
one or two claims of the patent di 
the Alternate Shock Mount does m 
the imposition of an equitable ren 
hold otherwise would ratify and ir 
ward the wrongdoing. 

Based on the jury verdict, Ricru 
entitled to ownership of the pa 
against Suzuki. Such remedy is apf 
under the circumstances; see, e.g., 
Pal motive Co. v. Carter Products, * 
F.2d 855, 865, 108 USPQ 383, 2 
Cir.), cert, denied, 352 U.S. 843 [1 1 
467] (1956) (corporate assignee o 
application ordered to assign to 
holder of trade secrets all rights t< 
applications based thereon); De Lot. 
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AnswecYES . .. 
hH. Do you find that the Plaintiff, Rich- 
ardson, is the real inventor of the invention 
shown in the Tamaki patents and patent 
applications? 
Answer: NO 
,-. it was not significantly disputed at trial 
that claims 1 through 8 of the Tamaki corre- 
sponding United States Patent No; 
4,457j93 cover, the Alternate Shock Mount 
of Richardson and Cazort, and that claim 9 
includes the criss-cross embodiment of Ta- 
maki and Suzuki. (The . scope of claim 5 is 
raised, but is not material to our conclusion.) 
. The district court denied Richardson's 
post-trial motion that the Tamaki patent be 
assigned to Richardson... In colloquy with' 
counsel the court explained that it could not 
do so because "the jury said Richardson 
wasn't the inventor". Indeed it was conced- 
ed, and discussed at trial, that Richardson 
and Cazort, not Richardson alone,, invented 
the Alternate Shock Mount. Cazort, as well 
as Richardson, testified at length on this 
structure; Special verdict H-l that Richard- 
son is not "the real inventor" is in accord 
with the co-inventor status of Cazort, and 
also with the Japanese contribution of the 
criss-cross embodiment. 

[12] The force of special verdict C-3 is not 
diminished. This verdict was. not challenged 
on appeal. "It was further, the duty of the 
court to direct the appropriate judgment to 
be entered upon the special verdict. Trad- 
ers, and Qeneral Insurance Co. v. Mallitz, 
3I5.F.2d 171, 175 (5th Cir. 1963). the 
district court having failed to implement this 
verdict, .Richardson's motion for judgment 
and for assignment of the Tamaki patents 
was not out of order. 

The remedy of assignment of the Tamaki 
patents is a different question from whether 
Richardson is a sole or joint inventor. The 
correction of inventorship is an administra- 
tive step, and is not before the court. Similar- 
ly, the presence of a further modification in 
one or two claims of the patent directed to 
the Alternate Shock Mount does not negate 
the imposition of an equitable remedy. To 
hold otherwise would ratify and indeed. re- 
ward the wrongdoing. 

Based on the jury verdict, Richardson is 
entitled to ownership of the patents as 
against Suzuki. Such remedy is appropriate 
under the circumstances; see, e.g., Colgate- 
Palmolive Co. v. Carter Products, Inc., 230 
F.2d 855, 865, 108 USPQ 383, 391 (4th 
Cir.), cert, denied, 352 U.S. 843 [111 USPQ 
467] (1956) (corporate assignee of patent 
application ordered to assign to original 
holder of trade secrets all rights to. patent 
applications based thereon); De Long Corp. 


y, Lucas, 1 76 ,F.Supp. .1 04,. 1 34 ,{ 1 22 USPQ 
47 1 , 493]. (S.D.N, Y.,1 959), ajf ^, 278 F.2d 
8.04 [125 USPQ 370] (2nd Cir,).,. cert,, de^ 
nied, 364 U.S. 833 [127 USPQ 555] (1960) 
(when an employee has acquired patents on 
inventions developed by his. former employ- 
er, "the- courts will hold the wrongdoer to be 
a constructive trustee of the property misap- 
propriated and will order a conveyance by 
the Wrongdoer to the former employer"); 
Becher v. Contours Laboratories, Inc., 279 
U.S; 388 (1929) (same); Saco-Lowell Shops 
v. Reynolds, \4\ F.2d 587, 598, 61 USPQ 3, 
13 (4th Cir. ;1 944) (requiring assignment of 
patent based on ideas received by licensee 
from licensor in confidence during develop- 
ment of invention for : market): 

; Suzuki drgues that Richardson has ho 
remedy other than by seeking an interfer- 
ence in the United §tates Patent and Trade- 
mark Office with his own invention, and 
presumably . by taking.similar actions, if such 
are available, in other countries, We dq hot 
agree. The courts are not powerless to re- 
dress -wrongful appropriation of intellectual 
property by those subject to the courts' 
jurisdiction. 

The denial of Richardson's motion, for 
judgment is reversed. Suzuki shall assign to 
Richardson the pa ten ts.fi led by Suzuki that 
include the Richardson/Cazort invention of 
the Alternate Shock Mountain all countries. 
We remand to the district court; for the 
purpose- of implementing compliance. 


VIII 

Prejudgment Interest 

[13} The district court denied Richard- 
son's request for prejudgment interest on 
both the patent infringement and the trade 
secret damage awards. Prejudgment interest 
is the rule governing this class of award. 
General Motors Corp. v. Devex Corp., 461 
U:$. 648, 655,. 217 USPQ 1185, 1188 
(1983); Lummus Industries, Inc. v. DM. & 

E. Corp., 862 F.2d 267, 274, 8 USPQ2d 
1983; 1988 (Fed. Cir. 1988); Fromsoh, 853 

F, 2d at 1573-74, 7 USPQ2d at 1611; Bio- 
Rad Laboratories, Inc. v. Nicolet Instru- 
ment Corp., 807 F.2d 964, 967, 1 USPQ2d 
1191, 1193 (Fed. Cir. 1986), cert, denied, 
107 S.Ct. 3187 (1987). 

No exceptional circumstances having been 
shown, and no reason why damages for mis- 
appropriated trade secFets should be treated 
.differently from damages for patent in- 
fringement, the denial of. prejudgment inter- 
est is reversed. , ■ 


1932 


Den-Tal-Ez Inc. v; Siemens Capital Corp. 
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IX 

Willful Infringement. 
■■ and Exceptional Case 

The district court refused to submit the 
question of willful infringement to the jury, 
stating that Richardson had not provided 
sufficient evidence to go to the jury. : 

To refuse to give an issue to the jury is to 
direct a verdict in favor, of the opposing 
party. Thus we review the district court's 
ruling on the standard of "whether the evi- 
dence permits only one reasonable conclu- 
sion after viewing the evidence in the light 
most favorable to the non-moving party and 
drawing all inferences in favor of that 
party/' Bulgo v. Munoz, 853 F.2d 710, 714 
(9th Cir. 1988} (citing Peterson v. Kennedy, 
111 R2d 1244, 1256 (9th Cir. 1985), cert, 
denied, 475 U.S. 1122 (1986)). See also 
Connell, 722 F:2d at 1546, 220 USPQ at 
197, . . ' • 

[14] Richardson refers to the evidence ad- 
duced in connection with the jury verdicts of 
fraud, to the verdicts of misappropriation of 
trade secrets 5 and 6, to the absence of any 
opinion of United States counsel concerning 
validity of the '332 patent when Suzuki start- 
ed its infringing activity, and to evidence 
from Suzuki's records tending to show bad 
faith. Viewing this evidence in the light most 
favorable to Richardson, and drawing all 
-reasonable inferences in his favor, there was 
sufficient evidence to.take to the jury, for the 
evidence does not require a verdict in favor of 
Suzuki. Absent sufficient basis for directing 
the verdict, Richardson has the right of jury 
determination of this factual question. Will- 
fulness of behavior is a classical jury ques- 
tion of intent. Shiley, 794 F.2d at 1568, 230 
USPQ at 115; Hammerguist v. Clarke's 
Sheet Metal, Inc., 658 F.2d 1319, 1325-26 
' 212 USPQ 48), 486 (9th Cir. 1981), cert, 
denied, 460 U.S. 1052 (1983): When trial is 
had to a jury, the issue should be decided by 
the jury. 

We remand for this purpose. The jury's 
findings on the issue of willfulness will be 
pertinent not only to the question of multipli- 
cation of damages under 35 U.S.C. §284, but 
also to determination of whether this is an 
exceptional case in terms of 35 U.S.C. §285. 
Entitlement under California Civil Code 
§3426 may also be considered. 


Other Arguments 

Both sides have raised many points in their 
briefs, disputing most aspects of the proceed- 
ings. We. have considered all arguments in 
reaching our conclusions. 


Costs 

[15] The award by the trial court of only 
one third costs to Richardson, in view of the 
judgments in his favor on the major substan- 
tive issues, exceeded the trial court's discre- 
tionary authority. Richardson is entitled to 
his statutory costs incurred before the dis- 
trict court. The reduction thereof is reversed. 

Costs on this appeal are taxed in favor of 
Richardson. 

AFFIRMED IN PART. REVERSED IN 
PART, VACATED IMPART, AND RE- 
MANDED. 


Pennsylvania Superior Court 

Den-Tal-Ez Inc. v, Siemens Capital Corp. 

No. 02312 Philadelphia 1987 
Decided October 21, 1988 

TRADEMARKS AND UNFAIR TRADE 
PRACTICES 

1. Trade secrets — In general (§400.01) 

Mutual non-disclosure agreement, execut- 
ed between plaintiff dental handpiece com- 
pany and defendant that was negotiating to 
acquire plaintiff, which requires confidential 
information to be so marked but which does 
not define "confidential" information as 
limited only to information that is marked 
does not therefore limit its protections only 
to information marked "confidential." 

2. Unfair competition — In general 

(§395.01) 

Trade secrets — In general (§400.01) 

Execution of confidentiality agreement 
does not thereby constitute implied waiver of 
common law protections against misappro- 
priation of trade secrets. 

3. Trade secrets — In general (§400.01) 

Starting point under Pennsylvania law for 
determining whether alleged misappropria- 
tion of* trade secret occurred is not whether 
confidential relationship existed but wheth- 
er, in fact, trade secret existed which could 
be misappropriated, since Pennsylvania fol- 
lows "property" view, of trade secrets which 
shifts emphasis from whether defendant's 
conduct conformed to its confidential rela- 
tionship with plaintiff to close analysis of 
whether information was trade secret. ■ 
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4. Trade secrets — Ele 

(§400.03) 

Concept of trade seer 
ious, although crucial i 
substantial secrecy and 
owner, and under Penns 
lar character of inforn 
protected is not relevant 

5. Trade secrets — Elei 

(§400.03) 

Information regarding 
al suppliers is hot trade 
readily be learned, but 
ing inventory data and \ 
unit costs, and produ< 
margin data is protectib. 

6. Unfair competition - 

common law (§395.< 
Defendant's failure, v 
purchase plaintiff comp 
taining confidential bu 
from plaintiff, to disclose 
tinued interest in acquir 
petitor is actionable unde 
even if such information t 
of trade secret. 

7. Trade secrets — In ge 
Unfair competition — I 

REMEDIES 

Non-monetary and injui 
relief — Perma 

(§505.0709) 
Injunction barring def( 
obtained confidential cor 
lion from plaintiff during 
tions to purchase plaintifl 
to disclose to plaintiff its 
in purchasing plaintiffs 
acquiring competitor for t 
ranted, in view of evidei: 
substantial threat that del 
close plaintiffs informatio 
acquisition were consumm 
ing that resulting injury to 
be adequately remedied t 
damages, and demonstrati. 
of information can reasona 
to dissipate after three yea 



Appeal from Pennsylvan 
mon Pleas, Philadelphia G 

Den-Tal-Ez Inc. and it; 
Dental Manufacturing Co. 
fair competition and mis 
business information action 
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1999);**e<? also City of Pittsburgh V; West 
Pehn Power Co., 1 47 R 3d 256, 268 (3d Cir. 
1998) (holding that antitrust injury could 
not arise frorni actions ifl a regulated industry 
because the ' market was nori^mpetitive), 
Schuylkill Energy, ! 1 3 F.3d at 4:1 8 (holding 
that because law and contract made a inar^ 
ket noncompetitive;, no. antitrust injury 
could result from actions in the market be- 
cause such actions could noE be? said to harm 
competition).". As we have discussed above, 
tecause SpiroSafe is a patented product, the 
market for it: ^ is^ subject: idi the statutory 
monopoly decreed by the patent laws, and is 
thus by de^ition non-competitive. In turn, 
Lindab and MidStates v s actions, withih this 
ribn-cbmpetitive inarket cannot b#ve an anti- 
competitive eflfect, since die grant of the 
patent ruled out competition'ih §p(roSafe for 
the duration of the patent: Sheet Metal's 
injuries, such as they riiiy 'be, atre hot anti- 
trust injuries and Sheet Metal therefore has 
no standing to bring' tlii$ private action under 
the'Clayton Act: ' ^/O^'V". '- \~ 

III. Conclusion '"' 

As hone of the claims regarding this pat- 
ented product is viable under the antitrust 
laws, we will grant defendants' motions. 

, ORDER , :• • 

AND NOW, this 18th day of July, ^000, 
u^n consideration of the motions to dismiss 
the Amended Complaint pursuant to Fed. R. 
Civ. P. 12(b)(6) of -defendant Litfdab, Ine, 
(docket number 1 5) and of defendant Mid- 
states Spiral (docket number 16), and plain- 
tiff s res jw^ thereto, arid Lindab's reply 
thereto, and for the reasons, stated in the 
accompanying Memorandum, if is hereby 
ORDERED that: '' 


14 In stating ! : the > quoted passage, the Bar 
Technologies court was outlining the defendant's 
position, but the court went on to conclude that it 
"agree [dj with [this] . reasoning," Bar Techs,, 73 
F.$upp;2d at 520. ... 
' "West Penn Power and SchUylMl Energy 
concerned- the electrical power industry and Bar 
Technologies the railroad industry. We recognize 
that these markets are both larger than: the sin- 
gle^prbduet "market" at issuer here and are also 
subject to an involved regulatory scheme,, which 
the. "market" for SpiroSafe is np^ ; Nonetheless, 
patent l£ws grant to.tfie, patentee a clear mbnopo; 
ly in the patented pro'dtfct, ,and, ,.^s we. have ; noted 
several' times • afe Sheet .Metal only .alleges 
wrongdoing iti this . very limited market/ We thus 
find that "these £as<& are' opposite td the - situation 
presented by the Amended Coipplaint. 


1 ^Defendant Lindab, Inc's jnotion is 
•.■ GRANTED;) ■:=-... : 0. /--^^ : ; . 
\ 2. ri^feridant Ntij4states Spiral's motion is 
("GRANT*E1?; [' ' : ; ; 

3. The Amended Complaint is DIS- 
MISSED; and ^ 

4. The Clerk shall CLOSE this case 
statistically. - 


':- U.S; Court of Appeals* ^ 
Federal Circuit ■':'] * 4 

ffockerson-Halberstadt' Inc. v. Avia Group 
Internatiohal Inc. ' 1 ; 

Decided July 27, 2000 
PATENTS 

1. Pateht construction — Claims — Broad 
or narrow (§125;1303) 

Pateht Construction Claims — Defining 
. terms (§125.130^ ; 

: CiainY^ 
tudirial groove" which divides underside; of 
heel part into pair ;of longitudinal fins is/ 
properly construe^ tp require that width pf ; 
groove rnust be less than combined width m 
finsVsirioe ordinarj' M4.accustbrhed meaning 
of^groove" is "relatively long and narrow 
structure,'* since written description shows 
that width of fins is inversely proportional to 
width of groove, and^ that .narrow groove 
complemented by wide fins is consonant with 
shock absorption purpose of invention, and 
since inventor, in overcoming prior art rejec- 
tion during prosecution, necessarily defined: 
groove asi requiring width, that must be less 
than combined width of fins: 

1. Patent construction — Specification and 
drawings — th, general (§125,1101) , 
Patent drawings do not define precise pro- 
portions of elements of inventiqn, and may 
not be relied on to show particular sizes if 
specification is completely silent on that 
issue. 

3. Patent construction — Prosecution histo- 
ry estoppel (§125.09) 

Patent construction — Claims — Defining 

; terms (§12$ r 1305) 
i Proposition that- erroneous statements 
made duriftg prdsecutioli dp hot affect claim 
construction analysis does* not apply if there 


IHB8 


H^ MMbemadtlnc. v. Avia- Group Interna^ , 5 , usp 
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^ conspicuous error; in present case in 

^^••^^.^tlw provides "a 
much narrower V6ove rt "tHan ithit discTbwd 

Und P feA 0 L a H t, t r ? aSOn ? b!e «"npetit6r S 
understand statemeiit as disavowal of par- 
ticular writh relationship between 
and fins on heel, rather <han as erroneous 
or^f 1 ""-* S, " Ce tc «" "central longUudina 

PnW * and nventar « statements, and draw- 
ings a c0„cern,ng groove width thus apply with 

S '"^atelys after, inventor's argu- 
ments regarding prior art. 8 

^"^r P^ents - General and me- 
chanical — Footwear " 

J!> 2 ^ 9 ' 792 . Halbersfadt; article of outer 
footwear, not mfringed; claim construct^ 


fh^ PC !i ftpm ,. tne U-S.,pis,trjpt Court for 
the.fcorthern District Pi .ealifomia,.SS 

Action by Hockcrson-Halberstadt Inc and 

« and dismissal of remain. 
SM 1 ^ ,™ d , counterclaims, plaintiff 
Hpckcrson-Ilalberstaat Iiic aDbekfs frim 
^pctcourt^claim-constructte^r^r 

Rehr, Hohbach, Test, Albritton & I C r- 
awS. FranC,SC °' Ca '^. ^ PlamtifiV 

Cprnwell, Linda E: Alcbrnv and' 
stent K e w' °f ^mc. KessIer, Gold- 
stein & Fox, Washington;/ D.e- D Peter 

Sejj^Mayw , chief ^ judge; ah^ Clevenger 
and Gajarsa, circuit judges, ' "'" • 

Gajarsa, J. 

Hockerson-Halberstadti Iric I"HHn 

m iicU°i mf «ngerijent of U.S. Patent 
No. 4 259,792 ("the 792 patent") coS B 

f£ M 0 P» Court for the Northern d£ 
twt of California, Following, the district 


court's claim construction, the Darti<-«- V„ 
tered into,.a proposed order in Smff 

dismiss its^claims with prejudice" ffilv L 
agreed to dismiss its counterclaim^ w iC 
pcejudic^; The. district .court entered f S 
judgment based on itbaHrde! and S 
appealed theicourt's *IaimSr UC «on 

BACKGROUND 7 '-i'j- 

f ^V he 792 patent ^latej/ t,, 1 ^ ^ foj d of 

tef% ffMoutaflj atfiieticshbeiSinf 
a : heel that, is bisected by. a central pWZ! 
cr<*tin gi two ^ .peripheral -nnsSl'ceS 

user^ith a ^us|ioning effect .by distribute 
t^T^U 1 - footfall.oyer:awdf 



SeoThir° f . tl?e ' 792 representative of 

tne other 5 ,a ."ns. provides as follows- 

Si ffi e ° f f^ tw car /comprising 
wir bSe, "PP'T attached to a too? 

12] said footwear base including a sole' 
part and a heel part, B ' • 

p] said heel part having an upper surface 

press and a lowersurfa* ^adapted to cbn- 
■ tact the grdund, (he area bMhe^bWeV 

U nl a r Ce b r n8 greater 'nan the area S 
upper surface, 

[4] said lower surface extending outside 
vertical planes passing through the upper 
surface at the periphery of the uppter^ur- 

the e heel; h ^ f 

from P >^ ph?ral ^8* extending upwardly 
from the upper, surface on which the 
weight of.the person's fopt will presf, 1 

nif^JP^'Phcral ridge having its : outer 
the heel part and bphind the heel.part' froni 
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[8] said ridg 
inner surface 
central longi 
side of the h< 
through the h 
the sole part 
the heel part 
capable of I 
wardly when 
strikes the gr 

During prose 
plication, the P 
(**PTO") exam 
claims under 3.' 
light of US. 1 
Lombard patei 
4,128,950 ("the 



Pursuant to t 
argued that** [a] 
narrower groov< 
pose, namely tc 
compressed out 
fins are not prov 
art." Following 
iner allowed the 
independent cla 
patent. The invi 
patent to HHI. 

In 1995, HH) 
of the *792 pai 
sought a reexan 
the PTO, and t 
suit pending tht 
tion proceeding 


' Both parties a 
and "rims" in the 
as the terms 
patent. 

2 During the p 
proceedings* Avia 
tory of allegedly 
Sporting Goods .( 
following the co: 
proceedings, HHI 
for infringement 
1998, HHI also j 
("Reebok"), whi< 
Avia at the time 
suits were subseqi 
of discovery. HHI 
through stipulatt 


ssven- 
HHI 
Gedto 
(A via 

final 

0, Ben 
(trued 
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1 sole 

irface 
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; P81 said ridge also being attached on its 
inner surface to' the footwear upper; and a 
central longitudinal groove; m the under- 
^slde of the heel part extending forwardly 
. through the heel part into the underside of 
- .'the sole part to divide the lower surface of 
the heel part into a pair of fins Which are 
capable of bendirig outwardly and W 
* wardly when the underside of the teeljpart 
strikes the ground, [numbering addedj 
During prosecution of the 792 pateMjlp- 
plication, the Patent and Trademark Office 
rPTCn examiner rejected all the original 
claims under 35 VS.Q, $ lOS ^ pbvto^ in 
Ught of U.S: PateiitNo. 3 100,354 fOie 
Lombard patent ^U.S 
4,128,950 CHhe Bowerman patent ). In par- 



ticular, the Lombard patent taught a shoe in 
which the "bottom width of the channel >is 
greater than the combined width of the 
rims'" In response to the rejection, the 
inventor canceled the original claims and 
replaced them? with three new^ independent 
claims, all bf which contained the.term; cen> 
tral longitudinal groove." The inventor also 
made Various arguments to distinguish^ the 
new claims from the prior art: Intone oi his 
arcuments, the inventor submitted drawings 
comparing the claimed invention with a hy- 
pothetical combination of the Lombard and 
Bowermah patents. The. drawings, with the 
claimed invention' On, the right (figures 1 2B 
and 16B) and the hypothetical ^Jww*™- 
on the left (figures 1 2A and 1 6A) , depicted 
the following: \ 





Pursuant to these drawings, >he jnventor 
areued that "[alpplicant.is providing a much 
narrower Voove different pur- 

no^e^ nameiy ^ provide, fins which be 

fins are not provided on «S*W ^g^. 
art " Following these^ arguments, the. exam 
Ler allowed tfe new c^ 
independent cla ms, 1^2,^1 <W££ 
patent. The inventor then .assigned the 792 

P ' S99^ HH1 sued Avia fbripfringement 
of the ''792 patent. Later that, year Avia 
£ugm a reexarnination oBhe : pate^t^fore 
the PTO, and the district court stayed the 
suit pending the outcome of the reexamina- 
tion proceedings. 2 The litigation resumed 

< Both parties agree that the ierms ^channel" 
and "rim^ iH the ^trtord^terd^re the same 
as the terms "groove" and J fins in the /vz 

Pa ^Durihg the pendancy of the teexamination 
nroceedinls: Avia sold assets, including its inyen- 

Snorting Goods ..Corporation;. 0 )- ln . 1 
foC% the concision ,of .the ree«at^n 

for infringement of the 7^2 patent Then, in 
199B, Hffl also sued" Reebok International ^td 
Reebok-)/ which was the sole Shareholder of 
. Xvir atthb time the suit was pending/. All ftre* 
fui^were subsequently consolidated W 
of discovery. H HI resolved its claim against AS£ 
through stipulated dismissal, and the district 


aaeTthe patent emerged Irom tne reexamin- 
Sori^edinisma only a slight c^nge 
to claims 1 and 3. 5 On January 8., 1999, the 
o^stKurt conducted a claim cons^uction 
Searing and issued, a written order two 

"^S SS&tfc district court analyzed the; 
'792 patent and its prosecution history and 
Sued the::term 

eroove'^the only term at issue on appeal— 
6 . *«w ^ufj^iv lrthtr and narrow. struc 


Groove — me uniy w>im r r ; < 

Is being "a relatively loiigfln»W^ 
turf that extends longitudinally or length- 
wise completely through the ^nter so as to 
divide the heel part into a pair of . fins. Tfce 
width of the central longitudinal groove n|ust 
be less than the combined width of the two 
fins " Based on this claim construction, HH I 
and Avia agreed to a "Stipulation and Order 
of Dismiss!." in which H|1I stipulated to 
noh-ihfongehient under the district courts 
claihi cbnslructipn and agreed to dismiss its 
remaining, claims with prejudice, and Ayia 
agreed to dismiss its counterclaims without 
prejudice. PUrsUaht to that agreement, the 
dUtrict court entered a final order of no : n-it|- 
frfngemehand: dismissed all the remaining 

court dismissed HHI's claim against ReeBok on 
summary, judgment, which is not on appeal. 

••Dunne the reexamination proceeding, 
claims. 1 and 3. of the '792 application were 
amended by replacing the word "forwardly" with 
"completely." 
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claims and 
followed. 


counterclaims. This appeal 


v- .. ^ Discussion ^ : 

The only issue on appeal is whether t Hp 

appeal, see Cyber Corp 1™% 
tS^ .^"T"^" 1 '- °* written ci 

wifh^ m .~ nStrUCtion ,hat " clearly at odds 
Cir 1 99?) * Reinshdw PLC v, ^ 

Mwtine point, th couirii^i S*,*'" 
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and accustomed meaning of ''groove !' as the. 

Ion/ *nrfT' Wfectly SlaUvSy 
long gnqnariTow structure." '. y 

tnW^ 4ai W ;te ™ ?s ordinary and accuse 

meaning because, the patentee may act as a 
^compter and, ascribe a Afferent or 
modified, meaning to theuerm. 

(Fed Ci^'liS *rS USPQ2d u 1429 > ^32 
tar --rtsl- 1998 > ( ^ ervin 8 th 3t an inven- 
tor jcung .as a: , may bestow 

a special ..meaning to a 'term in order w 

ion h,story to determine whether tteS- 
tee has given the term an unconventfonal 
meaning. See.Vitranics, 90'F 3d at 1 582 To 
USPQ2d ,t 157f (holding that "it is always 
necessary to review the specification to dL 

er r r- Whethef ^ inveLr h!s u^ any 
t™* ,n - a . mann W inconsistent with thei? 
SlZ ^"ins . fbecause the specula- 
tion] acts -as a dictionary when it exbresslv 
defines terms ... or when it defin^Ss 
by imphcation" (emphasis addedK™ 
>yall Techs., Inc. v. Cardinal IG cZ Za 

nSs^ n tSSt r » 
prosecution of a patent application 8 « 
well as the specification Jhd otne^claims 
«wr be" examined fo. deterini* tL „£- 

iht l n e W\ clainV ' (emphasis WdeS). 
ff the patentee has not done^sd, the team's 

40 USP03H liio f^l 1S7 2, 


(AVithout an express intent to impart a 

claim m S f a ™ terms ' an "*Ktort 
claim terms take on their or^ina^ 


meaning.") 

The written description of the '792 oafent 
supports, the m^^MM^JS. 
ta ionxjf groove as^ long barlow 
ture. The written description teaches an An' 
verted groove that divide a heel Sthw se 
and forms fins on each side; It thS fE 
hat th* widthofthe fin, isinveS Spor 
ESoK* 0t ¥*T°- The Sn 
Kt&S 0 exp i ain f that the claimed 
invention improves shock absorption stabil- 

area.is deployed in shock absorption frS 

Sf ■ ^ US ' avna /i ow implement- 
ed by a wide pa.r of fins is cbhsohant wiS 
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purpose of the in 
F.3d at 1250,48 
ing that a clain: 
with the purpose 
be correct). 

Review of tht 
ever, reveals tha 
particular interp 
modifying the te 
CVI/Beta Ventu 
F.3d 1146, 
(Fed. Cir. 1997) 
made during pro 
tor to a particuk 
that is binding di 
Techs., 54 F.3d a 
("The prosecuti< 
pretation of clain 
interpretation tt 
prosecution."). 1 
'792 patent, the i 
comparing the fe 
tion to a hypotl 
prior art Lornba 
The inyentor the. 
by arguing that 1 
vidfesj a much n 
different purpose 
much of the und 
wear as possible : 
ing function." Fh 
the inventor's cl 
having a groove 
disclosed in the f 
ent, in turn, tea 
width greater th 
the two fins. Thu 
ly held that the i 
the central longit 
width that must 
width of the two 
Qn appeal, HI 
court incorrectly 
history. HHI cx 
competitor would 
tor's "much narn 
an erroneous sta 
avowal of a pai 
because the state; 
to drawings subi 
and the specifical 
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the proportions < 
drawn to scale. H 
on an inference < 
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the respective wii 
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established that j 
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purpose of . the invention. CfiReinshayy, 158 
E,3d at 1250, 48 USPQ2d at 1122 (reason- 
ing that a claim interpretation that aligns 
with the purpose of the invention is likely to 
be correct); V - m .L 

Review of the prosecution history, how- 
ever, reveals that the inventor disclaimed a 
particular, interpretation of> groove, thereby 
modifying the term's ordinary meaning. See 
CVI/Beta Ventures, Inc. v. Tura LP, 112: 
F-3d 1146, 1158, 42 USPQ2d 1577, 1585 
(Fed. Cir. 1997) (observing that statements 
made during prosecution commit the inven- 
tor to a particular meaning of a. claim term 
that is binding during litigation); Southwall 
Techs^5A F.3d at 1576, 34 USPQ2dat 1676 
("The prosecution history limits the inter- 
pretation, of claim terms so as to exclude any 
interpretation : that ■[ was Vdisclalr^ed during 
ptbsecution."): During j^osecutiph, of the 
r 792. patent^ the inventor submitted drawings 
comparing the features of |he claimed inven- 
tion to a hypothetical combination of the 
prior rart Lombard and Bowerman .patents. 
The inyentor then-distinguished, the prior art 
by arguing that the claimed invention "prp- 
vidfesj a much narrower groove foi * a totally 
different purpose, namely . . to involve as 
rnuch of the underneath surface of the foot-: 
wear as possible ih? bu$hionin^ and support- 
ing f^unptioh." Flowing frpiri this statement is 
the, inVentqr's clear disavowal \ of . footwear 
navihg a groove width " greater than that 
disclosed in the prior art. The Lombard pa t- 
ent, in turn, teaches a shoe with a, groove 
width greater than the, com 
tHe two jihs. Thus^the district court corrects 
ly held tiiat the inyehtbr. necessarily defined 
the central lon^ 

width that must be. less than the combined 
width of the^wp fins. , 

: On appeal,:. HHI asserts that the' district 
court incorrectly analyzed the prosecution 
history. HHI contends that a reasonable 
competitor would understand that the inven- 
tor's "much narrower groove" statement was 
an erroneous statement rather than a dis- 
avowal of a . particular . .width relationship 
because j the statement was made in reference 
to drawings submitted during, prosecution, 
and the specification contains figures depict- 
ing a, groove. that is ; wider than, the fins. . 

• (2] HHI's arg^^ is unavailing. The 
^92 patent, is devoid of .any indication that 
the proportions' of the groove and fins are 
drawn to scale. HHI's argument thus : hinges 
on an inference drawn, from certain figures 
about the quantitative relationship between 
the respective widths o£:t.he groove and fins. 
Under , our precedent,, .however, it is well 
established that, patent drawings do not de- 
fine the precise, prppprfipns of the elements 


and.may not be relied on to. show .particular 
sizes if the specification is completely silent 
on the issue. See In re Wright, 569 F.2d 
1124, 1127, 193 USPQ 332, 335 (CCPA 
1977) ("Absent any written description in 
the specificatipn^of .quantitative values, argu- 
ments based on measurement of a drawing 
are of little value."); In re Olson, 212 F. 2d 
590, 592, 101 iUSPQ 401, 402 (CCPA 
1954); cf Manual of Patent Examining Pre- . 
cedure § 2125 (1998). thus, in the present, 
case, a reasonable competitor, being aware, 
that figures in a patent are not drawn to. scale 
unless otherwise indicated, would under- 
stand the . arguments in the prosecution histo- 
ry as clearly disclaiming a groove having a 
width greater than the combined width of 
the fins. 

HHPs argument therefore reduces to : a 
request for a mulligan that would erase from 
tjie prosecution history the inven tor's ;d is- 
ayawal .pf. a. partipular aspect of a claim 
terrn*s. meariing. SSuch an argument is. inimi- 
cal to the public notice, function provided by 
the prosecution History. The prosecution his- 
tory constitutes a public record of the, paten- 
tee's representations concerning the scope 
arid meaning of tlie claims* and competitors 
ate entitled to rely on those representations 
when ascertaining the degree of lawful con- 
duct* such as designing around the claimed 
invention; See Vitronics,_90 F.3d at 1583, 39 
USPQ2d at 1577; Lemelson v. General 
Mills, Inc., 968 F.2d 1202, 1208, , 23 
USPQ2d 1284, 1289 (Fed. Cir. 1992); In the 
present case, the i n venter 1 s, s tateme n ts about . 
groove width are part of the prosecution 
history and form the totality of the public 
record upon . which competitors rely. See 
Etkay Mfg. Co: v. Ebco Mfg. Co., 192 F.3d 
973* 979, 52 USPQ2d 1 109, 1 1 13 (Fed. Cir i; 
1999) (stating that the totality of the pros- 
ecution history must be considered arid rea- 
soning that it is "irrelevant whether [the 
inventor] 1 relinquished [a] potential claim 
construction in an amendment to the claim 
or.in an argument to overcome or distinguish 
a reference"). Were we to accept HHI's 
position, we would undercut the public's reli- 
ance on a statement that, was in the public, 
record and upon which reasonable competi- 
tors formed their business strategies. 

HHI further cites Intervet Am. v. Kee-Vet 
Labs., Inc., 887 F.2d 1050, 12 USPQ2d 1474 
(Fed. Cir. 198?), for. the proposition that 
erroneous statements made during prosecu-, 
tion do not affect claim construction analy- 
sis. Intervet is. inapposite to this case and. 
does not support HHI's cause. In Intervet,. 
the patentee, responding to an office action, 
amended three claims to include the term 
u single administration." Id> at . 1053-54, 12 
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USPQ2d at 1476-77. Then, in the remarks 
accompanying the amendment, the patentee 
made an unqualified statement that the 
"claims are restricted to a single Vaccina 1 
tion." See id. at 1054; 12 USPQ2d at 1477. 
On appeal, the issue was whether : claims 
without the term "single Administration" 
nonetheless included that limitation beca iise 
of the patentee's remarks; See id. This court 
held that the- remarks were clearty erroneous 
and did not apply tp ail the claims, but were 
limited to only those claims that included the 
terin- "single administration." See id. f hus, 
although not invokirig the exact terminology, 
we implicitly, reasoned that a reasonable 
competitor would perceive the remarks as 
erroneous and understand them as applying 
only to the amended claims; The court also 
concluded that, to the extent the examiner 
may havexelierf on those remarks in allowing 
all the claims to issue, such confusion was 
likely cured by subsequent communications 
between the examiner and tfie patentee. See 
id. ; . ; . '•' ' ' ; : \ ■ '■ '■ ! - •' 

\3] The present circumstances are distinct 
from Interyh. Here, unlike Intervet, no con- 
spicuous error exists. The term ^ "centra! lon- 
gitudinal groove" is present in ; all three 
claims of the *792 patent. Thus the inventor's 
statements and submitted drawings concern- 
ing groove width apply with uniform force to 
all the claims. See Digital Bidmetrics] Inc. v. 
Identix, Inc., 149 F,3d 1335, 1348, 47 
USPQ2d 1418, 1427 (Fed. Cir 1998) ("Ar> 
sent qualifying language irt the remarks, ar- 
guments made to obtain the allowance of one 
claim are relevant to interpreting other 
claims in the same. patent,") Accordingly, a 
reasonable competitor reading the 792 pat- 
ent's prosecution history would have no rea- 
son to believe that a mistake was made or 
that the inventor meant anything other than 
what he said, Also, unlike Internet, the '792 
patent : issued immediately after the inven- 
tor's arguments regarding the prior art; conr 
sequently, the examiner continued/to under- 
stand that the groove in the 792 patent was 
narrower than the one in the Lombard 
patent. 



CONCLUSION 

Because we hold that during the prosecu- 
tion of the 792 patent, the inventor dis- 
claimed a groove width greater than , the 
combined width of the fins, we affirm the 
district court's claim constructioh. 


AFFIRMED. 

;" : " • • COSTS- " - 
Each party shall bear its own costs. , 
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Procedure — =- Prior adjudication Res 
judicata; collateral estoppel (§410.1503) 

Transfer of rights irY French registration 
for "Pycndgenols"' mark did hot place trans- 
feree in privity With transferor for purposes 
of holding that res judicata bars transferee's 
petition to cancel U.S. registration for 
"Pycnogenol," since transferor's opposition 
proceedinjgi which purportedly gave rise^ id 
res judicata, was riot based on French regis- 
tration, and is not subject of instant cancella- 
tion proceeding brought by transferee,; and 
since cancellation proceeding therefore does 
not derive frorh or involve adjudication of 
transferee's rights in French trademark for 
"Pycnogenois." 

TRADEMARKS AND UNFAIR TRADE 
PRACTICES 

2, Acquisition, assignment, and maintenance 
of marks — Assignment, licenses, and 
franchises (§305.06) 

Practice and procedure in Patent and 
Trademark Office ^- Interpartes pro- 
ceedings — Opposition and cancellation 
— In general (§325.0305.01) 

JUDICIAL PRACTICE AND 
PROCEDURE 

Procedure — Prior adjudication:-- Res 
judicata; collateral estoppel (§410.1503) 
Trademark Trial and Appeal Board's 
finding that cancellation petitioner c4aims 
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Geigy Chemical Corp. v. Atlas Chemical In- 
dustries, Inc., 58 CCPA 972, 458 F.2d 1005, 
1008, 169 USPQ 39, 40-4.1 (1971). 


Court of Customs and Patent Appeals 

In re Mraz 
No. 8642 Decided Mar, 9, 1972 

PATENTS 

1. Board of Appeals — Jurisdiction 

(§1935) 

Court of Customs and Patent Ap- 
peals — Jurisdiction (§ 28.25) 

Neither Board nor court has jurisdiction 
over propriety of examiner's determination 
withdrawing claims from further considera- 
tion as drawn to nonelected species. 

2. Drawings — In general (§34.1) 

Patentability — Anticipation — 
Drawings: (§51.207) 

Although patent drawings are not working 
drawings, this does not mean that things 
clearly shown in drawings of reference pat- 
ent are to be disregarded in determining pat- 
entability of claims. . 

3. Claims — Broad or narrow — In 

general (§20.201) 

Claims are unpatentable when they are so 
broad as to read on obvious subject matter 
even though they likewise read , on nonob- 
vipus subject matter. . : 

Particular patents — De-Burring 

Mraz, Edge De-Burring Roll, claims 1 to 4, 
7, and 8 of application refused. 


Appeal from Board of Appeals of the Patent 
Office. 



Application for patent of Steve J. Mraz, 
Serial No. 458,289, filed May 24, 1965; Pat- 
ent Office Group 320. From decision rejecting 
claims 1 to 4, 7, and 8, applicant appeals. 
Affirmed. 

Albert L. Ely, Jr., and Ely, Golrick & 
Flynn, both of Cleveland, Ohio, for appel- 
lant. 

S. Wm. Cochran (John W. Dewhirst of 
counsel) for Commissioner of Patents. 

Before Rich, Almond, Baldwin, and Lane, 
Associate Judges, and Rosenstein, Judge, 
United States Customs Court, sitting by 
designation. 

Rich, Judge. 

This appeal is from the decision of the Pat- 
ent Office Board of Appeals affirming the re- 
jection of claims 1-4, 7, and 8» in appellant's 
application serial No. 458,289, filed May 24, 
1965, for "Edge De-Burring Roll." We 
affirm. 

Subject Matter Claimed 

Appellant claims apparatus for removing 
edge burrs from thin metal strips. Such burrs 
may be formed, at the longitudinal edges of 
strips as a result of slitting or.shearing opera- 
tions used in forming the strips from wider 
sheet stock. These burrs are asserted to unfit 
the. thin strips for many uses (e.g., . for use as 
the magnetic cores of motors, transformers, 
and the like), and appellant's specification 
states that 

For sheet metal less than substantially 
0.030 inch thick, * * * de-burring has been 
done by time-consuming and expensive 
hand operation since there was no entirely 

. satisfactory equipment for this purpose. 
Appellant's solution to the above problem 

may be understood from his figures 1 and 2: 


so 



[ i ] Appellant's brief states that his appeal is 
from a decision affirming the rejection "of all of 
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In Fig. 1, 10 is the metal strip, 13 and 14 are 
power-dnven feed rolls, and 11 and 12 are 
opposed de-burring rolls. Fig. 2 is a fragmen- 
tary vertical cross-section taken along the line 
2-2 in Fig. 1. From it one may see that the 
edge rolls are fabricated from two parts and 
that the peripheral groove in which the work 
pieces are deburred is symmetrical and has a 
half-angle A. Figures 4 and 5 show alternative 
groove cross-sections. In Fig. 4 the bottom of 
the groove is flat, and in Fig. 5 the bottom is 
rounded, but in each the sides of the groove 
are angled from the flat, abutting surfaces by 
the halfrangle A, as in Fig. 2. 

Claims 1-4 are directed to appellant's de- 
burring roils per se. Each of these claims re- 
cites an edging roll comprising a pair of in- 
dividual roll members and means to secure 
them together with their respective inner ends 
contiguous to one another. They further re- 
quire that the mating portions of the roll 
members define a strip-receiving peripheral 
groove with inwardly converging inclined 
surfaces at an angle, with respect to a plane 
perpendicular to the axis of the roil member, 
not exceeding 15° (i.e., the half-angle A in Fig. 
2). Claims 1 and 2 are generic in scope; claim 
3 (reciting that the peripheral groove is "V- 
shaped") is drawn to the species shown in Fig. 
2; and claim 4 (reciting that the sides of the 
peripheral groove have "annular bottom sur- 
faces ') is subgeneric to the embodiments 
shown in Figs. 4 and 5. Claim 7 defines a 
combination comprising the edging roll of 
claim I, means to force an edge of the strip in- 
to the groove of the roll, means to feed the strip 
past the roll, and means to support the roll for 
rotation about an axis perpendicular to the 
plane of the strip. Claim 8, which depends 
from claim 7, adds a second, coplanar edging 
roll which is used to force the edge of the strip 
into the peripheral groove of the first roll. 

The References 

The references relied on are: 

Canda 1,428,142 Sept. 5, 1922 

Wilson et al. (Wilson) 2,326,715 Aug. 10, 

Wilson is the principal reference. It dis- 
closes apparatus for the manufacture of thin 

appellant's claims. 1 to 8 ** V However, the 
board's decision did not affirm the rejection of 
claims 5 and 6; indeed, these claims have not been 
rejected. They have been withdrawn by the 
examiner from further consideration as drawn to 
non-elected species, and over the propriety of that 
determination neither we nor the board have juris- 
diction. In re Hengehold, 58 CCPA 1099, 440 F.2d 
1395, 169 USPQ 473 (1971). 

2 The maximum angle is said to insure that the 
burrs are compressed, or "coined/' back into place, 
rather than abraded. 


metal strips for use in Venetian blinds. Al- 
though the Wilson disclosure is primarily 
concerned with means for center-stretching 
such strips, prior to being advanced into the 
center-stretching means, the strips are passed 
between a pair of "edge rolls" which "are 
provided for removing the sharp edges of burrs 
from the side edges of the strip and for center- 
ing and guiding the strip into the stretching 
apparatus***/* These "edge rolls" are 
shown in. Wilson's Fig. 3, in which the rolls 
are 10 and the thin metal strip is 7. 
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The half-angle of the V-shaped groove 10a 
measures about -6° on this drawing, but the 
specification says nothing about the angle. 

Canda teaches that rolls for a ball rolling 
mill may be formed from a plurality of 
hardened steel disks secured together by 
means of bolts. In his Fig. 2, see page 27, 
each operating surface 5 is partly on each of 
two adjoining disks. 

Furthermore, Canda expressly indicates 
that his "method of constructing rolls may 
be applied to other types [of rolls], as for 
instance, such rolls having V-shaped 
grooves ***.".. 

The Rejection 

The examiner rejected claims 1-4, "7, and 8 
under 35 U.S.C. 103 as unpatentable over 
Wilson in view of Canda. It was his position 
that r 

The only difference between Wilson's 
deburring rolls and the recited rolls is that 
Wilson's rolls are of a one piece construc- 
tion while applicant's recited rolls comprise 
two members releaseably secured together 
by a series of bolts. 

This difference he thought obvious in view of 
Canda's similar expedient in the ball-rolling 
apparatus. 

The board affirmed the examiner's rejec- 
tion, statingthat 

It appears to us that the Wilson et al. 
teaching of forming rolls 10 is adequate to 
direct persons of ordinary skill in the art to 
the use of rotatable edge contacting mem- 
bers having the forming groove angularity 
claimed. Such teachings, have not been 
challenged by appellant. We agree with the 
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Examiner that it would be obvious to form 
such rolls of two parts with the separation 
at the apex of the forming groove. In the 
formation of such a grooved forming roll the 
problems of fabrication appear to us to 
reasonably, lead to the use of two. abutted 
. parts as the obvious way of providing the 
required inner sharp angled recess. Ma- 
chining of the roll 10 of Wilson et al. from 
an integral blank would present -problems 
which are commonly avoided in the prep- 
aration of such shapes by the use of 
separable parts. 

■ Appellant's Arguments • "'• 

Appellant makes' four arguments. First,' he 
argues that the board erred in that it 

* * * treated diagrammatic drawings of 
the principal reference, Wilson et al,, as 
working drawings, scaled the drawings to 
find a disclosure meeting . a critical maxi- 
mum angular limitation in all of appellant's 
claims but otherwise not disclosed in the 
specification of Wilson et al. either as to 
that critical maximum angle or it's function 
and effect. 

In support of this proposition, appellant cites 
In re Bager; 18 CCPA 1094, 1097-98, 47 F.2d 
951, 952-53, 8 USPQ 484, 486 (1931), In re 
Wilson, 50 CCPA 827, 834,- 312 F.2d 449, 
454, 136 USPQ 188, 192 (1963), and In re 
Chitayat, 56 CCPA 1343, 1346, 408 F.2d 
475; 478, 16i:USPQ 224, 226 (1969). Second, 
he argues that 

The reliance on Canda * * * assumes the 
untenable premise that the art knew what 
appellant alone teaches, namely, the 
maximum total groove angle permissible for 
de-burring by coining thin metal strip was 
30°, and. the problem was merely how to 
obtain it. 


Third, he argues that 

* * * the Board wholly overlooked that 
none of the references, singly or in com- 
bination, suggest the combination called for 
in Claims 7 and 8 ** *.' 

And fourth, he similarly argues that 

* * * the Board wholly overlooked that 
none of the references, singly or in com- 

1 bination, suggest * " * * the specific groove 
root configuration called for by Claim 4, 
sub-generic to appellant's embbdiment[s] 
disclosed in Figs. 4 and 5.(R. 15) of appel- 

: lant's drawings. 

Opinion 

[ 2 ] Answering the first argument, as we 
said in Wilson, supra, "Patent drawings are 
not working drawings * * *." However, we 
did not mean that things patent drawihgs 
show clearly are to be disregarded. In re 
Bager, also cited by appellant, is art example 
of a case in which the teachings of patent 
drawings, even as to features unexplained by 
the specification, proved dispositive. As this 
court there said, " Description for the purposes 
of anticipation can be by drawings alone as 
well as by words." In Wilson, as our opinion 
.emphasizes, the attempted reliance was not 
only on a patent drawing per se, it. was on "a 
greatly enlarged section of a small drawing 
obviously never intended to show the dimen- 
sions of anything." Here, Fig. 3 in the Wilson 
reference focuses on the edge rolls, showing 
them with great particularity and showing the 
grooves thereon to have an angularity well 
within the range recited in appellant's claims. 
Wilson, therefore, shows this aspect of subject 
matter lying within appellant's claims to be 
old. 

[ 3 ] Appellant's second argument stresses 
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the criticality of the groove-angle maximum 
recited in his claims. However, claims are 
unpatentable when they are so broad as to 
read on obvious subject matter, even though 
they likewise read- on -norirobvious subject 
matter. Here, appellant's claims read on edge 
rolls Having a 6° groove angle and constructed 
from two mating parts. We have found that 
Wilson shows an edge roll having a 6° groove 
angle, and appellant no. longer seriously relies 
on the two-part construction, limitation. Apr 
pellant's claims' are therefore unpatentable 
under § 103. Appellant's alleged discovery 
that the maximum groove angle for effective 
deburring is 30° cannot affect this result. 

As for appellant's third argument concern- 
ing claims 7 and 8 in particular, we agree with 
the solicitor that Wilson clearly discloses (in a 
drawing we have not reproduced) a coplanar 
pair of edge rolls, means to feed the thin metal 
strip past the rolls, and, at least implicitly, 
means for rotationally supporting the rolls. 
Wilson thus shows the combination in which 
there is no novelty:-except the details of the roll 
of claim 1, which we have already held to be 
obvious. The added elements of these claims 
add nothing, so far as patentability is con- 
cerned. 

. As for appellant's fourth argument which is 
predicated on the annular groove root config- 
uration parallel to the periphery recited in 
claim 4, the. abbreviated record we have on 
appeal does not indicate that appellant argued 
that there was ahy patentable, significance to 
that feature before either the board or the 
examiner. As we said in In re Touvay, 58 
CCPA 809, 811-12, 435 F.2d 1342,1344, 168 
USPQ 357, 359. (1971), ''Ordinarily we do 
not consider arguments directed to the signifi- 
cance of a particular limitation at. this late 
stage unless they were raised below." Here, as 
there, we find that ''The circumstances of this 
appear do not warrant deviation from this 
rule." 

The decision of the board is affirmed. 


Court of Customs and Patent Appeals 

In re Malin 
No. 8666 . Decided Mar. 9, 1972 

PATENTS 

Particular patents — Hydrovehicle 

Malin, Sailing Hydrovehicle, claims 1 to 6 
of application refused. . • ■ ^ i 


■ Appeal from Boardnof Appeals of the Patent 
Office. ' 

Application for patent of Eugene F. Malin, 
Serial No. 716,261, filed Mar. 11, 1968; Pat- 
. ent Office Group 315. From decision rejecting 
claims 1 to 6, applicant appeals. Affirmed. 

Eugene F. Maun, Fort Lauderdale, Fla., and 
James H. Litti^epage, Washington, D. C, 
for appellant. , 

S. Wm. Cochran. (R. V, Lupo of counsel) for 
Commissioner of Patents; 

Before Rich, Almond, Baldwin, and Lane, 
Associate- Judges, arid Rosenstein, Judge, 
United States Customs Court, ■ sitting by 
designation. 

Almond, Judge.. 

This is an appeal from the decision of the 
Patent Office Board of Appeals affirming the 
final rejection under 35 U.S.C. 103 of claims 
1-6 of appellant's application "Sailing Hy- 
drovehicle." 1 No claims have been allowed. 

When under sail, the. hulls of. conventional 
sailing craft are subjected to "viscous, inertial, 
and wave drag" as they , move through the 
water. These forces mechanically subtract 
from the vessel's efficiency. It appears that one 
way of overcoming or diminishing the effect of 
these mechanical "drags'' on the hull of the 
craft is by. "streamlining" the shape of the 
hull. Another known way to resolve the prob- 
lem of hull drag is by use of a hydrovehicle 
which actually removes or "lifts" its hull out 
of the water while in "flight." Appellant's in- 
vention relates to such a hydrovehicle which 
may have hydrofoils and a sail so configured as 
to produce a lifting force .on the craft as the 
sail takes on wind. 1 

An abstract of appellant's disclosure, as set 
forth in the specification, states: 

A wind propelled, hydrovehicle compris- 
ing a combination of a vane for converting 
the force of thewind into a propelling force 
and a lifting force, and a buoyant body that 

» Serial No; 716,261 filed March 11; 1968 as a 
continuation of application serial No. 565,837 tiled 
July 18, 1966. 


faction of that need by the claimed invention 
and its superiority to the prior art, the case 
becomes highly persuasive. We find the prima 
facie obviousness to have been overcome. 

The decision of the board as to all claims is 
reversed. 
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Court of Customs and Patent Appeals 

In re Reynolds 
No. 8526 Decided June 10, 1971 

PATENTS 

1. Drawings — In general (534.1) 

Drawings — Disclosure in drawings 
only (§343) 

Although patent drawing does not have to 
be to. any particular scale, a person attempt- 
ing to construct device following applicant's 
disclosure would have to distort significantly 
the relationships shown in drawing in order 
not to produce a device which would inher- 
ently perform recited function; in view of 
unusual shape of one part and eccentric 
mounting of another part, a person skilled in 
the art would suspect that there was some 
reason for relationships shown in drawing 
and would not regard such disclosure as ac- 
cidental or arbitrary; drawing is sufficient 
disclosure to support claims. 

2. Amendments to patent application — 

In general (§13.1) 

Specification — Sufficiency of disclo- 
sure (§62.7) 

Question of whether applicant's device 
would function as intended without means 
and function of claim is riot determinative 
since, by disclosing device that inherently 
performs function, applicant necessarily dis- 
closed function; application may later be a- 
mended to recite function. 

3. Construction of specification and 

claims — Interference counts — 
Reference to source specification 
(§22.507) 

On appeal from rejection for insufficient 
disclosure, of claims copied for interference 
purposes from a patent, court need not con- 
sider context in which claims originated 
since Patent Office does not take the view 
that they are ambiguous. 


Particular patents— Tuner 

Reynolds, Continuously Adjustable UHF 
Tuner, claims 15 to 18 of application al- 
lowed; claims 9 to 14 refused. 


Appeal from Board of Appeals of the Pat- 
ent Office. 

Application , for patent of Wayne H. Rey- 
nolds, Serial No. 343,281, filed Feb. 7, 1964; 
Patent Office Group 215. From decision re- 
jecting claims 9 to 18, applicant appeals. 
Affirmed as to claims 9 to 14; reversed as to 
claims 15 to 18. 

Cornelius J. O'Connor, Chicago, ILL 
(Homer R. Montague, Washington, D. C, 
and John J. Pederson, Chicago, 111., of 
counsel) for appellant. 

S. Wm. Cochran (Fred W, Sherling of 
counsel) for Commissioner of Patents. 

Before Rich, Almond, Baldwin, and Lane, 
Associate Judges, and Landis, Judge, 
United States Customs Court, sitting by 
designation. 

Lane, Judge. 

This appeal is from the decision of the Pat- 
ent Office Board of . Appeals affirming the 
rejection of claims 9-18, all the claims re- 
maining in appellant's application serial No 
343,281, filed February-7, 1964, for "Contin- 
uously Adjustable UHF; Tuner." 

Appellant's application discloses a tuner 
for use in the UHF range (470 to<890 mega- 
cycles). The invention claimed is most readily 
understood by . reference to the application 
drawing, which we reproduce in full on page 

Referring to Fig. 1, the tuner there disclosed 
consists of two preselector stages 12, 13 and 
an oscillator stage 15. Each stage is in the 
form of a tunable coaxial transmission line, 
with' the inductors 22, 32, 42 forming the in- 
ner conductors and the chassis compartment 
walls forming the outer conductors. Each 
stage is tunable by virtue of a variable capaci- 
tor comprising a stationary plate and a pair of 
rotatable plates. 

The stationary plates 24, 34, 44 consist of 
planar extensions of the corresponding induc- 
tors 22, 32, 42. The rotatable plates 26 and 
36, which are conductively mounted on tun- 
ing shaft 17, are multi -slotted as seen in Fig. 2 
and plates 46 are single-slotted at 47, as seen 
in Fig. 3. Each of the rotatable plates has a 
bendable tab portion 26', 36', 46', the func- 
tion of which is to permit establishment of 
whatever minimum capacitance is necessary 
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to tune the stage to the highest-frequency 
channel in the UHF band. The slot in each "of 
plates 46 is to permit bending of the major 
portion of those plates to tune to the lowest- 
frequency channel in the band. The other 
slots in plates 26 and 36 are to permit bending 


of the various leaves of those plates so that the 
preselector stages will "track" the oscillator 
frequency over the entire band, i.e., the res- 
onant frequency of each preselector stage is 
adjusted at each channel so that it is always 
displaced by 40 megacycles from the fre- 
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quency of the oscillator for proper mixing 
in coupling loop 38. 

The Obviousness Rejection 

Claims 9-14 were rejected for obviousness. 
Claim 9, with additional paragraphing, let- 
ters, and numerals supplied, is as follows: 

9. A continuously adjustable UHF tuner 

comprising: 

(A) a housing having transversely dis- 
posed conductive walls defining a plurality 
of compartments; 

(B) a control shaft extending through 
said compartments and rotatably supported 
by said walls; 

(C) a plurality of tunable frequency 
selector circuits individually included 
within an assigned one of said compart- 
ments, each of said selectors comprising 

(1) a multi-turn inductor spaced from the 
walls of its compartment to constitute 
therewith a transmission line section 
having an electrical length approximately 
equal to one-quarter wavelength at the 
high frequency end of its tuning band 

and 

(2) an adjustable capacitor 'for tuning 
said selector Over a band equal in width to 

. the UHF band, said adjustable capacitor 
having 

(a) a stationary electrode formed as an 
extension of an end turn of said inductor 

and having 

(b) a movable electrode secured to said 
shaft for movement from a first position in 
which said capacitor exhibits minimum 
capacitance to tune said selector to the high 
frequency end of its tuning range to a sec- 
ond position in which said capacitor exhib- 
its maximum capacitance to tune said selec- 
tor to the low frequency end' of said tuning 
range, anq! said movable electrode having 

(i) a principal body portion 
and further having 

(ii) another portion which is located at. 
one end of and is transversely adjustable 
relative to said principal body portion and 
constitutes the predominant tuning adjust- 
ment for establishing said high frequency 
end of said tuning range. 

Claims 10-13 depend directly from claim 9. 
Claim 10 adds the recitation that each capaci- 
tor has two movable electrodes; claim 1 1 re- 
cites that the rotatable electrode has a third 
portion, located at the opposite end of the 
principal portion, which is adjustable to es- 
tablish the low-frequency (maximum capaci- 
tance) end of the tuning range; claim 12 recites 
that the transmission line sections of the selec- 
tors have essentially the same physical dimen- 
sions and that the stationary and movable 
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electrodes are essentially the same in size and 
configuration; claim 13 recites that the sta- 
tionary electrode is a planar extension of the 
inductor and is disposed parallel to and offset 
from the inductor axis. Claim 14 depends 
from claim 13 and adds the limitation that a 
wall of the housing has an aperture to provide 
coupling between the selector stages. 

The claims stand rejected as unpatentable 
over Carlson \ in view of Giacoletto, 2 
Reiches 3 and Eland! 4 

Carlson discloses a VHF-UHF tuner 
having two selector stages, each including a 
capacitively loaded coaxial transmission line 
for tuning through the UHF band. Appellant 
correctly points out that Carlson does not dis- 
close the inductor and capacitor structures 
recited in appellant's claims. As to the capaci- 
tor, Carlson states only that it has fixed and 
rotatable sets of plates, with one set being 
mounted on the chassis and the other set con- 
nected to the central conductor of the trans- 
mission line. Appellant concedes that the 
broad idea of a compartmented chassis in 
which are formed tunable transmission line 
sections as UHF selector stages is old and re- 
lies for patentability on the 5 structural details 
recited in the claims. 

Giacoletto discloses a compartmented 
high-frequency tuner in which the rotatable 
capacitor plates are slotted to permit tuning 
adjustments. None of the leaves thus formed 
on the plates is disclosed as being intended to 
permit adjustment to establish the principal 
capacitance at the high-frequency end of the 
band. 

Reiches and Eland each discloses the use of 
multi-turn inductors and capacitors having 
slotted, adjustable rotor plates. In each of 
these two patents, however, separate trimmer 
capacitors are used to establish the principal 
capacitance at the high and low frequency 
ends of the band. 

Appellant's principal argument is that his 
claimed tuner eliminates the need for separate 
trimmer capacitors by providing bendable 
tabs on the rotor plates for this purpose. We 
are not persuaded by this argument. Given 
the bendable tuning plates of Giacoletto, we 
see no reason why one skilled in the art would 
not use an end leaf of Giacoletto's capacitor 
for the same purpose as appellant's "other 
portion at one end of the principal body por- 
tion of the rotor plate if he wished to give up 
the advantages of separate trimmer capaci- 

'U. S. Patent 3,252,096, May 17, 1966, filed 
Dec. 4, 1962. 

2 U. S. Patent 2,858,440, Oct. 28, 1958. 

3 U. S. Patent 2,819,391, Jan. 7, 1958. 

<U. Patent 3,181,069, April 27, 1965, filed 
June 22, 1960. 
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tors. We agree with the examiner that a sepa- 
rate trimmer capacitor permits finer adjust- 
ment of minimum capacitance, especially if, 
as in Eland, it is adjustable by turning screws 
from outside the chassis after assembly. 

We find the examiner's position on ob- 
viousness to be sound, and the board's deci- 
sion on claims 9-14 is accordingly affirmed. 

The Rejection for Lack of Support 

Claims 15-18 are drawn to a variable ca- 
pacitor per se and were copied for interference 
purposes from a patent to Schatter et al. 5 
These claims are not rejected on art but for 
insufficient disclosure, under the first para- 
graph of 35 U.S.C.l 12. 

Claim 15, with the limitation in issue em- 
phasized, reads: 

15. A variable capacitor comprising two 
cooperating capacitor plates mounted for 
movement with respect to each other be- 
tween a first position wherein the capitance 
of the capacitor is at a minimum and a sec- 
ond position wherein the capitance of the 
capacitor is at a maximum, one of said ca- 
pacitor plates having a main part and an 
auxiliary part, only said auxiliary part of 
said one capacitor plate being opposite the 
other of said capacitor plates when the ca- 
pacitor is in said first position thereof, said 
auxiliary part of said one capacitor plate 
being adjustable toward and away from 
said other capacitor plate, thereby to allow 
the minimum capacitance of the capacitor 
to be adjusted, said auxiliary part of said 
one capacitor plate being not opposite said 
other capacitor plate when the capacitor is 
in its second position, said capacitor further 


comprising means for preventing an abrupt 
change in the, capacitance characteristic of 
the capacitor at the point where said auxil- 
iary part of said one capacitor plate ceases 
to be opposite said other capacitor plate. 
Claims 16-18 present no additional issues 
and need not be discussed here. 

The examiner was of the view that appel- 
lant's application when filed contained no 
disclosure supporting the emphasized limita- 
tion. Appellant admitted that there was no 
express teaching in his specification of a struc- 
ture for preventing abrupt change of capaci- 
tance as the auxiliary parts, i.e., tabs 26', ^6', 
46 departed from confronting relationship 
with the stationary plates 24, 34, 44. Neither 
is there any mention in the specification of the 
function recited in the portion of the claim in 
issue. 

Appellant relied, however, on Fig. 2 of the 
drawing, supra, and contended that the struc- 
ture therein shown would inherently perform 
the recited function. The examiner, while 
recognizing that the drawing can be used as 
disclosure in supporting claims, took the posi- 
tion that in order to perform the recited func- 
tion of preventing an abrupt change of capaci- 
tance tab 26 1 in Fig. 2 would have to "form 
an angle with plate 24 when portion 26' 
ceases to be opposite plate 24" as plate 26 is 
rotated clockwise toward the maximum ca- 
pacitance position. 

Appellant argued that, as shown in Fig. 2, 
tab 26' would form an angle with the edge of 
plate 24 as the tab departed therefrom in 
clockwise rotation of plate 26. He illustrated 
his argument by presenting exhibit I with his 
amendment papers. We reproduce that ex- 
hibit: 


B 





EXHIBIT I 


5 U. S. Patent 3,292,060, Dec. 13, 1966. 
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Position C in the exhibit shows the tab de- 
parting from confronting relationship with 
the plate. We think it clear that there is no 
substantial variance between the structure of 
Fig. 2 and of exhibit I, as far as the size, con- 
figuration and spacing of plate 24, shaft 17, 
plate 26, and tab 26' are concerned. 

The examiner stated in his answer that 
appellant's argument was "mere conjecture 
unsupported by the original disclosure/' and 
noted that "appellant's device will function 
for the intended use," i.e., tuning through the 
UHF band, "without the means and function 
of claim 15 and as such this claimed means is 
not inherent in the structure." The board 
stated that it was "in full accord with the po- 
sition of the examiner as expressed in his 
Answer on this ground of rejection." We are 
not. 

[ 1 ] First, we do not think appellant's po- 
sition is "mere conjecture" in view of what 
is apparently a geometric certainty in Fig. 2. 
We realize that a patent drawing does not 
have to be to any particular scale. Neverthe- 
less, a person attempting to construct a capac- 
itor following appellant's disclosure would 
have to distort significantly the relationships 
shown in Fig. 2 in order not to produce a 
device which would inherently perform the 
recited function. In view of the unusual shape 
of plate 24 and the eccentric mounting of plate 
26 on shaft 17, we think a person skilled in 
the art would suspect that there was. some 
reason for the relationships shown in the 
drawing and. would not regard such disclosure 
as accidental or arbitrary. 

Second, the question of whether appellant's 
device would function as intended (continuous 
tuning through the band) without the means 
and function of claim 15 is not determinative. 
As was stated by the court in Technicon In- 
struments Corp. v. Coleman Instruments, 
Inc., 255 F.Supp. 630, 150 USPQ227 (NT). 
111. 1966), affd, 385 F.2d 391, 155 USPQ 
369 (7th Cir. 1967): 

By disclosing in a patent application a 
device that inherently performs a function, 
operates according to a theory, or has an 
advantage, a patent applicant necessarily 
discloses that function, theory or advantage 
even though he says nothing concerning it. 
The application may later be amended to 
recite the function, theory, or advantage 
without introducing prohibited new mat- 
ter. 

Id. at 640-41 , 150 USPQ at 236. 

[ 3 ] The Schatter patent, from which 
claims 15-18 were copied, was not included in 
the record before us. However, the Patent 
Office has not taken the view that the copied 
claims are ambiguous, and hence there is no 


need at this point to consider the context in 
which they originated. 

For the foregoing reasons, we conclude that 
appellant's application as filed did support 
claims 15-18, and the board's decision with 
respect to these claims is therefore reversed. 

Summary 

The decision of the board is affirmed as to 
claims 9-14 and reversed as to claims 15-18. 


Court of Customs and Patent Appeals 

Matsushita Electric Industrial Co., 
Ltd. v. National Steel Construction Co. 
No. 8527 Decided June 10, 1971 

TRADEMARKS 

1. Identity and similarity — How deter- 
mined — In general (§67.4051) - 

Even though mark may be "weak" in 
sense of being a common word in common 
use as a trademark, it is entitled to be pro- 
tected sufficiently to prevent confusion as to 
source from arising; decision . must be based 
on realistic appraisal of likelihood of purchas- 
ers or prospective purchasers, being confused 
as to source regardless of theoretical, "weak- 
ness" of mark. 
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Appeal from Trademark Trial and Appeal 
Board of the Patent Office; 158 USPQ 468 . 

Trademark cancellation Nol 8,751 by Na- 
tional Steel Construction Co. against Mat- 
sushita Electric Industrial Co., Ltd., Regis- 
tration No. 754,002, issued Aug. 6, 1963, 
Registration No. 769,430, issued May 12, 
1964, and Registration No. 769,858, issued 
May 19, 1964. From decision granting peti- 
tion, registrant appeals. Affirmed. 

Donald A. Gardiner, Jr., and Smith, 
Michael, Bradford & Gardiner, both 
of Arlington, Va., and W. Douglas Caro- 
thers, Jr., and Carothers & Caro- 
thers, both of Pittsburgh, Pa., for appel- 
lant. 

Orland M. Christensen, Gordon R. San- 
born, and Christensen, Sanborn & 
Matthews, all of Seattle, Wash., for 
appellee. 

Before Rich, Almond, Baldwin, and Lane, 
Associate Judges, and Landis, Judge, 
United States Customs Court, sitting by 
designation. 
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This is an appeal 
Patent Office. Trade 
Board in cancellatio 
granting appellee's 
registrations, Nos. 
769,858, of various 
NATIONAL. The j 
registrations are: 
heaters, portable ei 
table electric, rice I 
bakers, and portable 

The board's opir 
in full at 158 USPQ 
ever, refers to and r 
companion cancel la t 
the same record, put 
Familiarity with th 
sumed. 

The three registr 
for composite word 
marks of registratio 
769,858 are illustra 
opinion wherein "1 
'002 and "Mark B" 
mark of '430 is desi 
opinion below here 
other two in that th 
of the mark, which 
other two, is the J; 
equivalent written 
the design portion 
wise like Mark A. 

It is noted, with 
tures of the marks, 
rely on them in an 
of confusion, etc., b 1 
to concede legal id 
and appellee's marli 
to it in 1951 for 
heaters, Reg. No. ! 
portable air conditi 
Appellee has also 
found, prior use of 
electric heaters and < 

It is not questioi 
pellee is the prior us 

With respect to 1 
in the dominant fc 
Japanese equivalen 
AL, the board helc 
that foreign words 
the English equiv* 
used on or regist 
might reasonably I 
the same source, 
Werke Wien Ge 
USPQ 286 (Comn 
therein. There rei 
"CHAT NOIR" f 
of the prior registr; 


388 


In re Heinrich 


to form fluorophosphoric acid and 
water in an equilibrium reaction 
which favors the production of the 
fluorophosphoric acid. The examiner 
therefore considers it inherent in Linn's 
process that fluorophosphoric acid is 
present and as such acts as an allevia- 
tion catalyst No [patentable] inven- 
tion therefore is seen in the introduc- 
tion of fluorophosphoric acid as such 
into the reaction zone rather than in- 
troduction of the component hydro- 
fluoric and phosphoric acids. (Em- 
phasis ours.) 

The board said : 

We are constrained not to affirm 
thxs t particular rejection as in our 
opinion it rests too largely upon con- 
jecture. (Emphasis ours.) 

Thus we see that the "reversal" of the 
rejection on Linn in no way involved the 
relevance of Linn's disclosure of prior 
art knowledge of catalystic alkylation, 
upon which disclosure, except for the 
catalyst, claim 9 reads. 

There has been no contention before 
us that if the rejection of the broadest 
claim was proper there are any signifi- 
cant limitations imparting patentability 
to the other claims. The decision of the 
board affirming the rejection of all of the 
rejected claims is therefore affirmed. 
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Court of Customs and Patent Appeals 

In re Heinrich 
Appl. No. 6449 Decided July 7, 1959 

PATENTS 

1. Drawings— In general (§34.1) 

Drawings— Disclosure in drawings 
only (§34.3) 

Patentability — Anticipation — Draw- 
ings (§51.207) 
Although patent drawings are not 
ordinarily considered to be working 
drawings drawn to scale, prior patent, 
wherein angle of taper is not specified 
but o is shown in drawing to be less than 
vy 2i , is relied on as principal reference 
against claims calling for taper of less 
than iy z , since only reasonable inter- 
pretation of patent's disclosure is that 
very small angle of taper is to be used: 
since one skilled in art would normally 
use taper of less than 7V 2 6 in carrying 


out teachings of patent, such an an e i e 
fairly disclosed by patent. g e 18 

2 ' ^llf^lf-^io^ln genera , 
Patent may not be granted on U,t. 

SS&rK flow — 

Substitution of leaf spring or 

fen? K^ C f Springs is obvious ex! 
pedient; both types of spring are J2j 

known and advantages and disadvantages 

of each are apparent; selection of fne 

or the other for any particular installa 

tion is mere matter of choice or enri 

neenng design. ngu 

4. Patentability— Evidence of— In 

eral (§51,451) * en * 

Affidavits state that, despite affiants' 
familiarity with art, idea of constoucC 
device in manner which applicant con- 
structed it did not occur to them • fact 
that affiants did not happen to think of 
particular structure claimed is not con 
vincmg evidence that it was not obvious, 
particualrly since it is not stated that 
amants were familiar with patent which 
forms principal basis of rejection. 

Particular patents—Sealing System 

*Jj C tY iri ? ^ Se fHng System for Shafts 
and the Like, claims 32 to 39 of applica- 
tion, refused. 


Pateoffice 0 " B °" d ° f ApP6als ° f the 
Application for patent of August KL 
Heinrich, Serial No. 409,213; Patent Office 
Division 29. From decision rejecting 
toned t0 39 ' applicant a PPeals. Af- 

Bosworth, Sessions, Herrstrom & 
Knowles (Charles E. Herrstrom of 
counsel) both of Cleveland, Ohio, for 
appellant. 

Clarence W. Moore (D. Kreider of coun- 
sel) for Commissioner of Patents. 

Before Worley, Chief Judge, Rich, Mar- 
tin, and Smith, Associate Judges, and 
Kirkfatrick, Judge.* 

Worley, Chief Judge. 

«, T £ is is , a 2 ?PP eal from the decision of 
the Board of Appeals of the United States 
patent Office affirming the rejection by 
the Primary Examiner of Claims 32 to 39, 

i United States Senior District Judse 
H°pci^f E JH tern Pi^ict of Pennsylvania, 
designated to participate in place of Jud^e 
^S2 nn e l l, pursuant to the provisions of 

294(d) Code ' Secti011 
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Uusive, of appellant's application for 
patent on a .sealing system for shafts 
ft the like. Claims 32 and 36, which are 
jresentativef of the appealed claims, 
* as follows: 

i j 2, . In r f sealing system for shafts 
pid the like, a sealing unit comprising 
j carbon sealing ring having a frusto- 
£ptiical surface tapering at. an angle 
j^fiich, projected against an imaginary 
Reference plane paralleling the central 
txis of the sealing ring, measures less 
rfjr an Y z ° ; aiinular metal mounting 
jtoeans for said sealing ring having a 
Complementary frusto-conical surface 
papering at the same angle, the frusto- 
jjftbmcal surfaces of said metal mount- 
ing means and said carbon sealing ring 
Mngaging each other but overlapping at 
v^ach end in a direction extending gen- 
erally parallel to the central axis of 
b : J he paling ring; and," carrying said 
^mounting means, a metal leaf spring 
^6f annular shape having an arcuate 
; portion of short radius of curvature be- 
jj;tween its inner and outer peripheries. 
G \. 36, In a sealing system for a shaft 
"} e Hke, a sealing unit comprising 
; -.;a yieldable sealing ring having a 
; frusto-conical surface tapering at an 
angle which, projected against an im- 
aginery reference plane paralleling the 
.. / central axis of the sealing ring, meas- 
ures less than 7%°; a non-yieldable 
: , [ mounting ring for said sealing ring 
having a frusto-conical surface taper- 
ing at the same angle, the frusto-con- 
ical surfaces of said .sealing ring and 
^aid mounting ring engaging and over- 
lapping each other in a direction gen- 
erally paralleling the .central axis of 
the sealing ring; and, carrying said 
mounting ring, a flexible metal dia- 
phragm of annular shape the general 
plane of which extends transversely to 
the central axis of the sealing ring. 
The references relied on are : 

1913 almgren ' 1,05 °' 385 ' Januar y 14, 
Lassen, 1,769,030, July 1, 1930. 
Weis, 1,898,278, February 21, 1933. 
Petrelli, 2,089,570, August 10, 1937. 
Murphy, 2,251,020, July 29, 1941. 

1946 Cl1, 2,395)359 ' Februa ry 19> 

- Appellant's alleged invention relates to 
a means for sealing a rotary shaft. In 
a Preferred embodiment illustrated the 
shaft projects through a . bushing and 
is provided at its end with a collet 
nng, the ring and bushing having smooth- 
ly finished annular surfaces which ex- 
It radially outward at right angles to 
«ie shaft and face each other across the 
pace in which the sealing means is 
located. The sealing means comprises two 
identical units, each consisting of a metal 


mounting ring mounted on the shaft, and 
a sealing ring of carbon or other non- 
metallic material which is frangible or 
yieldable surrounding and supported on 
the mounting ring. The outer surfaces of 
the mounting rings are frusto-conical 
and extend at an angle of 7^2 degrees or 
less with respect to the axis of the shaft, 
ine inner surfaces of the sealing rings 
have a corresponding frusto-conical shape 
so that they fit closely and overlappingly 
over the mounting rings and, when the 
sealing and mounting rings are pressed 
together in an axial direction, they en- 
gage with such a tight fit that the seal- 
ing rings must be broken or distorted 
in order to remove them. The sealing 
rings- have smoothly finished radially ex- 
tending faces which engage the corre- 
spondingly finished surfaces of the bush- 
ing and collet ring, respectively, to form 
seals. 

The frusto-conical surfaces of the 
mounting rings are smaller at their outer 
ends, i.e. the ends adjacent the seals, so 
that the larger ends of the surfaces lie 
adjacent each other near the middle 
of the space between the bushing and 
the collet ring. Between the larger ends 
of the mounting rings there is located a 
spring device comprising a ring which 
surrounds and is spaced from the shaft, 
and a pair of outwardly facing annular 
leaf springs which extend axially in- 
wardly from the ring and respectively en- 
gage the mounting rings so that those 
rings are urged outwardly along the 
shaft to force the sealing rings into en- 
gagement with the bushing and collet 
ring respectively. Each leaf spring com- 
prises a generally flat inner portion 
joined to the outer ring by a portion of 
short radius of curvature. 

The Weis patent discloses a sealing 
means for a pump shaft comprising a 
nxed sleeve which surrounds the shaft 
and is formed integrally at one end with 
a radially extending plate. Surrounding 
the opposite end of the sleeve is an an- 
nular retaining member provided at the 
end which faces away from the plate 
with a cavity having a frusto-conical 
wall. Received in the cavity is a split 
ring having a similar frusto-conical sur- 
face engaged with the cavity wall. The 
outer end of the ring is provided with 
a radially extending surface which seal- 
mgly engages a similar surface on a col- 
lar which rotates with the shaft. The 
retaining member is urged axially by a 
coil spring surrounding the shaft so 
that it tightly engages the split ring 
and forces the sealing surface of the 
latter into engagement with the collar. 
In his preferred form Weis provides a 
pin engaging the retaining member and 
the ring to prevent rotation of the latter, 
but he states that the clamping action 
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&p e urpo h S e PartS ^ be reHed on *» 

M,Trnl w Pat n ntS i. to L ^ ssen ' Petrelli, and 
Murphy all show flexible diaphragms 

jeai springs, which urge packing mem- 
b % s . ln & s ., ea,in S position. P 8 mBm 
The Vedovell patent shows an annular 

^tbL Seah A e ?T ber - which may be of 
carbon, and which is urged radially into 

Thi in £»r gaee ^ ent . by m * ans of a spring 
SS, f mgr is c y lind ri<=al and is 

SSSftaS * COrres P° n dingly shaped 

on T b h v ti^K pa ^ nt was not relied 
on by the board and is not as pertinent 

S?J&" ^ efer .^ ce above discussed" Accord- 
Su'nere. n °* be COnside «d tode- 
£1] In the decision of the Board of 
Weis patent is felfed on 
a L„ P.f lnci Pal reference. As explained 
above, that patent discloses appellant's 
claimed comb nation of a seafing rinl 
f" d a mounting ring having enfagtel 
tapered surfaces, and a spring f or ^ 
tiol pJ 1 », ng /^ emb,y int ° selling posl 
ft?"- To 30 * 1 °l, the appealed claim! calls 
for a taper of less than 7y 2 ° as projected 
against a plane parallel to the Taris of 
the seahng ring. Weis does not ^ecify 

thVJ&V* ** P ? T but the board Kd 
li^ i.t he £?, er shown in Ws drawine is 

auesti 7 ^ 0 a \ d that statemenr s g no1 
questioned here by appellant. While it 
is true that patent drawings aro nnt 
ordinarily considered to be wofking draw 
ings drawn to scale, the only r«tf onabTe 
mterpretation of the Weis Lcfosure s 
that a very small angle of taper is to 
be used and we are of the opinion that 
one , skilled in the art would no^iaUy use 
thfe £ l6SS than _ 7 ^ in carrying out 
that^^h m / S ° f , the - W ? is Patentf and 
Sr i^ 8 "* 1S ' therefore, fairly 
disclosed by the patent. y 

h, w appeaIed elaims distinguish over 
S wfe & atent r ith6r - in th e materill 
specific spring structure by which it is 
urged into sealing position, or both. The 
material is variously specified in differ- 
nr wr" ♦* 8 being y ieId able, frangible, 

sealing materials of the kinds claimed 

the Vedovell patent shows a carbon seal 
EL"* ? is Rant's position? how- 
sucb ma terials, when asso- 
ciated with a metal mounting ring of the 
type claimed produce an unexpectedly im- 
proved device, in that a bond is produced 

otll hv h° S t r ° ng tHat i4 ean be lo « 
only by breaking or deforming the seal- 
"U? Ting, 

tJ%LJ ei l not specifv the ma- 
terial of which his sealing ring is made, 
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but it is evidently of such a nat, 

h? *°- form 5 firm bond the mo^ 6 
"ig ring under working conditions ^ 
he states that the clamping action h° e 
tween the two may be relied on £ be ' 
vent relative rotation It wouW n „ pre - 
that the Weis disclosure contemplate^^ 
use of any known sealing material f? 6 
the sealing ring and that it would be oh" 
vious that carbon or a resilient or yield' 
able material could be used for that ™ 

that such a material gave improved re 
suits, ,ts use would not be patentahf: 
since a patent may not properiv hp 
granted on the basis of a ZKvi 
would flow naturally f roVlh? fig 

at? tiffs Srtfl 5rt&S 

bee^X;Tth n at°a U n r y 0 n P iw i0 o n r 2*^2 
result would be produced by making- 
seahng member of Weis of barton Sr 0 f 
a yielding or resilient material. The won 
k™° f "J"* sealin « materials are P w P li 

to form a tight joint and, in view of^W 
showing It would not be surprising to 
find that a similar joint would result if 
tapered members were used 

Appellant emphasizes the fact that the 
sealing ring of Weis is made in twc rSarfa 
and alleges that such m sS^Si 
would result in leakage. HowevefTf ft 

avoiSS % ob Y 10 ^s that it could be 
avoided by formmg the sealing member 

L°A\ PieCe ' Jt , is to be noted^^oTer 

ber TTn/pr 1. one -P^ce sealing mem- 
thlt Vhp . f Ch c ? rcu ^stances the fact 
tnat the sealing ring of the Weis nat 

SaW« ^ Parts does ^ ot ^ 

SUbftL^nn ag n| e ? e b0ard tha t ^ 

suDstitution of a leaf spring or dia- 

BV^ ^ W^^iFl^ f0r the C0il 

Pedient Rnf ^ 1S f W ° * e an obvi °us ex- 
known \n l\ tyP f 0f sprin S ar « weU 
vaZ^ a nf ?\ advanta *es and disad- 
Srfv ^ tL L? C ^ are a PParent. Accord- 
fofanv 1 + - f° n . 0f one or the other 
a mzttJnJ V CUlar mstalIat ion is merely 
f41 T>i 1CG °I en ^ in eering design. 
[4] There are of record several af- 

f^t^i^ the ad vantag a L of 
that despite the familiarity of the af- 
fiants with the art, the idea of construct- 
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ing a seal in that rm 
to them. As above n< 
opinion that the stat 
merely those which "Wi 
from following the tei 
art The fact that the ; 
pen to think of the f 
claimed here does no 
evidence that it was 
ticularly since it is l 
fiants were familiar * 
ent which forms the 
the rejection. 

We have carefully 
arguments advanced 
pellant in oral argum< 
tensive and carefully 
we find no reversible 
ing of the board that 1 
define nothing more 
of the Weis device w 
vious to a skilled wor 
The decision of the 1 
affirmed. 
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Court of Customs am 
The Seamless Rubi 
Ethicon, 
Appl. No. 6548 Dec 

TRADEMARKS 

I. Court of Customs ai 
— Dismissing and 
15) 

Commissioner rever, 
missing opposition am 
Proceed to trial; Comm 
interlocutory order an* 
appealable; section 21 
R ot permit appeals f] 
orders; applicant's api 
dismissed. 


^„^PP eal from Commisi 
120 USPQ 114. 

Trademark oppositio 
£thicon, Inc., agains- 
Kubber Company, appli 
37,742, filed Apr. 8, 1£ 
reversing decision dism 
applicant appeals. App 

Richard A. Mahar 
Kirchner, both of V 
for appellant. 

Francis C. Browne, V 
for appellee. 
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Seamless Rubber Co. v. Ethicon, Inc. 
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ing a seal in that manner did not occur 
to them. As above noted, we are of the 
opinion that the stated advantages are 
merely those which would logically result 
from following th« teachings of the prior 
art The fact that the affiants did not hap- 
pen to think of the particular structure 
claimed here does not afford convincing 
evidence that it was not obvious, par- 
ticularly since it is not stated that af- 
fiants were familiar with the Weis pat- 
ent which forms the principal basis of 
the rejection. 

We have carefully considered all the 
arguments advanced by counsel for ap- 
pellant in oral argument and in their ex- 
tensive and carefully prepared brief, but 
we find no reversible error in the hold- 
ing of the board that the appealed claims 
define nothing more than modifications 
of the Weis device which would be ob- 
vious to a skilled worker in the art. 

The decision of the Board of Appeals is 
affirmed. 


46 COPA 950 

Court of Customs and Patent Appeals 
The Seamless Rubber Company v. 

Ethicon, Inc. 
Appl. No. 6548 Decided July 7, 1959 

TRADEMARKS 

1. Court of Customs and Patent Appeals 
— Dismissing and remanding (§ 28.- 
15) 

Commissioner reversed decision dis- 
missing opposition and ordered case to 
proceed to trial; Commissioner's order is 
interlocutory order and, as such, is not 
appealable; section 21 of 1946 Act does 
not permit appeals from interlocutory 
orders; applicant's appeal therefrom is 
dismissed. 


Per Curiam. 

Appellee's motion to dismiss this ap- 
peal raises the question as to the mean- 
ing and effect of Sec. 21 of the Trademark 
Act of 1946. providing, inter alia, for 
appeals to this court. This is a trade- 
mark opposition instituted by appellee 
which was dismissed January 31, 1958, 
by the Examiner of Trademark Interfer- 
ences upon appellant's (applicant's) 
motion. From this dismissal, appellee- 
opposer appealed to the Commissioner of 
Patents on January 15, 1959. Assistant 
Commissioner Leeds reversed ' the de- 
cision of the Examiner of Interferences 
and ordered the case to proceed to trial. 
Appellant has appealed from this ruling. 

[1] The order of the Assistant Comr 
missioner is an interlocutory order, and, 
as such, is not appealable. Master, 
Warden, etc. v. Sheffield Steel Corp., 42 
CCPA 726, 215 F.2d 285., 103 USPQ 54, 
and cases there cited. 

There is nothing in Sec. 21 of the 
Trademark Act of 1946 which permits 
appeals from interlocutory orders. 

Appellee's motion to dismiss the appeal 
is granted, and the appeal is dismissed. 

Worley, Chief Judge, and O'Connell, 
Judge, did not participate because of 
illness. 


Appeal from Commissioner of Patents ; 
120 USPQ 114. 

Trademark opposition No. 37, £46 by 
Ethicon, Inc., against The Seamless 
Rubber Company, application, Serial No. 
37,742, filed Apr. 8, 1957. Prom order 
reversing decision dismissing opposition, 
applicant appeals. Appeal dismissed. 

Richard A. Mahar and Albert H. 
. Kirch ner, both of Washington, D.C., 

for appellant. 
Francis C. Browne, Washington, D.C., 

for appellee. 


Commissioner of Patents 
In re United States Plywood 
Corporation 
Decided Aug. 4, 1959 

TRADEMARKS 

1. Pleading and practice in Patent Office 

—In general (§ 67.S71) 
* One applicant is not entitled to be 
heard in connection with ex parte pros- 
ecution of another's application, either 
before, during, or after adversary pro- 
ceeding in which the two applicants may 
be involved. 

Application for registration of trade- 
mark of United States Plywood Corpora- 
tion, Serial No. 50,126. On petition. Peti- 
tion denied. 

James M. Heilman and Heilman & 
Heilman, both of New York, N.Y., for 
United States Plywood Corporation. 


fz Universal Development, Inc.; 
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46Q.1891USO 
DECLARATION OF FRANCIS X, MANGAN1BU0 

I, Francis X. Manganiello, hereby declare as follows: 

1. I graduated from Northeastern University with a degree 
in mechanical engineering in'1965- Since then, I have been 
employed as a mechanical engineer. 

2. From 1965 to 1985, I was employed by The Gillette 
Company as a Senior Project Engineer. My primary 
responsibilities were to design and develop a vide range of 
personal care products. 

3. From 198S to 199S, I was Director and Vice President, 
Design Engineering of Pre-Schaol $oys at Hasbro, Inc. 

4. Since- January of L99E, I have been employed by Playtex 
Products, Inc. (^Playtex") as the Director of Research and 
Development of. the Infant .Care business. 

5 . L have approximately five years of experience . in the' 
area, of venting baby feeding bottles to allow air to flow 
into the bottle to alleviate the vacuum created in the 
battle during feeding.. I am a named inventor in four U.S..- 
patents . On* patent relates to the venting of. baby feeding 
bottles. 1 consider myself to be an expert in the- venting 
of baby feeding bottles-. 
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6..- Playtex.' is the assignee of U.S. Patent Application 
Serial No. 097209,070/. filed December 10, 1998 (the 
^Application") / and O.S. Provisional Application 60/069,083 
filed December 10, 1997 (the ^Provisional") on which the 
Application claims priority. 

"7. t an familiar with the Application, and the Provisional 
. (hereafter collectively referred to as *the Applications") . 

S„. I am also familiar with U.S. Patent No. 5,499,729, 
liied March 15, 1994, and assigned to Greenwood et al on 
Uarch 19, 1.996 (the Patent) . 

9.. Playtex has been licensed wder the Patent since its 
issuance, 

10. Prior to my employment with Playtejc, Mr. Greenwood, an 
inventor of the Patent, came to Playtex and disclosed his 
technolpgy to Playtex, After 1 joined Playtex, t spoke 
with him by phone approximately four times. 

11, M*.. • Greenwood provided Playtex with about 1Q00 domed 
vent discs.. Each vent disc had 36 domed depressions in its 
underside. The residual material of the vent discs above 
some of the depressions was punctured through. He told me 
the puncture holes were made one at a time by hand using: a. 
push pin, (*l pin with a pointed tip with an axially aligned 
'cylindrical head) , He nevor disclosed to me or Playte* any 

other way, means- or system to puncture, pierce or perforate 
vent discs. 
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X2. At no time did Mr. Greenwood disclose or suggest to me 
or Playtex that the puncture holes or perforations through 
the residuals of the vent discs should be perpendicular to 
the surface to be pierced, or, along or coincident with 

• radii that form the curvature of the domed portion of the 
discs. 

13 1 At no time did Mr. Greenwood disclose or suggest to me 
. or Playtex that the center, lines of the depressions were or 
were to be coincident with radii that form the dome 

curva.ture of the discs, or that the puncture holes or 
perforations extend or should extend along the center lines 
of the depressions, 

14. At no time did Mr. Greenwood disclose or suggest to me 
or to Playtex any apparatus or method for simultaneously or 
automatically puncturing, perforating or otherwise forming 
'the claimed perforations through vent discs. 

15. - At n° time did Mr. Greenwood disclose his patent 

• application for the Patent or the Patent to me. 

16. At nc time did Mr. Greenwood disclose to me or to 
Playtex to use.' slits or that the perforations, punctures or 
hole's should be slits. All of the punctures of the vent 

•discs made by Mr.. Greenwood were holes. None were slits, 

17. r dp not believe that Mr i Greenwood had, but was 
'withholding from Playtex, Information on how to male*, or on 
an automated mechanism or method, or system for 
simultaneously making, punpture holes in the residuals, of 
vent discs, 

3 


18. At Playtex,, I had the responsibility for and 
supervised the development of the subject matter disclosed 

i 

in' the Application. 

1'?: Prior tie- the filing of the Provisional, Playtex 
obtained domed vent discs from Mr. Greenwood's manufacturer 

' of vent discs. The vent discs had domed depressions 
therein/ but the discs were not punctured. We tried 

'.puncturing the residual material above each of the 36 domed 
depressions of the discs by hand with a push-pin. However, 
we. found" that the vent discs did not perform satisfactorily 
and could not be commercialized. Playtex found that the 
puncture holes formed with push-pins caused tearing of 
residual vent disc material. It was found that the 
punctured vent discs sometimes leaked due to the puncture- 

• ho.les. 

20. dn or about November- a, 1995, Playtex conducted 
a home panel test (HPT NO. : 95-36) of vent discs that were 
obtained -from Mr. Greenwood's vent disc manufacturer and 
that Playtex employees pierced by hand with a push pin:, as- 
disclosed to us by Mr, Greenwood. Results of the test 
showed that the nipples of the baby bottles: having- vent 
discs with the pierced puncture holes, therein sometimes. 
'. collapsed' while the- babies of the panel testers tried to, 
■ .suck liquid from, the bottles. Nipple collapse indicated to 
Playtex 'that too much suction force was required to draw 
liquid- from the bottles because the pierced vent holes of 
the. vent, discs were not operating properly. Thus, 
sometimes, the pierced vent holes did not. let. air in 
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quickly -enough to properly vent the bottles. The results 
also showed that pierced holes of the vent discs sometimes 
leaked. 

21. The inventor of the subject matter disclosed and 
claimed in the Applications, Mr.. Chomik, joined Playtex on 
or about Way, 1996. Mr. Chomik was hired as a project 
engineer and at that time was assigned to work for roe. His 
first project was to develop a commercial vent disc for 
baby" feeding bottles. He was made aware of what- Mr. 
Greenwood had disclosed to Playtes* 

.22. I«am familiar with the U.S. Patent and Trademark 
Office Action in which the Examiner rejects independent 
claims 1 and 2 of the Application. The Office Action 
states that these claims are taught by the Patent. 

23. I do not agree with the rejection or with the grounds 
"of rejection. 

24, Elg. 19 does not show a vent disc with a plurality of 
perforations therethrough. There are no perforations in 
Fig.' 13. .- 

' 25. Fig. 17 does not show a plurality of perforations. 
Fig. 11 shows only one perforation. 

26. The perforation shown in Fig. IT does not extend along 
radius that forms the curvature of the domed portion of the 
vent disc. 
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27. in Fig. the line representing the perforation is 
on an angle .{not perpendicular) to the inner surface of the 
residual of the depression that is to be pierced, and it 
does not appear .to extend along radii that form the 

• curvature of the domed portion of the vent disc. Proof 
that the perforation line, is at: an angle (not 

. perpendicular) ro the surface of the residual of the 
..depression is shown in the enlargement of Fig. 17 attached 
hereto as Exhibit A- • 

'28. with .regard to Fig. 17, the Office Action states that 
perforations 73 and 74 are inclined at an angle with 
respect to the vertical of vent disc 72. Assuming the 

• Examiner means that the perforation line is at an angle to 
the vertical axis through the bottle and through the vent 
disc, this does not necessarily or without doubt mean that 
the perforation line. is perpendicular to the inner surface 
Of the residual to be pierced, or that the line is along 
radii that form the curvature of the domed portion of the 
vent" disc. 

29. The Office Action states that line or perforation 73 
bisects, perforation 74 in two! I- disagree. First, the 

• number 74 refers to a recess, not a perforation (see, 
Column. 8, line 62). Second/ while the point at which the 
perforation enters the residual may bisect the diameter of 
the depression, that does not necessarily mean that 

' perforation line. 73 is perpendicular to the surface, of the 
residual to be pierced, or is on or coincident with the 
radius that forms the curvature of the dome of the vent 
disc. 
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30. The Office Action states that Fig. 17 is drawn such 
-thaf line -73 has minimal length in the residual area which 
•wpuld' indicate that both of the perforations are 
•jjsrpendicular to the surface to be pierced* and 
-consequently, that the plurality of perforations extend 
' along .-radii that, form the curvature of the domed portion, 
-Again, t disagree. As stated above and as clearly shown in 
the enlargement, line 73 is not drawn perpendicular. 
Therefore, line 73 does not have minimal length, and one 
cannot conclude that the plurality of perforations extend 
along the radii that form the curvature of the domed 
• portion, 

31. Fig. 17 is disclosed in the Patent as being a 
sectional view taken through a single diaphragm aperture in 
the- diaphragm of Fig. IS (Column 3, lines 21-23). Since 
Pig, 17 shows only one aperture, one cannot, tell whether 
each- recess 74 is perforated, which aperture of Fig. 15 is 
sectioned, or from which direction the reader is viewing 
the section. For these reasons, one cannot say necessarily 
or without doubt that Fig. 17 teaches the invention claimed 
in' the Application. 

32. The -Patent discloses that in Fig. 17,. aperture 73 is a 
point (Cplumn. 8, lines 40-U) formed by a straight pin 

"puncture (Column 8, - lines 57-59). Thus,, aperture 73 is not 
a &lit. 

33. The Patent does not disclose or suggest the invention 
defined in the claims of the Application. 


7 


JW.2a^M0 16(( 5:2iPM pp<PLflYT£l gRQDUCTS^m '133327643 1 


34 . Because vent discs perforated by hand with puah-pins 
as" suggested by an inventor of the Greenwood patent 
sometimes leaked and sometimes' did not vent properly, such 
vent discs could not be commercialized. 

35. The vane disc invention recited in the claims of the 
Application is a commercial success. The vent disc has 
been employed in o&by bottles commercially sold in the 
United States since 1998 . Since then, over five million of 
the baby bottles have been sold in the U.S. 

36. I- believe the sales of the baby bottles since 1998 

.• when the vent disc of the invention was used in the baby 
bottles, are primarily due to the presence and successful 
operation of the vent disc in the bottles, 

1/ hereby declare that all statements made herein of my own 
knowledge are true and that all statements made on 
information and belief are believed to be true; and further 
that- these statements were made with the knowledge that 
willful., false statements and the like so made are 
punishable by fine or imprisonment, or both, under Section 
1001 of Title 18 of the United States Code and that, such 
willful. ■ false statements may jeopardize the validity of the 
application or any patent issuing thereon. 



Francis; X.- Iflanganlello 
Date: March^ / 2000. 
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DECLARATION OF RTr»* R n s . CHflMT{f 
X, Richard 3. Chomi*, hereby ^ 

1- I graduated from The New Jersey mstitute of 

Technology with a Bachelor of Scienra ^ 

. science degree m mechanical 

engineering technology in 1992. ^icax 

2. From January 1989 through May 1996, I was employed by 
«.R. Technical Services as an Associate Engineer and 
Project Engineer- 

3. Since May of 1996, I have been employed by Piaytex 
Products, inc. r p U yfx-) ln itt Infant Care pusine5S . I 
Started as a Product Development Engineer. From 1998 to 
January 2000, I was the Senior Design Engineer, and 
currently I am the Group Leader for that business. 

4. I have approximately four years of experience in the 
area of venting baby feeding bottles to allow air to flow 
into the bottle to alleviate the vacuum created in the 
bottle during feeding, 

5. Piaytex. is the assignee of U.S. Patent Application 
Serial No. 09/209,070, filed December 10, 1998 (the 
-Application"), and o.S. Provisional Application 60/069,083 
filed December 10, 1997 0n which the Application claims 
priority (the "Provi sional") . 
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^wixectively referred to a«? "ck,. a , . 

, w as the Applications") . 

7- 1 a » alao familiar with o s p a +» n + « 

filed March i 5/ ibsa an(i °' 5 ' 499 ' 725 ' 

Mar.h ia ,/ 1SSUed t0 Greenw <>od et al on 
March 19, 1996 (the "Patent") . 


8. 


Since ot 1996 , r ha „ e raported ^ ^ FrMk 

Infant c«e buslneas of PUytM Hy ^ t ^ 

*WK» a commercial rent dl,c for the bottom of a baby 
bottle ("The P^ecf, . I ^ familiar with th. „„t 
«xs= technology that was ai5closed t0 Mr . ManganieUo ^ 

to Piaytex by Mr. Greenwood, one of the inventors of the 

Patent- 

S- I never met Mr. Greenwood, r only 3po ke with him one 
or tvo times. 

10- When I started working on the Project, Piaytex had 
domed vent discs that had domed depression extending 
upwardly into the underside of the vent discs. The 
residual material of the vent discs above the depressions 
had puncture holes therethrough. The puncture holes were 
formed one at a time by hand by Piaytex personnel using a 
draftsman's compass or a push pin (a pin with a pointed tip 
with an axially aligned cylindrical head) . 

11. When Piaytex needed additional vent discs to work on, 
they were supplied to Piaytex by Mr. Greenwood's 
inanufacturer of vent discs. The' vent discs Piaytex 
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received frow Mr . ^ 

had domed depressions, but wera n r ***** W " e do * ed «d 

1 were not punctured. 

Mr. Greenwood's ^facturer. ° "° el " d 

I L at P layt ex had picture hole, Mde oy han(j ^ 
a draftsman's compass or push-pin. 

14- Wh Q „ x started on the Project , T wg3 advlaed ^ 
discs having the puncture hole, ^ by hand with a ^ 
or push-pin by Playtex had been home panel tested (the 
"First Panel Test",. Results of the First Panel Test 
showed that the nipples of the baby bottles having the vent 
discs with pierced puncture holes therein sometin.es 
collapsed while the babies of the panel testers tried to 
suck liquid from the bottles-. N i pple collapse indicated to 
Playtex that too much auction force was required to draw 
liquid from the bottles because the pierced vent holes of 
the vent discs were not operating properly. Thus, 
sometimes the pierced vent holes did not let air In quickly 
enough to properly vent the bottles. The results also 
showed that pierced holes of the vent discs sometimes 
leaked. 


15. I used a comparator to examine hand-made puncture 
holes though vent discs that Playtex had on hand. I found 
that the puncture holes were randomly formed. They were 
random in terms of poin t of entry, angle, and contact/seal 
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surface area (the Utter meaning the surfac* 
-all of th e puncture hole th^ 7 ** ° f the 

-a! against each other Th p T ^ ^ 
residual ^ afc J^J^^^ «" 

£po*d at various angle, through the regidual3> 
the spaces of the wall, of the puncture hole, did not " 
correspond to the smooth surface of the compass point or 
Puah- Pan that forced the holes. The puncture holee were 
rough and uneven. The edge* defining the holes were 
jagged, it was clear to me that during piercing of the 
vent disc, the points and pins tore the residual material 
of the vent disc. Because of this, the puncture holes did 
not have smooth contact/seal surfaces. They did not form 
good seals and they sometimes leaked. 

16. To solve the leakage problem, I tried piercing the 
residuals of a small number of the vent discs by hand with 
a blade having conical (when viewed in vertical section) , 
angular flat surfaces that formed an elongated horizontal 
sharp tip, as shown in the drawings of the Application. I 
found that the resulting perforations were slits that had 
uniform, smooth side edges or wall surfaces that provided 
adequate surface contact area and adequate smooth seal 
surface area. This solved the leakage problem. 

17. To eliminate the randomness of the puncture holes, I 
decided that the perforations, preferably slits, should be 
formed automatically so that they would be substantially 
uniformly or identically and consistently formed through 
the residuals of the vent disc. 
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18- I reviewed a drawing that was made by a Pla., 
-Ployee, Paul Then. „« made , ^ ^ * 

;::r d th heret ° - *• - -i i? ^ 

evasion* extending upward!, lnto the domed central 
of the vent disc. The drawing shows that the axes or 
centerlines of the depressions radiate from tne center of 
the sphere of the domed portion of the vent disc. Thus 
the drawing shows that the center lines of the depressions 
are coincident with the radii that form the curvature of 
domed central panel of the vent disc. The drawing *i go 
shows an enlarged vertical section through a portion of a 
vent disc having a depression therein and showa a line 
drawn through the center of the depression and through the 
residual of vent disc material above the depression. Upon 
observing the drawing, I had the idea to form the 
perforations automatically and normal, i. e., 
perpendicular, to the surface of the vent disc to be 
pierced, or, along radii that form the curvature of the 
domed portion of the disc, or along the center lines of the 
depressions, which center lines are along radii that form 
the curvature of the domed central panel, as disclosed and 
claimed in the Application. 1 decided that in order to 
have a vent disc that could be commercial and to be able to 
produce commercial vent discs, I had to eliminate the 
randomness of the perforations. I realized that to do 
that, the perforations should be formed as stated above, 
i.e., in accordance with my idea, automatically, 
consistently and substantially identically, preferably as 
slits formed by blades having tips as described in 
paragraph 16 herein. 
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19 • I then developed th* 

- * «/;; P u 4 :; rit r and oethod 

operated bench mad., """^ " tth a 

reciproc !r W«««3 that had a vertically 

"crprocable tabu 0 „ „ hich a ^^/^ 

P«a 9 „p„ „, uaa nountod centra! pal/ 

zz:i r *• Thom - with the tench — - - 
r; iL:r r s ° f the ~» — a „ d 

^radri «- -t.r U „e S . a, described in paragraph 19 

». I tested the vent discs that war. pierced as described 
« Paragraph 19 above. , founa ttat the perfotatlons 6t 
these vent discs did not leak and vented sufficiently to 
prevent nippu coU.pae. I also did comparative test, o £ 
vent disc* whose residuals had hand-made random puncture 
holes made by Mr. Greenwood and by Playtex. 

21. The comparative tests showed that improved, optimum 
arr venting and no leakage occurred with the perforations 
*ade with the bench model apparatus according to paragraph 

22. About the middle of November of 1996, Playtex 
conducted a second home panel test (the -Second Panel 
*«sf) using' baby bottles having nipples and domed vent 
discs supplied to Playtex by Mr. Greenwood's manufacturer 
and whose residua!, «re pierced by use of the bench model 
apparatus and in the manner described in paragraph 19 
above. 
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vent 


discs 2 * I S6COnd PanCl ^ tb-t the 

satisfactory. Altnougn d 
some bottle leal,*™ testers reported 

Panel , ^ Co ^ u ^aticn with the 

panel testers and further test*™ 1* 

the lea**™ twtlng, it was determined that 

the leakage was not due to the perforations. The vent 
*.c, did not lea, fro* the slits. The result* of the 
Second Panel Test also showed that venting was 
satisfactory. Th us, the vent discs that were panel tested 
were significantly improved over the vent discs that had 
hand-pierced vent holes formed with a compass or push-pin 
and that were tested in the First Panel Test. 

24, Since the testing of the vent discs that were pierced 
randomly by hand with a compass or push-pin and that had 
puncture holes at various angles did not vent as well as 
the vent discs that were perforated according to paragraph 
19 hereof, I determined that when the plurality of 
perforations were at an angle, even a slight angle, from 
perpendicular to the surface to be pierced, venting would 
be over longer (not the shortest) paths and would create a 
greater propensity for nipple collapse. 1. concluded 
therefore that with the longer paths, venting would be 
negatively affected, since a bottle nipple can only 
withstand a limited amount of negative pressure, a 
plurality of perforation lines at an angle perpendicular to 
the surface to be pierced, or to the radii or the center 
lines coincident with the radii, would o r could 
significantly deleteriously affect the venting performance 
of the vent diac. 
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«• At no tin* did Mr. Greenwood discloee », 

•* M-ye« that the P unct u « hoi., SU9,<,a,: to " 

r.dU IT, P " t0ed ' 01 al ° n * « ~*«»M«t with 

the 1 CUrVatU " ° f thS <™< ~*»* P-l of 

the disc,, or that the center line* ox the d*»r«.i 
or vera * n h_ _ • .„ depressions were 

curvaT ! C ° inCld ^ wit * that for, the deed 

ZZ T: ^ * i9C3 ' " " ^ ~«*»* should 
extend along the center line, of the dep resgions . 

26. At no time did Mr. Greenwood disclose to me or to 
Playtex any apparatus or me-thod for aimultaneously 
perforating or forming the claimed perforations through 
vent discs. 

27. At no time did Mr, Greenwood disclose his patent 
application for the Patent or the Patent to me, or to 
Playtex. 

28. At no time did Mr. Greenwood disclose to me or to 
Playtex to use slits or that the perforations, punctures or 
holes should be slits. All of the punctures of the vent 
discs that I saw prior to my developing the blade and bench 
model apparatus described above were holes. None were 
slits. 

29. I am familiar with the U.S. Patent and Trademark 
Office Action in which the Examiner's rejected independent 
claims 1 and 2 of the Application. The Office Action 
states that these claims are taught by the Patent. 


8 


f: Universal Development, Inc.; 732 868 0345; Mar-28-00 10: "OM; Page 12/17 

»,« 203-327-6481 7 'qh^ 1 ^ > 2 

RACE 02 


30. r do-not agree wit h the reieet-i^ 

of rejection. ^^ctaon or with the grounds 

i 

31- Fig. 19 does t 

Fig. 19. " e no P« r£ "rations in 

n, I?'," *~ Mt Sh °" 3 PlUIalUy ° f ^rations. 
f»g- 17 shows only one perforation. 

33. The perforation in Flo n h„. 

radi,,, ,„ .. * " 0t axtend alon 9 the 

radius that forms the curvature n t n,. ^ J 

vent disc. hS d0med P 01 " 0 " ° f ^ 

on''" 7" "*™^ "» Proration i. 

on „ anole (noe perpendicular, to the inner surface of the 
residual of the depression that is to be pierced, and it 
does not appear to extend alon, radii that for, the 
curvature of the deed portion of the vent disc. Pr oof 
that the perforation line is at an angle (not 
Perpendicular, to the surface of the residual of the 

Z7 ai Vl ohoun in the enlar9e,rent " 17 

Hereto as Exhibit B. 

35. With reoard. to Fig. 17, the Action states that 
perforations 73 ,„d ,4 are inclined at an angle with 
-speot to the vertica! of vent disc 7 2 . ^ awsing the 

~™ «- Perforation line is at an an gl e to 

U13C ' t-<Us does not nfirflCQ^; i 

the ii„p 4 necessar.ly or without doubt mean that 

Che lxne Is perpendicular to the, 9Urfaro 

ne surface of the reeidual to 


9 


•: Universal Development, Inc.; "^2 888 0345; Mar-28-00 10:or ' Page 13/17 

"W*** 18:48 263-327-648! < 1 DkU^^ " T ' ^ » 


be pierced, or that the Une is along ^ 

the curvature of t-h Q ^ U that for » 

ature of the domed portion of the vent disc. 

36. The Office Action states that 

bisects . ° r P* rf <»*tion 73 

oisects perforation 74 in two t . 

xn rwo. I disagree. First t-h- 

IT 1 u xeUra to a ™— * 1 

Proration enters the residual My Ws9ct ^ diameter 

the depression, that does not neoe33arlly or Klthout doubt 

th.t the perforation line 73 it.elf is p er p enalcular 
to the eurfaoe of the reeadual to be pierced, or u on or 

coincident with the radius that fnrm. *u 

us inat lorras the curvature of th« 

vent disc. 

37. The office Action states that Fig. 17 is drawn such 
that line 7 3 has minimal length in the residual area which 
would indicate that both of the perforations are 
perpendicular to the surface to be pierced, and 
consequently, that the plurality of perforations extend 
along radii that for* the curvature of the domed portion 
Again, I disagree. As stated above and clearly shown in 
the enlargement, line 73 is not drawn perpendicular. 
Therefore, line 73 does not have minimal length, and one 
cannot conclude that the plurality of perforations extend 
along the radii that form the curvature of the domed 
portion. 

38. Fig. 17" is disclosed in the Patent as being a 
sectional view taken through a single diaphragm aperture in 
the diaphragm of Fig. 15 (column 3, lines 21-23). Since 
Fig. 17 shows only on e aperture, one cannot tell whether 
each recess 74 is perforated, or which aperture of Fig 15 
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is sectioned, or from vhich direction t » 

the S eeti on . Fot th „ e '" e « i0n «• 13 We „ tng 

or without doabt that ; iQ 8a H' °" e Cana0t »» nece^arily 

39^ The Patent discloses that in Fi„ n 
aerined ln the caaias of tlM app llcatloI>- 

t 

t>~°i r nt discs perfor " ed by hand - ith w» 

as suggested by an inventor nf *-k« n 

x inventor of the Greenwood patent 

vent discs could not be commercialized. 

42 The vent d isc invention recited in the clain* of the 
Application is a commercial success The vent disc has 
been employed in baby bottles conunercially sold in the 
United States since 1Me . Since then , ^ 
the baby bottles have been sold in the U.S. 

43.. I believe the sales of the baby bottles since 1998 
when the vent disc of the invention was used in the baby 
bottles, are primarily due to the presence and successful 
operation of the vent disc in the bottles. 

I hereby declare that all statements made herein of my own 
knowledge are true and that all statements made on 
infornation and belief are believed to be true; and further 
that these statements w* re made with the knowledge ^ 
willful false statements and the like so made are 
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"Ulful faue statement, may jeopardize the validity of the 
application or any patent issuing thereon. 


Rictfard s. Chomik 
Date: March , 2000. 
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FIG. !8 




FIG. 19 
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Serial No. : 09/639,508 


Art Unit: 3724 


As discussed above, there are no other appeals or interferences known to appellants, appellants' 
attorney or the owner/assignee of the application (Playtex Products, Inc.), which will directly 
affect or be directly affected by or have a bearing on the Board's decision in the pending appeal. 
Thus, no copies of decisions rendered by a court or the Board are included herewith. 
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